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• 

prepared, and Registrations effected under ..r:\ct 
6 & 7 Viet., cap. 65 ; also Ornamental Designs under Act 
[) & 6 Viet., cap. 100. 

Assistance afforded to Solicitors and Patentees upon all 
mattem connected with Patents. · 

Registers and Indices of Patents and Designs are lcept at the 
O.flice for reference. 

14, LINCOLN'S·lNN FlBLDS, 

LoNDON, 

• 

• 



• 

ADDENDA. 
' In re Br:lUgh, 7 Bevan, 104.-Cc!ldition of a patent was, that the. speci-

fication be enrolled six months after the date of the grant, 3rd or June, 1843; 
the 4th of December occurred on a Sunday; on the following day the speci
fication was sent to the Enrolment Office, and upon it the following instruc
tions were written:-" Brough's specification, to be left at the Enrolment 

• 

Office; but as yesterday was the last day, and it being do.>nbtful whether the 
patent is not ~oid, although the la.~t day was on a Sunday, wo do not wish it 
to be enrolled at plesent, until further advised as to its utility. If we wish 
it to be enrolled, it will, of course, be marked as of to-day." On the 6th, 
application was made by the agent at the office ; and a,"'lin, on the 9th, when 
the answer given Wll8 1 that it bad been enrolled. On requesting it to be can. 
celled, he was informed it could not, without an order from the Master of the 
Rolls. On application to the Master of the Rolls, upon petition, the prayer 
was refused. (Ex parte Beck, 1 Bro. C. C. 578.) Master of the Rolls
" I l'annot make tha order upon petition; I am of opinion th specification 
can be delivered to the office only flr the purpose of being enrolled. I had 
rather not say any more upon this mat 'er, or as to the effect r.Z tho 3rd of 
Deeembt• being a Sunday, farther than it appears to me a serious question, 
whether the petitioner can be relieved by an authority less than an Act of 
Parliament." 

==-=-= 

ERRATA. 

Page 35, lines 25 and 30, for carbonet of manganese, read carburet of rrian. 
JM!leSe. 

53, 1, for probability, reacl possibility. 
58, 4, for each would bear, read ench (if more tlian one toa$ 

taken out) would, &c, 
20, for being, r•ead afterwards. 
21, for nnd it is presumed also for, read or. 

60, 2, for sulpher, read sul}lhur. 
61, 15, dele of; fiJr for, read far. 
94, 10, for on, read in • 
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THE Patent Law has been the subject of many 
treatises, all of which, from their peculiar nature, 
have failed in some important particulars ; as either 
being so technical as not to suit all who might have 
occasion to consult the contents of such works, or 
so general, as not to afford the information required ; 
being on the one hand especially intended for the 
use of lawyers, and on the other for agents and 
patentees. The authors of this work felt (and 
doubtless others, also, in their several professions, 
with them), that a work was wanted which in itself 
contained both requisites the legal knowledge 
and the practical utility an attempt to supply 
which has been made in this treatise. 

The plan of the work has been to combine the 
law with the practice in a running commentary, 
treating of the various subjects in the order in 
which . they would practically occur. The ·design 
has been so to write the book that it may be 

useful to the three classes for which it was written, 

• 
• • 
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viz. Lnwyer8, Patent Agents, and Patentees (nnder 
which last are included those whu have availed 
themselw.1s of the privileges of the 5 & 6 Viet. 
c. 100, and 7 & 8 Viet. c. 65). _ 

' 

The Lawyer, it is trusted, will find it use~l, as 
being a comment upon all the important eases 
which have been decided upon this subject, and 

- which, in aid of the text, appear in notes in the 
shape of a digest ; 

The Agent, in the points of law upon its various 
headings being collected and presented in a prac
tical form; 

And the Patentee, frcm the popular mode in 
which the matter is presented, and the absence of 
all merely technical excepting in two 
chapters, one of which is especially devoted to 
pleadings ; the other, to the objections required by 
statute to be delivered with tho pleadings. 

In conclusion, the authors have to acknowledge 
the great aid they derived from Mr. Webster's 
collection of cases, and which, excepting in a few 
instances, they have availed themselves of, as gene
rally containing a fuller report. 

2, CHURCHYARD CounT, TEMPLE, 

14, LINCOLN's-INN FIELDS, 

October, 1845. 
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• LAW OF PATENTS . 
_ _,. __ 

• 
CHAPTER I. 

• 

THE LAW OF PATENTS(a) PATENT, WHAT HISTORY AND ORIGIN 

-DIGEST OF THE STATUTES RELATING TO PATENTS, 

IN the early periods of English history continual men- Patent, origin 

tion is made of" monopolies," which were exclusive rights, of. 

either obtained by purchase or by the favour of the reigning 
sovereign ; and to such a height was this presumed privi-
lege of the crc,vn cnrrlcd, anrl so numerous . t.~·ere the 

' 

grants which. had been obtained, that it was found, by the 
exertion of their rights by the various grantees, com
mercial enterprise decayed, and, as a necessary consequence, 
trade became almost extinct. By the continual remon
strances of all classes of the community, the attention of 
the legislature was at length directed to the consideratior • 

• 

(a)" Patentswhichsecureto the authors of improvements the profits 
of their own ingenuity act as a stL'Ilulus to industry and talent ; but 
these patents (monopolies) had for their object the private emolu
ment of certain favoured individuals, to whom they gav<', under the 
pretence of public utility, the control of some particular branch of 
trade, with authority to frame regulations and to enforce obedience 
by fines and imprisonments. The committee (instituted to inquire 
into abuses) began with three patents, one for licensing"ale-houses, 
one for the inspection of inns and hostelries, and another for the 
manufacture of gold and silver thread, and the investigation dis
closed a scene of fraud and oppression such as is seldom to· be 
found under the most despotic governments. All these were declared 
national grievances, and the patentees, Su· Giles :M:ompesson and 
Sir Francis l\1itch~ll, were denounced as criminals, A.D. 1621." 
Lingard's Histo•y of England, vol. ix. p. 182. Dolman's ed. 

n 
' 



J,AW OF PATENTS. 
• 

of the subject,{b) and in the reign of James I. we meet 
with the first statute particularly relating to patents, by 
which the power of the crown was in their instance cur
tailed, and though the power to grant continued to e~ist, it 
was restrained within a reasonable limit. Patents, as now 
recognized by law, still are monopolies, modera~ in form, 
and granted upon an express consideration, moving not to 
the crown particularly, but to the community ge11~rally. 

Monopolies are By tl1e common law of England monopolies are an · 
offences at • 
common Jaw. offence,( c) and are of the same nature mother branches of 

trade, as engrossing is in provisions,( d) the latter being an 
act of the subject between party and perty, the former 
acquired by patent from the king,(e) which is a licence ob
tained by a person from the crown of a right of solely 
using, buying, selling, or working any thing, as the case 
may be, whereby restraint is placed upon the manufac
turing or trading enterprise of the community. 

Patent, what. A patent is a grant from the sovereign, and until the 
reig:~ of King John, was named therein in the singular num
ber.(!) The grant is called a patent, because it is contained 
in a charter or letters patent, (i.e.) open letters (literte pa-
tentes); they are not sealed up, but exposed to view, with 
the great seal pendant at the bottom,(g) and are usually 
addressed by the sovereign to all his subjects at large.(h) 

(b) Lingard's Hist. of Eng. vol. vii. p. 380. Dolman's ed. 
(c) Wood's Inst. B. iii c. 3, p. 435. 
(d) 4 Bl. Com. 159. (e) Hawkins, P.C. 1, c. 79. 
(f) Com. Dig. Patent B. 
(g) Seals, though not common with the Saxons, were used in the 

time of King Edgar, and afterwards in that of Edward the Confessor. 
They were introduced into common usage by Wiliiam the Con
gueror (Com. Dig. Fact. A. 2), who sealed his patents with an im
pression upon wax, and his son Rufus also, 

Richard I. used a seal of arms, and after his return from Jeru-
• salem changed his device from two lions combattant to three lions 

passant. Com; Dig. Patent, c. 1. {h.) 11 Bl. Com. 346. 
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Monopolies were exclusive privileges (usunlJy in connec
tion with commerce, as the importation of or sole right to 

·sell certain commodities), (i) granted by the crown to indi
viduals or communities, and which authority was not the 
exertion of any legitimate or inherent right of the crown, 
but arose from its usurpation in an age when the limits of 
the authority of the crown or the rights of subjects were ill 
understood, and which were greater or less, as the power 
of the people or that of the crown predominated. But 
when a correct understanding was arrived at, as to the 
positive dependence of one power upon the other, and the 
necessity of such concessions by either as should make r.neh 
seemingly antagonistic principles combine and form a grand 
whole ; it was then Acts were passed, not only to preserve 
aud protect the liberties of the people in matters of religion 
and state, but also in the relations of commerce, for the 
uaneful effects of monopolies were felt by every class of 
society, and in every financial department of the state. 

The first statute generally relating to the subject of 
patents, and which may be said to be the very hinge of the 
present patent law, is that of the ~1 of Jac. 1, c. 3, whereby 
the Crown gave up the right which it claimed to grant mo
nopolies, lllld in lieu thereof, ascertained and fixed a limit 
to be observed in the consideration of all such matter$, 
reserving to itself certain powers, and which exist and are 
exerted in the present time, extended as they have been by 
certain statutes passed in the reign of the late and the pre
sent sovereigns, to meet the exigencies of particular cases, 
and to render impartial justice between man and man. 

It has been thought most convenient to place here a 
digest of the various statutes in relation to the subject of 
patents, in order to the gradual and thorough development 
of the subject. 

(i) Vide Lingard's Hist. of Eng. vol. vii. p. 247. Dolman's ed. 
D~ 

• 

• 
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Monopolies to 
be void. 

4 LAW OF PATENTS. 
• 

DIGEST OF STAT. 21 J. 1, c. 3. 

Sec. I. All monopolies, commissions, grants, licenses, 
charters, and letters patent, to any person or persons, bodies 
politic or corporate, for the sole buying, selling, making, 
working, or using of any thing within this, realm, or 
wales, are contrary to the laws of the realm, and shall be 
void.(i) 

{)) I. 'Forasmuch as your most excellent Majesty, in your royal 
judgment, and of your blessed disposition to the weal and quiet 
of your subjects, did in the year of our Lord God One thousand six 
hundred and ten, publish in print to the whole realm, and to all pos
terity, that all grants and monopolies, and of the benefit of any penal 
laws, or of power to diHpense with the law, or to compound for the 
forfeiture, are contrary to your Majesty's laws, which your Majesty's 
declaration is truly cousonimt and agreeable to the ancient and 
fundamental laws of this your realm : And whereas your l\lajesty 
was further graciously pleased expressly to command, that no suitor 
sl1ould presume to move your :i.\Iajesty fo1· matters of that nai.u1·c ; 
yet nevertheless upon m!sinformations, and untrue pretences of 
public good, many such grants have been unduly obtained, and 
unlawfully put i.n execution, to the great grievance and incon
venience of your Majesty's subjects, contrary to the laws of this 
your realm, and contrary to your Majesty's most royal and blessed 
intention, so pubHshed as aforesaid :' For avoiding whereof, and 
preventing of the like in time to come, may it please your excellent 
Majesty, at the humble suit of the Lords spiritual and temporal, and 
tl1e Commons in .tl!is present Parliament assembled, That it may be 
declared and enacted ; and be it declared and enacted by authority 
of this present Parliament, That all monopolies, and all commissions, 
grants, licenses, chart~rs, and letters patent heretofore made or 
granted, or hereafter to be made or granted, to any person or per
sons, bodies politic or corporate whatsoever, of or for the sole buying, 
selling, making, working, or using of any thing within this realm, 
or the dominion of Wales, or of any other monopolies, or of power, 
liberty, or faculty to dispense with any othP.rs, or to give license or 
toleration to do, use, or exercise any thing against the tenor or 
purport of any law or statute ; or to give or make any warrant for 
any such dispensation, license, or toleration to be had or made; or 
to agree or com~ound with any others for any penalty or forfeitures 

• 



DIGI:£ST OF STATUTES. 

II. All such monopolies, &c. &c., ought to be ;.md shall Trial of, by 

I ~ b 'ed & d' ) common m'rf. for ever 1erea1 ter e tn , c., accor mg to t 1e common 
· law of this realm, and not otherwise.(k) 

III. All persons to be disabled fl'Om henceforth to use Disabling 

li (l) 
claWIC. 

monopo es. 
IV. Any person, after fm·ty days afte1 the then session of Seizure or 

Parliament (1587), who shall be aggrieved, or goods, f:'~ :rn !~~
&c., seized, on pretext of any monopoly, &c. &c., and shall tinopoly, remedy or. 
sue to be relieved, in. such case he shall have his remedy at 
the common law, by action grounded upon this statute, in 
the common law courts, and therein he shall recover three 
times as much da:nages as he suffered injury, and double 
costs ; and if, after notice of action upon the statute, any 

limited by any statute ; or of any grant or promise of the benefit, profit, 
or commodity of any forfeiture, penalty, or sum of money, that is or 
shall be due by any statute, before judgment thereupon had ; and all 
proclamations, inhibitions, restraints, warrants of assistance, and 
nll 1\fllA,. 'n"lntfon.,..u nnd tl.J'n"'"' 'rhotgnA,,..n .. .-. .. ~ ... -....... ~ .&.,. ..... 1: .......... ,~. ... .:.1...-
~~·- .... .......... ,._._ .... ....,.-... ~•· • ·- U;:l • •• ,. .. ,., .,.,.,... • o,. a) u••,; '' U,J t.,__llUl.l1(; !.V t.U~ 

institut-ing, erecting, strengthening, furth~ring, or countenancing of 
the same or any of them ; are altogether contrary to the laws of this 
realm, and so are and shall be utterly void and of none effect, and 
in no wise to be put in use or execution. 

(k) II. And be it further declared and enacted by the authority 
aforesaid, That all monopolies, and all such commission':', grants, 
licenses, charters, letters patent, proclamations, inhibitions, restraints, 
warrants of t.ssistance, and all otJ1er matters and things tending as 
aforesaid, and the force and validity of them, and of every of them, 
ought to he and shall be for ever hereafter examined, heard, tried, 
and detennined, by and according to the common laws of this realm, 
and not otherwise. · 

(l) III. And be it further enacted by the authority aforesaid, That 
all person and persons, bodies politic and corporate whatsoever, 
which now are or hereafter shall be, ~ball stand and be disabled 
and uncapable to have, use, exercise, or put in use any monopoly, 
or any such commission, grant, license, charter, lett.ers patents, 
proclamation, inhibition, restraint, wanant of assistance, or otlier 
matter or thing tending as aforesaid, or any liberty, power, or 
faculty grounded, or pretended to be grounded upon them, or any of 
them • 
• • 

• 

• 
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one seeks to delay or stay such action before judgment, by 
means of any order, &c., from any other court than the court 
wherein the action is depending, or after judgment, 
to delay execution by any other means than a writ of erl'or or 
attaint, he shall incur the penalties, &c., of a _ar(emunire.( m) 

' 

(m) IV. And be it furtherenacte-:1 by the authority af\'resaid, That 
if any person or persons at any time after the end of forty days next 
after the end of this present session of Parliament, shall be hindered, 
grieved, disturbed, or disquieted, or his or their goods or chattels any · 
way seized, attached, distrained, taken, carried away, or detdncd, by 
occasion or pretext of any monopoly, or of any such commission, 
grant, license, power, liberty, faculty, lett~rs patents, proclamation, 
inhiLition, restraint, warrant of assistance, or other matter or thing 
tending as aforesaid, and will sue to be relieved in or for any of tl,te 
premises ; that then and in every such case, the same person and 
persons shall and may have his and their remedyforthe same at the 
common law, by any action or actions to be grounded upon this 
statute ; the same action and actions to be heard and determined in 
the Courts of King's Bench, Common Pleas, and Exchequer, or in 
any of them, against him or them by whom he or they shaH be so 
hindrr~d, gric''ed, di~turb~d, Q!' diiOI]_uieteil, or against him or them 
by whom his or their goods or chattels shall be so seized, attached, 
distrained, taken, carried away, or detained, wherein all and every 
such person and persons which shall be so hindered, grieved, dis
turbed, or disquieted, or whose goods or chattels shall be 80 seized, 
attached, distrained, taken, or carried away, shall recover three 
times 80 much as the damages which he or they sustained by 
means or occasion of being so hindered, grieved, disturbed, or dis
quieted, or by means of having his or their goods or chattels seized, 
attached, dist.rained, taken, carried away, or detained, and double 
costs ; and in such suits, or for the staying or delaying thereof, no 
essoin, protection, wager of law, aid, prayer, privilege, injunction, or 
order of restraint, shall be in any wise prayed, granted, admitted, or 
allowed, nor any more than one imparlance : And if any person or 
11ersons shall, after notice given, that the action depending is 
grounded upon this statute, cause or procure any action at the com
mon law, grounded upon this statute, to be stayed or delayed before 
judgment, by colour or means of any order, warrant, power, or 
authority, save only of the court wherein such action as aforesaid 
shall be brought and depending, or after judgment had upon such 
action, shall cause or procure the execution of or upon any such 

• 

' 

• 
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V. Provided, &c., such declaratbn is not to extend to Saving pa~t 
d r . ') ~ h t r therein bemg any letters p.'\tent an grants o pnv1 ege, 10r t e enn o for 21 years • 

. twenty-one years or under, heretofore made, &c. &c.(n) 

VI. Such declantion not to extend to letters patent, &c., Saving patent 
for new manu. 

hereafter to be granted for the term of fourteen years, to facturea. 

the true and first inventor of new manufactures within this 
realm, for the sole working or making of &ucb manufactures, 
no one at the time of the grant making or using the same(o), 
they not being contrary to law, mischievous to the state, hurt-
ful to trade, or generally inconvenient; the fourteen years 
to run from the date of the letters patent.(p) 

judgment to be stayed or delayed by e!'lour or means of any order, 
warrant, power, or authority, save only by writ of en·or or attaint ; 
that then the said person and persons so offending shall incur and 
sustain the pains, pena!ties, and forfeitures, ordained and provided 
by the statute and provision and p1'0!111utlire made in the sixteenth 
year of the reign of King Richard the Second, 

(n) V. Provided nevertheless, and be it declared and enacted, 
That any declaration before mentioned shall not extend to any 
letters 11awnts and grants of privilege for the term of one and 
twenty years or under, heretofore made, of the sole working or 
making of any manner of new manufacture within this realm, to 
the first and true inventor or inventors of such manufactures, which 
others at the time of the making of such letters patents and grants 
did not use, so they be not contrary to the law, nor mischievous to 
the state, by raising the prices of commodities at home, or hurt of 
trade, or generally inconvenient, but that the same shall be of such 
force as they were or should be, if this act had not been made, and 
of none oth.:r ; and if the same were made for more than one and 
twenty years, that then the same for the term of one and twenty 
years only, to be accounted from the date of the first letters patents 
and grants thereof made, shall be of such force as they were or 
should have been, if the same had been made but for term of one 
and twenty years only, and as if this act had never been had or 
made, and of none other. 

(o) Vide5&6Wm.4,c,83,s.2. . 
{p) VI. Provided also, and be it declared and enacted, That any 

declaration before mentioned shall not extend to any letters patents 
and grants of privilege for the tenn of fourteen years or ;mder, here-

• 
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Privileges VII. Saving rights then in existence, granted by Parlin-
granted by Par- f' l h , . ~ { } Iiament. ment or so ong as t e act contmues m 10rce. q 
Warrants to VIII. Not to extend to warrants, &c., to the judges, &c., 
!~~!~~s, &c. having power to hear, &c., ofFences done against any penal 

Charters to 
cities, &c., 
trade fellow. 
ships, societies 
of merchants. 

' 

statute, or to compound for forfeiture thereon, .depending iri 
a suit or question before tl1em.(r) 

IX. Not to extend to charters granted to cities, boroughs, 
or towns corporate, or the customs used by them, nor fel
lowships of any trade or art, nor companies of merchants, . 
erec~ed for the maintenance, or enlargement, or ordering any 
trade of merchandize, &c.(s) 

after to be made, of the sole working or making of any manner of 
new manufactures within tllis realm, to the true and first inventor 
and inventors of such manufactures, which others at the time of 
making such letters patents and grants shall not use, so as also they 
bo not contrary to the law, nor mischievous to the state, by raising 
prices of commodities at home, or hurt of trade, or generally incon
venient ; the said fourteen years to be accounted from the date of 
the firHt letters patents, or grant of such pl'ivilege hereafter to be 
made, but that the same shall be of such force as they should be, if 
this act had never be<ln made, and of none other. 

(q) VII. Provided also, and it is hereby further intended, declared, 
and enacted by authority aforesaid, that this act or any thing therein 
contained shall not in anywise C}.."tend, or be prejudicial to any grant 
or privilege, power or authority whatsoever heretofore made, granted, 
allowed, or confirmed by any act of Parliament now in force, so 
long as the same shull so continue in force. 

(r) VIII. Provided also, That this act shall not extend to any 
warrant or privy seal, made or directed, or to be made or directed by 
llis 1\Iajesty, his heirs or successors, to the justices of the Courts of the 
King's Bench or Common Pleas, and Barons of the Exchequer, 
justices of assize, justices of O!Jo'1' aml terminer and gaol-delivery, 
justices of the peace, and other justices for the time being, having ' 
power to hear and determine offences done against any penal sta
tute, to compound for the forfeiture ofany penal statute, depending 
in suit and question before them, or any of them respectively, after 
plea. pleaded by the party defendant. 

( s) IX. Provided also, and it is hereby further inter.ded, declared, 
and enacted, That this act or any thing tl1e1·ein contained shall not 

• 



DIGEST OF STATUTES. 9 

X.(t) Nor to digging, making, &c., saltpetre or gunpow- Gunpowder, 
· . f d ffi h fi ordnance, shot, der, makmg o or nance or ahot, or o ces ereto ore or offices. 

erected, &c.(u) 
Xi. Nor to making alum, or alum mines, &c.(v) 

. ' 

in any wise extend or be prejudicial unto the city of Lond011, or to 
any city, borough, or town corporate within this realm, for or con
ce11ling any grants, charters, or letters patents, to them or any of 
them made or granted, or for or concerning any custom or customs 
used by or within them or any of them ; or unto any corporations, 
companies, or fellowships of any art, trade, occupation, or mystei"y, 
or to any companies or societies of merchants within this Tealm, 
erected for the maintenanc.e, enlargement, or ordering of any trade 
of merchandize ; but that the same charters, customs, corporations, 
companies, fellowships, and societie:;, and their liberties, privileges, 
powers, and immnnities, shal! be and continue of such force and 
effect as they were before the making of this act, and of none other ; 
any thing before in this act contained to the contrary in any wise 
notwithstanding. 

(t) Vide 5 & 6 Wm. 4, c. 83, s. 2. 
(u) X. Provided also, and be it enacted, That tllis act, or any 

declaration, provision, disablement, penalty, forfeiture, or other 
thing before mentioned, shall not extend t.o 11ny l!'t.f!'TR Jlllf('nts or 
grants of privilege heretofore made, or hereafter to be made, of, for, 
or concerning printing, nor to any commission, grant, or letters 
patents, heretofore made, or hereafter to be made, of, for, or concern
ing the digging, making, or compounding of saltpetre or gunpowder, 
or the casting or making of ordnance, or shot for ordnance, nor to 
any grant or letters patents heretofore made, or hereafter to be 
made, of any office or offices heretofore erected, made, or ordained, 
and now in being, and put in execution, other than such offices as 
have been decried by any of his Majesty's proclamation or procla
mations: but that all and every the same grants, commissions, and 
letters patents, and all other matters and things tending to the 
maintaining, strengthening, and furtherance of the same, or any of 
them, shall be and remain of the like force and effect, and no other, 
and as free from the declarations, provisions, penalties an4 forfei
tures contained in this act, as if this act had never been had nor 
made, and not otherwise. 

(v) XI. Provided also, and be it enacted, That this act, or any 
declaration, p~ovision, disablement, penalty, forfeiture, Ol' other 
thing before mentioned, shall not extend to any commission, grant, 

• 

Alum. 

• 
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• 

DIGEST OF STAT. 6 & 6 Wm. 4, c.83. 

Disclaimer or Sec. I. Any person who as grantee, assignee, or other
~~~~!:.rt of wise, who bath or shall obtain letters patent for sole mak

ing, &c., may, if he thinks fit, enter with the clerk of the 
patents of England, Scotland, or Ireland, hav!ng obtained 

England. leave, if an English patent, of the attorney, or solicitor-
Scotland. general ; if a Scotch patent, of the lord.arlvoeate or soli-
Ireland. citor-general of Scotland ; if an Irish patent, of the attor'" 

ney or solicitor-general of Ireland, certified by his fiat and 
signature; a disclaimer of any part of either the title of the 
invention or of the specification, stating the reason for such 
disclaimer· or with such leave as aforesaid, may enter a 

Alteration of memorandum of any alteration in the said title or specifi-
apccificati'l!:. d' 1 • 1 · d 1 cation, such xsc axmer or a teratxon not to exten (en arge) 

the right acquired by the letters patent; and on being filed 
by the clerk of patents, and enrolled with the specification, 
shall be deemed a part thereof in all the courts : Provided 

Caveat against always, any person may enter a caveat against such dis
disclaimer or 
alteration, claimer or alteration, which shall give such person a right 
w~ere n~t re-. to have notice of the application being heard bv the 
cetvable m en- J 

dence. attorney-general, &c., &c. Such disclaimer or alteration not 
to be receivable in evidence in any action or suit (save and 
except in any proceeding by 8cire facia8) pending at the 
time when such was enrolled; in such case the original title 
and specification alone are receivable in evidence. So also, 
before granting such fiat, the attorney-general, &c., may 

letters patents or privilege heretofore made, or hereafter to be made,, 
of, for, or concerning the digging, compounding, or making ofalum 
or alum mines, but that all and every the same commissions, grants, 
letters patents and privileges, shall be and remain of the like forca • 
and effect, and no other, and as free from the declarations, provi- · 
sions, penalties, and forfeitures contained in this act, as if this act 
had never been made, and not otherwise. 

' • 
• • 
' 

•• 
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require the party applying to advertise his or Ad'o-erl.isem~t 
. al may be requued 

alteration, 10 such manner as the attomey-gener , &c. before fiat. 

pleases; and if such advertisement is required, he shall 
certify that the same bas been duly made.(w) 

(w) I. Whereas it is expedient to make certain additions to and 
alterations in the present law touching letters patent for inventions, 
as well for the better protecting of patentees in the rights inumded :to 
be secured by such letters patent, as for the more ample benefit of 
the public from the same : Be it enacted by the King's most excel
lent Majesty, by and with the advice and consent of the Lords spi
ritual and temporal, and Commons, in this Parliament 
M!lembled, and by the authority of the same, that any person who, 
as grantee, IUmignee, or otherwise, hath obtained or who shall here
after obtain letters patent, for the sole making, exercising, vending, 
or using of any invention, may, if he think fit, enter with the clerk 
of the patents of England, Scotland, or Ireland, respectively, as the 
case may be, having first obtained the leave of his Majesty's attor
ney-gen .. ral or solicitor-general in case of an English patent, of the 
lord-advocate or solicitor-general of Scotland in the case of a Scotch 
patent) or of his Majesty's attorney-general or solicitor-general for 
Ireland in the case of an Irish patent, certified by his fiat and signa
ture, a disclaimer of any part of either the title of the invention or of 
tlie specification, stating the reason for such disclaimer, or may, with 
snell leave a~ aforesaid, enter a memorandum of any alteration in 
the said title or specification, not being such disclaimer or such alte
ration as shall extend the exclusive right granted by the said letters 
1mtent ; and such disclaimer or memorandum of alteration, being 
filed by the said clerk of the patents, and enrolled with the specifia 
cation, shall be deemed and taken to be part of such letters patent or 
such specification in all courts whatever: provided always, that any 
person may enter a caveat, in like manner as r-11veats are now used 
to be entered, against such disclaimer or alteration ; which caveat 
being so entered shall give the party entering the same a right t.o 
bave notice of the application being heard by the attorney-general or 
solicitor-general or lord-advocate respectively : provided also, that 
no such disclaimer or alteration shall be receivable in evidence in any 
action or suit (save and except in any proceeding by scirefacias) 
pending :J.t the time when such disclaimer or al~ration was enrolled,· 
but in every such action or suit the original title and specification 
alone shall be given in evidence, and deemed and taken to be the 
title and specification of the invention for which the letters patent 
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• 

Whcrepatentee II. If it be found by the verdict of a jury, or be dis
~~i!v:~:o~e covered by the person (or his assigns) who had obtained 
mod~ of pro- letters patent for a new invention, that he was not the first · 
ceedmg. • · 

mventor thereof, or of some part thereof, by reason of some 
one having invented or used the same before the date of 
f!uch patent,(.v) such patentee, or assignee, n1ay petition his 

• 
Cmofirmation Majesty in council to confirm the same or grant new letters 
of, when. patent ; the matter of such petition shall be beard before the 

• 

Judicia! Committee of the Privy Council, and if they be 
SD.tisfied that the patentee believed himself the original 
inventor, and that such inven~.ion, or part thereof, had not 
been in public and general use before the date of the . 
letters patent, his Majesty, on such report, may, if he 
thinks fit, grant such prayer, and such grant shall confer as 
absolute a right as the letters patent would have done sup-

Opposer, right posing them to have been originally valid. Persons opposing 
to be heard. h • • • 1 d b 1 d b l' } p · sue petitiOn are enttt.e to e tear ewre t 1e r1vy 
Parties to suit, Council, and any person party to the first suit shall be 
ti~~~e ofpeti- entitled to have notice of such petition before its presenta

tion.(y) 
--------------------

have been or shall have been granted : provided also, that it shall be · 
lawful for the attomey-general ot• solicitor-general or lord-advocate, ·· 
hl'fort> gt·nnting such :fiat, to require. the 11arty applying for the same 
tr. r.iiv~>rt.iRA his disclaimer or alterntion in such manner as to such 
attorney-general or solicitor-general or lord-advocate shall seem right, · 
and shall, if he so rec1uire such advertisement, certify in his :fiat that 
the same has been duly made. 

(x) Vide supra, 21 Jac. I, c. 3, s. G. 
(Y) II. And be it enacted, that if in any suit or action it shall be · 

11roved or specially found by the verdict of a jury that any person 
who sl1all have obtained letters patent for any invention or supposed 
invention was not the :first inventor thereof, or of some part thereof, 
by reason of some other person or persons having invented or used · 
the same, or some part thereof, before the date of such letters patent, , 
or if such patentee or his assigns shall discover that some other person • 
had, unknown to such patentee, invented or used the saine, or some · 
part thereof, Lefore the date of such letters patent, it shall and may be · . 

• 

•• 

. : I 

:J ·:.:, ., 
;l 
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III. If an action at law or suit in equity for an account On dec1ee or 

shall be brought in respect of any alleged · of (!;;!:~!ts 
such letters patent gt'lmted or to be granted, or a scire :::~n~~e;!~ 
facias to repeal such, and a verdict or final on the ten~ shall be 

. fi h . . th . d h U •e. entitled to merits pass or t e patentee or assignee, e JU ge s a cert11y t."llble costs. 

on the record, or equity judge give a CX'rtificate under his 
hand that the validity of the patent came in question before 
him, which record or certificate being given in any other 
suit or action touching such patent, and a verdict pass or a 
decree be made in favour of patentee, &c., he shall receive 
treble the taxed costs, unless the judge certifies that he 
ought not to have such costs.(z) 

lawful for such patentee or his aBSigns to petition his Majesty in 
council to confirm the said letters patent or to grant new letters pa
tent, the matter of which petition shall be heard before the Judicial 
Committee of the Privy Council; and such committee, upon exa
mining the said matter, and being satisfied that such pp+,entee 
believed himself to be the first and original inventor, and being satis
fied that such invention or part thereof had not been publicly and 
generally used before the date of such first letters patent, may report 
to his Majesty theil' opinion that the prayer of such petition ought to 
be complied with, whereupon his Majesty may, if he think fit, grant 
such prayer; and the said letters patent shall be available in law and 
equity to give such petitioner the sole right of using, making, and 
vending such invention as against all persons whatsoever, any law, 
•ltrf'l,..ft n,o ,_nofnYn "'"' +'hn nnnf..,._...,. +1,,.....,.,..~ 'ftn4-no:4-'h,..f.n .... ..1:...,,. • ~-........:.ln-1 
- ... ~ .... , v• .... -~ .......................... ....... - ........ J .. _ ......................... ............ - ..... u ....... ~. r•v , ... _ ... -, 
that any person opposing such petition shall be entitled to be heard 
before the said Judicial Committee: provided also, that any person, 
party to any fonner suit or action touching such first letters patent, 
shall be entitled to have notice of such petition before presenting the 
same. 

(z) III. And be it enacted, that if any ncl.ion at law or any suit 
in equity for an account shall be brought in respect of any alleged 
infringement of such letters patent heretofore or hereafter granted, 
or any scire facias to repeal such letters patent, and if a. verdict shall 
pass for the patentee or his assigns, or if a final decree or decretal 
order shall be made for him or them, upon the merits of the suit, it 
shall be lawful for the judge before whom such action shall be tried 
to certify on the record, or the judge who shall make such decree or 

• 

• 
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Proceedi~g for IV. (a) If a person having letters patent shall advertise . 
on extension of , , , · 
the term. (three times m the London Gm:ette, and m three London 

papcrs,and three times in somecountrypaperpublished in the
town where or near to where he cartied on his manufacture 

• 

according to his specification, or if there be\~o paper pub-
lished in the town, then in the county paper, so i~ case he does · 
not carry on the manufacture then near to his place of resi
dence) that he intends applying to his Majesty iQ council for 
a prolongation of his term, &c., and petition his Majesty in 
counciJ to the effect it shall be lawful for any person to enter 
a caveat at the council office ; and if his Majesty refers the 
consideration of the petition to the committee of the Privy 
Council, notice must be given by the petitioner to those 
entering the caveats, and he shall be heard by counsel, and 
his witnesses, &c., so also those who entered the caveats·
on report of the committee a further extension of the time 
for seven years may be granted, if his Majesty thinks 1it, 
by the issue of a new patent for such period, to take effect 
after the expiration of the old patent ; no such extension 
shall be granted if the petition be not made and prosecuted 
with effect before the expiration of the term of the original 
patent.(b) 

order to give a certificate under his hand, that the validity of the 
patent came in question before him, which record or certificate being 

• • •• • •• •• o• 1 I I '1• 'I 
g~ven m eVIacnce m anyotner su1t or actwll w11awver LUUclliug t!Ucll 
patent, if a verdict shall pass, or decree or decretal order be made, in : 
favour of such patentee or his assigns, he or they shall receive treble 
costs in such suit or action, to be taxed at three times the taxfld 

• 

costs, unless the judge making such second or other decree or order, -
or trying such second or other action, shall certify that he ought no~ · 
to have such treble costs. 

(a) See 2 & 3 Viet. c. 67, repealing this section by extending · 
the power of her Majesty to renew patents. 

(b) IV. And be it further enacted, that if any person who now 
hath or shall hereafter obtain any letters patent as aforesaid shall'· 
advertise in the London Gazette three times, and in three London 
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V. In an action for the infringement of the letters patent, Trial. 

the defendant, on pleading, shall give plaintifF, or on a scire 
facias to repeal such letters patent, the plaintiff shall file 
with his declaration a notice of the objections which he Notlceofobjec· 

meafiii to rely upon at the trial, and such objections only tiona to patent. 

shall be allowed: provided that judge at chambers may 
a11ow such notice to be altered, and on such terms ao he 
pleases.{o) 

• • 

papers, and three times in some country paper published in the town 
where or near to which he carried on any manufacture of anything 
made according to his specification, or near to or in which he resides 
in case he carried on no such manufacture, or published in the 
county where he carries on such mapufacture or where he lives in 
case there shall not be any paper published in such town, that he 
intends to apply to his Majesty in council for a prolongation of his 
term of sole using and vending his invention, and shall petition his 
Majesty in council to that effect, it shall be lawful for any person to 
enter a caveat at the council office; and if his Majesty shall refer the 
consideration of such petition to the Judicial Committee of the Privy 

· Council, and notice shall first be by him given to any person or per~ 
sons who shall have entered such caveats, the petitioner shall be 
h~ard by hie counsel and witnesses to prove his case, and the persons 
entering caveats shsill likewise be heard by their counsel and wi~ 
neeses; whereupon, and upon hearing and inquiring of the whole 
matter, the Judicial Committee may report to his Majesty that a fur· 

\ · ther extension of the te.·m in the said letters patent should be granted, 
not exceeding seven years ; and his Majesty is hereby authorized 
and empowered, if he shall think :fit, to grant new letters patent for 
the said invention for a term not exceeding seven years after the 
expiration of the first term, any law, custom, or usage to the con
trary in any wise notwithstanding : provided that no such extension 
shall be granted if the application by petition shall not be made and 
prosecuted with effect before ·the expiration of the term originally 
granted in such letters patent. 

(c) V. And be it enacted, that in any action brought against any 
person for infringing any letters patent the defendant on pleading 
thereto shall give to the plaintiff, and in any scire facias to repeal 
such letters patent the plaintiff shall :file with his declaration, a notice 
of any objections on which he means to rely at the trial of such 
action, and no objection shall be allowed to be made in behalf of 
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VI. The costs of the action to be regulatoo according to.·· 
the proofs, and shall be certified by the judge before whom : •. ,_, 

the cause was tried.(d) :: 
VII. Any person stamping, &c. on an artiCle for which; 

he has not obtained letters patent the name, o~. any imitation ', .. 
of the name, of another person who hath, without leave in ~.; 

' writing of such patentee, &c., or person put:chasing 
' ' 

same, stamping, &c., without such leave, with words " Let-
ters patealt,'' "By the King's patent," or the like kind,· 
meaning, &c., with a view of counterfeiting the mark, &c., , 
or in other manner imitate or oounterfeit the stamp ; ft>r 
every offence he shall be liable to a penalty of fifty pounds,· 
to be recovered, &c. &c. Provided, not to extend to mark
ing the word "patent" upon any thing made, of which a . 
patent before obtained shall have expired.(e) 

such defendant or plaintiff respectively at such trial unless he prove· 
the objections stated in such notice: provided always, that it shall 
and may be lawful for any judge at chambers, on summons served 
by such defendant' or plaintiff on such plaintiff or defendant respec
tively to shew cause why he should not be allowed to offer other 
objections whereof notice shall not have been given as aforesaid, to 
give leave to offer such objections, on such terms as to such judge 
slmll seem fit. 

(d) VI. And be it enacted, that in any action brought for infring .. 
ing the right granted by any letters patent, in taxing the costs . 
thereof regard shall be had to the part of such case which has been 
proved at the trial, which shall be certified by the judge before whom 
the same shall be !1ad, and the costs of eRch l'llrt. of the case shall be : 
given according as either party has succeeded or failed therein, 
regard being had to the notice of objections, as well as the counts . 
in the declaration, and without regard to the general result of the 

• • 
trial. ! 

(e) VII. And be it enacted, that if any person shall write; paint, 
or print, or mould, cast, or carve, or engrave or stamp, upon any· 
thing made, used, or sold by him, for the sole making or selling of 
which he hath not or shall not have obtained letters patent, the 
name or any imitation of the name of any other person wlio hath or . 
shall have obtained letters patent for the sole making and vending of· 
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' ' 
DIGEST OF STAT. 2 & 3 Vict.c. 67. 

· I. Reciting and repealing the 4th section of the 5 & 6 of Repealed by 
sec.4of5&G 

Wm. 4.(/) Wm. 4, c. 83. 

such thing, without leave in writing of such patentee or his aSBigns, 
or if any person shall upon such thing, not having been purchased 
from the patentee or some person who purchased it frcm or under 
such patentee, or not having had the license or consent in writing of 
such patentee or his assigns, write, paint, print, mould, cast, carve, 
engrave, stamp, or otherwise mark the word "Patent," th!) words 
"Letters patent," or .the words "By the King's patent," or any 
words of the like kind, meaning, or import, with a view of imitating 
or counterfeiting the stamp, mark, or other devica of the patentee, Ol." 

shall in any other manner imitate or counterfeit the stamp or matk 
or other device of the patentee, he shall for every such offence be 
liable to a penalty of fifty pounds, to be recovered by action of debt, 
bill, plaint, process, or information in any of his Majesty's courts of 
record at Westminster or in Ireland, or in the Court of Session in 
Scotland, one half to his Majesty, his heirs and succeSBors, and the 
other to any person who shall sue for the same ; provided always, 
that nothing herein contahed shall be construed to extend to subject 
any person to any penalty in respect of stamping or iii any way 
marking the. word " Patent" upon any thing made, for the sole 
making or vending of which a patent before obtained shall have 
expired. 

(f) I. Whereas by an act passed in the fifth and sixth years of 
the reign of his Majesty King William the Fourth, intituled "An 
Act to amend the Law touching Letters Patent for Inventions," it 
is amongst other things enacted, tltat if any person having obtained 
any letters patent as therein mentioned shall give notice as thereby 
required of his intention to apply to his Majesty in council for a. 
prolongation of his term of sole using and vending his invention, 
and shall petit.ion his Majesty in council to that effect, it shall ba 
lawful for any person to enter a caveat at the council office, and if 
his Majesty shall refer the consideration of such petition to the 
Judicial Committee of the Privy Council, and notice shall be first 
given to any person or persons who shall have entered such caveats, 
the petitioner shall be heard by his counsel and witnesses to prove. 
his case, and the persons entering caveats shall likewise be heard 
by their counsel and witnesses, whereupon, and upon hearing and 
inquiry of the whole matter, the Judicial Committee may report to 

c 
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II. If a petition for the extension of a patent right has 
been preferred but not with efFect before the Judi- · 
cial Committee of the Privy Council before the expiration of . 
the patent for any other cuulk' than the neglect ot• default 
of the petitioner the council may entertain the application, 

• 

and report thereon, as in the said recited ··act provided, .· 
though the patent has expired ; and her Ma\jesty, on the .· 
report of the committee, may, if she think fit, extend or grant . 
new letters patent, for a term not exceeding &even yeara · 

his Majesty that a further extension of the term in tho aaid lettem 
patent shall be granted, not exceeding seven years, and his Majesty • 
is thereby authorized and empowered, if he shall think fit, to grant 
new lettem patent for the said invention for a term not exceeding . 
seven yeam after the expiration of the fimt t{lrm, any law, custom, ·. 
or usage to the contrary not\\ithstanding ; provided that no such 
extension shall be granted .if the application by petition shall not be .· 
made and prosecuted with effect before the expiration of the term · .. 
originally granted in such lettem patent : And whereas it has hap. · 
pened since the passing of the said act, and may again happen, that · 
parties desirous of obtaining an extension of the t.erm granted in 
letters patA)nt ef whl~h they are possessed, and who may have Jlre . 
sented a petition for such purposes in manner by the said recited · 
act directed, before the expiration of the aaid tenn, may never
theless be prevented by causes over which they have no control from 
prosecuting with effect their application before the Judicial Com- . 

• 

mittee of the Privy Council; and it is OJ.."}ledient, therefore, that the i 
said Judicial Committee should have power, when under the circum- 1 

stances of the case they shall see fit, to entertain such application, 
and to report thereon, according to the provisions of the said recited 1 
Act, notwithstanding that before the hearing of the case before them ·:1 
the terms of the letters patent sought to be renewed or extended may j 
have expired : Be it therefore enacted, by the Queen's most excellent · 
l\lajesty, by and with the advice and consent of the Lords spiritual 
and temporal, and Commons, in this present Parliament assembled,· 
and by the authority of the same, that so much of the aaid recited · 
net as provides that no extension of the term of letters patent shall 
be granted as therein mentioned, if the application by petition for · 
rmch extension be not prosecuted with effect before the expiration of 
the term originally granted in such letters patent, shall be, and the 
same is hel'E'lly repealed. 

• 
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from the expiration of the term granted by the said original 
Jetters patent ; but if a petition be not before the 
expiration of the said term, then in no shall such lettexs 
patent be extended ; and after November, unleBB tl1e 
petition is six months before the expiration of the 
]etters patent, the period will not be extended. The peti
tion must also be with within the period of 
the gmnt ; if not, a satisfactory reason must be given to the 
committee why the petition was not proceeded with.(g) 

(g) II. And be it further enacted, that it shall be lawful for the 
Judicial Committee of the Privy Council, in all cases where it sha.Il 
appear to them that any application for an extension of tile term 
granted by any letters patent, the petition for which extension shall 
have been referred to them for their oonsidert.tion, has not been 
prosecuted with eff'ect before the expiration of the said term from 
any other cauees than the neglect or default of the petitioner, to 
entertain such application, and to report thereon as by the said 
recited act provided, notwithstanding the term originally g1anted in 
euch letters patent may have expired before tl1c hearing of such 
application; and it shall be lawful for her Majesty, if she shall think 
fit, on the report of the said Judicial Committee recommending an 
extension of the term of such letters patent, to grant such extension, 
or to grant new letters patent for the invention or inventions specified 
in such original letters patent, for a U.rm not exceeding seven years 
after the expiration of the to~:r1n mentioned in the said original letters 
patent : provided always, that no such extension or new letters 
patent sha.Il be gxanted if a petition for the same shall not have 
been presented as by the said recited act directed before. the expi
ration of the term sought to be extended, nor in case of petitions 
presented after the thirtieth day of November One thousand eight 
hundred and thirty-nine, unless such petition shall be six 
calendar months at the least before the expiration of such term, 
nor in any case unless sufficient reason sha.Il be shewn, to the 
satisfaction of the said Judicial Committee, for the omission to pro
secute with effect the said application by petition before the expi
ration of the said tenn. 

c2 
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CHAPTER II. ' \ 
' 

\ 
' 

MATTERS FOR WIIICR A PATENT MAY DE GRANTED, \AND NECES~ 
' • 

SARlES THERETO TilE GRANT MANUFACTURE-COMBINATION 

-PRIN<!IPLE )IETIIOD PROCESS NOVELTY PUBLICATION-
, 

INTRODUCTION OF A NEW TRADE, 

• 

Patent dift'erent THoUGH monopolies (a) in the eyes of the common Jaw 
to a monopoly. were esteemed odious, yet a patent (as was before said, 

Patent right, 
grant of. 

is a monopoly in a modified form) is looked upon in 
a different light, for Lord Coke says, " The inventor 
bringeth to and for the commonwealth a new manufacture, 
by his invention, costs, and charges;" and in Hornblower 
v. Boulton (b) it was said, "Every new invention is of im
portance to the wealth and convenience of the public, and 
when they are e~joying the fruits of an useful discovery, 
it would be hard upon the inventor to deprive him of his 
reward." 

A patent is not a thing which can be claimed as of right, 
but is a grant made by and arises from the good-will of the 
crown ; and before the sovereign issues letters patent to any 
individ•tal, h.; in his discretion annexes certain conditions 
to the grant, in order that, to the people generally, may be 
guaranteed the use -of those arts, manufactures, &c. of 
which they are already in enjoyment, and that they may at 

(a) All monopolies except those which are allowed by that statute 
are declared to be illegal and void ; they are so at common law, and 
t.he 6th section excepts only those of the sole working or making any 
new manufacture, whether it be with or without principle, produced 
by accident or art, it is immaterial. 487, Buller, J., Boulton and 
Bu II, infra. • 

(b) 8 '1'. R. !)!), 
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th~ end of the time for which the grant is Jimited acquire a 
new privilege from the use of the patented discov~ry;(c) 
to effect which, amongst other conditions, it is provided, 
" that if the patentee shall not particularly describe and 
ascertain the nature of the discovery, and in what manner 
the same is to be performed, by an instrument in writing 
under his hand and seal, to be enrolled in the High Court 
of Chancery within a certain period, then the patent shall . 
be void."(d) 

In order to induce the {:rown to grant the letters patent, Inducement 

h d. { h • · h h . I for the crown t e 1scoverer o t e mventJon represents t at e 1s t 1e to grant letters 

first and sole inventor thereof, &c., and the crown, yielding patent • 
• 

to such and ever being willing to give en-
couragement to all arts and inventions that may be for the 
public good, grants to the inventor the sole liberty and 
privilege of using his invention for a certain given period 
(usually fourteen years), and under certain conditions. It 
is obvious, therefore, if the patentee has not invented the 
matter or thing of which he represents himself to be the 
true inventor, the consideration of the royal grant fails, 
and consequently it becomes void, and this will not be the 
less true if it should happen that the patentee has invented 
some other matter or thing for which, upon a due represen-
tation thereof, he might have obtained the grant of the ex-
clusive use;(e) that is, the patent must not represent the 
patentee to be the inventor of one thing, and the specifica
tioo~Jewhimtobeiliein~n~ofan~~ilii.;Mda 

sufficient reason for such a distinction to be, that if the 
matter at first had been properly described, a patent might 
not have been granted thet·efor, for it might have been 

(c) 8 T. R. 100. 
(d) Rex v. Wheeler, 2 B. & Ald. 348, vide infra, Specification. 
(e) Rex v, Wheeler, ibid. 340. 

• 
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the thing was wc:ll known, or of no use, or in common 

use.{/) 
Matters which The matters which may be said to be the proper subjects 
may be the sub. ~ IJ 
ject of a patent. for the grant of letters patent by the statute are as ,o ows, 

viz. new manufactures (the term manufacture ~as been di- .. 

• 

Manufacture, 
what. 

Definition of 
Lord Kenyon. 

Definition of 
Lord Tenter
den. 

' 
vided into many varieties), and the introduction'of an inven-
tion from abroad, which will be treated of under ~eir several 

' 
headings. First of '·. 

' 

MANUFACTURE • 

The meaning of the term manufacture, introduced into 
the statute of James I., is a question of law to be decided 
by the court and not by the jury;(g) it has been open to 
much cavil, but by the repeated interpretation of many• 
eminent judges who have adorned the bench, the mere 
broad term is now accurately defined. 

In Hornblower and Maberly v. Boulton and Watt,(h) it 
was objected that the patent being taken out for a way or 
mode of effecting certain improvements in an article, and 
not for the article itself, that such patent was not granted 
for a manufacture. But Lord Kenyon said, " he had no 
doubt the patent was obtained for a manufacture, and which 
he understood to be a something made by the hands of man;" 
and Abbot, C.J., said,(i) " The word manufacture in the 
21 of Jac. 1, c. 3, s. 6, has been generally understood to 
either denote a thing made, which is useful for its own sake, 
and vendible as such, as a medicine, a stove, &c., or an engine 
or instrument to be employed in making some previously · 
known article, or in some other useful purpose, as a stock-

(f) Rex '1:'. Wheeler, 2 B. & Ald. 350. 
(f}) Crane v. Price, 4 M. & G. 580; 5 Scott, 338, S.C •. 
(h) 8 T. R.09. (i) Rex"· Wheeler, supra. 

• 
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ing-frame, or a steam~ngine to raise water; or it lilly 
perhaps extend also to a new p10cess U) to be carried on by 
known implements or elements acting upon some known 
substances, but producing it in a cheaper and more expedi
tious manner, or of a better and of a more useful kind. 
But no merely philosophical or abstract principle ean 
answer the word manufactures; something of a corporal and 
substantial nature,(k) something that can be made by man 
from the matter subjected to his art and skill, or at the least, 
some new mode of employing practically his art and skill, 
is requisite to satisfy this word." 

In Boulton v. Bull, {l) Heath, J., said, "manufactures Definition of 

are reducible into two classes: the first includes machinery; Heath, J. 

the second, substances, such as medicines, where the vendi-
ble substance is the thing produced;" and in the same 

·case, Buller, J., said, "mechanical and chemical discoveries Buller, J. 

all come within 'the description of manufactures, and it is 
no objection to either of them that the articles of which 
they are composed were known and in use before, pro-
vided the compound article, which is the object of the 
invention, is new." In Huddart tJ, Grimshaw,(m) Lord 
Ellen borough, C. J., in his address to the jury, laid it down 
as follows: " '!'here are common elementary materials to Combination, 

work with in machinery, but it is the adoption of those 
materials to the execution of any particular purpose that 
constitutes the invention ; and if the application of them be 
new, if the combination in its nature be essentially new, 
if it be productive of a new end and beneficial to the 
public, it is that species of invention which, if protected 
by the king's patent, should continue to the individual 

( j) Vide infra, Process. 
( l ) 2 H. Bl. 482. 

(k) Vide Neilson's Pat. infra. 
(tn) Webs. Pat. Ca. 86. 
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the sole right thereto;' (n) and wllich was particularly 
illustrated in a late case,(o) where a patent was obtained 
for the application of the hot air b]ast with anthracite 
(stone coal), for the purpose of procuring iron from the 
ore in a cheaper mode and of a better quality tl1an had 
been known before; both the hot air blast and the anthrau 

. I 

cite had been applied for the purpose of sme]ting\ the iron 
• 

stone or ore, previously to the patent, but not .in conu 
~"' .... ,. .. ;,.. .... • •;'twulol r. .T _ ;n t1P11vP.rincr t.hP inrlP"IllPnf. nf 
J ..... - ... - ... 7 - ·----:P -- - -~ --- ----- -- ·- ·o - " o 

the court, said, " We are of opinion, if the result prau 
duced by such combination is either a new, a better, or a 
cheaper article to the public, than that produced before by 
the old method, such combination is an invention or a 
manufacture intended by the statute, and may well become 

(n) In Re Cutler's Patent (We11s. Pat. Ca. 427), it appears all 
chains hitherto have been formed on one of two principles-either by 
one branch of the chain being linked in the next which is the 
ordinary d1ain ; or cl~e the different branches are connected by holes 
perforated through each, and connected by a pin or screw. The 
present applicant says, " I adopt bolts, and I unite the two, and the 
joint of my chain consists not only of that which constitutes a link, 
und therefore would be operative wiihout a l'iu, buL it~ alt!o coustitutt:J 
ofa J>in ; and instead therefore of having a joint of one character on the 
other, my chain has two joints, one consisting of the link the ordi
nary link, the other of the }lin;" which view the attorney-general 
took of the matter on the case being first brought befo1·e him, and he 
was of opinion that there was an union and combination of the two 
principles, such as entitled the J>arty to a patent, wllich opinion he 
afterwards changed. " It is one of those many instances from which 
conclusion arises from an inapt use of the same term. Each of the 
things used may be called pins ; but because they ure so called, arc 
they identical? Fusell's ]latent varies from the original mode of 
making chains." His iordship commented upon ih~ Lwo paltlnU! ai. 
great length, and eventually dh·ected the }latent to be sealed, and 
gave the costs of the Jll'oceedings before the attorney-general as well 
ns the other costs. J,ord Cottenham, Ch. 

• 
( o) Crane and Others 1'. Price, suprn. . 
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the subject of a patent."(p) · In the same case it was ob-
jected that the quantity of the invention was so small that ~uan~t)' of 

if could not become the subject of a patent, (q) and that a mvention. 

person who had procured a license to use Neilson's patent 
(hot air blast) had a right to apply it to any matter, whe-
ther it were bituminous or stone coal. His lordship, to 
this objection, answered, that, "in point of law, the labour 
of thought or experiment, or the expenditure of money, are 
not thP ,.,.,;ential tJ>rounds of consideration ( r) unon which Colll'idm'8tion ..... _ ... ·--- ... 

- .. , Clo • • 

the question whether the invention is or is not the proper ~~~t~ting 8 

subject-matter of a patent ought to depend; for if the in-
vention be new and useful, it is not material whether it be the 
result of long experiments, profound research, or whether 
of some sudden or lucky thought or mere accidental dis-
covery; (s) for it is said (t) that where a man, by his own 
charge, or industry, or wit, or invention, brings a new trade, 
&c., &c., the king may grant him a monopoly (patent) 
for a reasonable time." And Parke, B., in another case, 
said, " The word manufacture must be construed in one of 
two ways: it may mean the machine when completed, or 
the mode of constructing the machine."(u) In the case of 

(p) Citing the King v. Wheeler, Hill v. Thompson, and referring 
to Hale's, Derosne's, Hill's, and Daniell's Patents. 

(q) Vide infm, Price's Pat. 
(r) Inventions are of various kinds; some depend upon the result 

of figuring, others on mechanism, &c., others depend upon no reason, 
no theory, but a lucky discovery; water tabbies were discovered by 
a man S}>itting upon the floor. Liardet v. Johnson (B. N. P. 76.) 

(s) In Crane "'· Price (Webs. Put. Ca. 402), Sir F. Pollock, ar
guendo, most aptly expresse<l what kind of invention is particu-

• 
1~-tJ •• "'h"' '"Ub.;..,,.., n~ " Y\nten+- • "'f'}1o nc...t.ectlon ht ;nvl)nHnn ;q tl1tt~ 
.~.....,.~,,. "'&.&"" .., ~"'"'" v.~o u. J.l"' .. • - ... !""'-'"' .......... v. --. ---~--- ...... - ........ 

simplicity of the means to the end, and tlw progress of any par
ticular invention is always marked hy the adoption of simpler and 
cheaper methods." 

( t) Darsy ·v, Allein, 11 Coke's ReJ>. 84. 
(u) :Morgan v. Seaward and Others, lll\1. & W • .558. 

• 

' 
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Walton v. Bateman and Others,(v) J., com- · 
menting upon the third issue, which was as to whether or 
not the invention was a new manufacture, within the ntean• 
ing of the statute, said, be thought there was a new prin- -
ciple carried out and embodied in the mode of using the :_ 
principle, and which was to sustain ·~he patent 
right. . ', 

The above decisions may be said to relate to the bare 
term "manufacture,''{w) although that term has been held 
tv iui:lud~ cth.:r :n:tt~!e ~f la•g:!' !!g!!!f!~~~'nn (whieb it will .. 
be necessary to discuss); but though tht'y, by the f01-ce of 
construction, have been held to come within the term manu
facture, in strictness it is presumed a manufacture cannot be . 

• 

said to be more than an object effected by mechanical means; · 
and, if so, it has no relation to the principle of the construc
tion the combination of the parts the method of effecting 
that combination of the principle of its action, or the pro
cess by which it is effected, all of which it will be here neces
sary, directly or indirectly, to discuss, and which, by the 
intendment of the statute, as exemplified by the comments 
and decisions of learned judges, have been held to be fitting 
subjects for the grant of letters patent. In Boulton -v. 

Construction of Watts and Bull,(.v) Eyre, C. J., said, "there was nothing 
the statute. h . l . h . . l f h A f p tee mea m t e compositiOn or anguage o t e ct o ar-

liament; therefore, in the exposition of thl' statute, the in
tention of Parliament is to be the guide." In Russel "· 

(") Which was an action for t.he infringing of a patent for a new 
mode of constructing cards, for the carding of wool, &c. 

• 
( w) Hornblowen. Boulton, in error (ST. R. 91;). lt is difficult to 

cnncch·e tlu~t the legi!!leh!~) in giving power to the cro\\'11 to grant 
patents for the sole working or making of any manner of new manu
facturr, intended to gh·e thereby a ]lower tu gmnt patents for any 
oiher purpose than Utose expressly mentioned by Grose, J. · 

():) Supr11, p. -100. 



PRINCIPLE. 

Cowley (inf'ra), Alderson, B., sP.id, "We ought not to be 
astute to deprive persons of the benefits to be derived from 
ingenious and new inventions ; " and upon these principles, 
upon consulting the various matters contained in this work, 
it will be found the courts act. 

• 

PRINCIPLE. 

A prindple is an arbitrary assumption, or the result of Principle, what. 

knilwn attributes, and which is or are adopted as a general 
rule for effecting any particular object or thing, or arriv-
ing at any de1inite conclusion upon any subject; as all men 
are presumed to know the law,(y) as metal is opaque, dense, 
and ductile such are principles; but such untrue or gene-
ral propositions cannot be received when applied to manu-
factures or arts, nor could such a principle form the subject-
matter of a patent. The first being unreasonable (in 
strictness); the last, too general; for it is clear law that the 
subject of every grant must be certain and defined. (.z) 

Buller, J., (a) said, "A patent cannot be maintained for 
an idea or principle alone ; the very statement of what a 
principle is proves it cannot be a ground for the grant of 

(Y) Such is a proposition of' law, and when applied to the law in 
its relations with society is most reasonable; for without such a rule 
all things would be in disorder and conf'usion, and men, upon com
mitting any fault or infraction of the law, whether of the civil or 
criminal code, would plead, by way of avoiding the penalty of' their 
wrong or error, ignorance ; the allowance of' such a plea would 
be, in effect, to subject the well-ordered and industrious part of the 
conuuuuity to ihe mpaciiy oi the ut:iliguiug anti bas.;, to avoid which, 
the law assumes the proposition in the text as one of its fundamental 
principles. "lg11~rantiajuris twn czcltaat,"" 2 Rep. 36. 

( z) l<~yl·c, C.J. Boulton "· Bull. 
(a) Boulton"· Bull (supra), p. 486. 
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a patent, for it is the elements and rudiments of the arts 
and sciences; a patent must be for a new production from ~· 

.those elements, u1id not for the elements themselves." "A 
principle reduced into practice means a practice founded ; 

• 

upon principle, and that practice is a thing do~e or made, · 
or the manufacture which is invented." Heath~ J., in the 
same case, (a). said. "'!'here can be no new patent for 
a mere principle ; but for a principle so far embodied and . 
connected with corporal substances as to be in a condition· 

· to act and to produce an effect in any art, trade, &c., 
a patent n1uy be grunted.,, Grose~ J:3 in ~nother case, (b) 
said, "I am inclined to think a patent cannot be granted 
for a mere principle; but I think that although in words 
the privilege granted is to exercise a method ·of making or 
doing any thing yet if that thing is to be made or done 
by a manufacture, and the mode of making that manufac
ture is described, it then becomes in effect (by whatever 
name it may be called) not a patent for a mere principle, 
but for a manufacture, for a thing to be so made;" 
and Lawrence, J., (c) said, "A principle may mean a mere 
elementar.y truth, but it may also mean constituent parts, 
us where a specification states the invention to consist in the 
following principles, that is, constituent or elementary parts, 
viz., a steam-vessel, in which the powers of the steam are 
to operate so as to be kept as hot as the steam, by a case; a 
distinct vessel to condense the steam, and pumps to draw 
off such vapour as is likely to impede the motion of the fire
engine, &c." In the case of Neilson v. Harford (d) (which 
appears to carry the law on this point to the furthest limit), 
on the argument for making the rule absolute to enter a 
verdict on the 4th issue for the plaintiff, much discussion 

(a) Boulton v. Bull (supra), p. 4!J6. • 
(b) llomblower v, Boulton, in error, 7 '1'. R. 105. 
(c) Ihit!. 106. (d) Web~ter's Pat. Cases, 273. 

• 
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passed as to the claim of the plaintiff. It was· urged by 
Sir W m. Foiiett that tl1e claim oi ihe patentee was ior 
every vessel, and every shape of vessel (closed vessel); in 
which air could he heated between t.he blowing apparatus 
and the furnace. To which Alderson, B., replied, " I 
think that is a prindple ; if you claim every shape, you 
claim a principle. There is no difference between a prin
ciple to he carried i£\to effect in any way you will, ·and 
claiming the principle itself, you must detail some specific 
mode of doing it."(e) It was answered, " The mode is, 
you must heat the air in its passage from the blowing appa
ratus to the furnace." Lord Abinger, C.B., "That brings 
the case to the same as Watts' patent for condensing in 

• 

anothe1· vessel, without describing the shape or size. It 
appears to me a man might take out a patent for inventing 
a mode of heating air in a separate vessel without stating 
the size of it." (f) Parke, B., in delivering the judgment 
of the court on making the rule absolute, said, " that it 
was after much doubt and hesitation the court had ardved 
at the conclusion. We think the case must be considered 
as if, the principle being well known, the plaintiff had first 
invented a mode of applying it by a mechanical apparatus 
to furnaces, and his invention then consists in this, by in
terposing a receptacle for heated air between the blowing 
apparatus and the furnace ; in this receptacle he directs 
the air to be heated by the application of heat externally to 
the receptacle, and thus he accomplishes the object of 

---------------------
(e) Boulton v. Bull: Buller, J. 'l'he principle was known before, 

and if it be alone the foundation of the patent, though the a1l ~ition 
may be a great improvement, the patent must be void ab initio. "The 
mere application or mode of using a thing is not sufficient to sup
port a patent-a man devising means of making double use of a 
thing before known is not sufficient for ~ patent. 
· (/) Webs. Pat. Ca. 355, et seq. 
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applying the blast, which was before of cold air, in a heated 
state to the furnace." His lordship said at the trial he felt 

i 

•. - • " ,.. ,. ' ·n . 1... • t... a dUtJculty as to tne w.oramg 01 hie iiji€Ciucativn, w .. ;.: .. · 
said the 11hap11 of the vessel was immaterial; but that 
his brothel'S thought such a construction mi!Wt be put 
upon it as would support the patent, and he s~ll enter
tained a doubt whether such a construction was\ correct, 
but he was not prepared to say it was not. {g) ·. 

A very clear exposition of the law of patents upon this 
head occurs in the address of Lord Chief Justice Clerk 
Hope: in his address to the jury in the case of the House.. 
hill Company v. Neilson, (h) his lordship said, "It is quite 
true, a patent cannot be taken out solely for an abstract 
philosophical principle for instance, for any law of natlJre 
or property of matter apart from any mode ol turning it to 

• 

account in the practical operations of manufacture, or the 
business, and arts, and utilities of Jife. 'l'he mere discovery 
of such a principle is not an invention {in law). Stating 
such a principle in a patent may be a promulgation, but 
it is no application of the process to any practical pur
pose ; and without that application to a practical object 
and end, &c., a person cannot appropriate the process in 
the abstract to himself," which exposition of the law 
agrees in every particular with the other cases enumerated 
above. 

If one person discovers a particular principle, whether it 
be in mechanics or science, another person may apply that 
principle to a particular thing, and such application will 
form a g-ood and valid ground for the grant of a patent; as 
in the case of Minter v. Wells and Another, (i) where it 
was objected the plaintiff claimed a principle, Lord Lynd-

(g) Webs. Pat. Ca. 371, et seq. · 
(h) Ibid. 683. ( i) 1 C. M. & R. 

' . 
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hurst, C. B., said, " Every invention of this kind must 
inc1ude the application of a principle, which in this case 
.. • ~· * •.• -~ A.1 .. _ ,____ .&.1...- -•-=- ! ___ .. l!--·1..- --=-
IS tne appncuuuu u1 Lu" u:w"a un:: "usaua '" a~u• &va ~""' i''"'" 
ciple, but for the application of it in a certain manner." 

METHOD. 

Method is a matter very nearly allied to a principle, Method, what. 

and may almost be said to be the mode of applying it. 
Lawrence, J., U) Mid, " Engine and method were convert-
ible terms, and meant the same thing, and that they might 
be the subject of a patent. Method, properly speaking, is 
only placing several things, and performing several opera-
tions, in the most convenient order; but it may signify 
a contrivanct> or device, so may an engine, and there I 
think it answers the word method. Some of the difficulties 
of this case (as to whether the patent was taken out for a 
principle or method) have arisen from considering the word 
'engine' in its popular sense, viz., some mechanical con-
trivance to effect that to which human strength, without 
such assistanct>, would be unequal; it may also signify 
devict>, and that the patentee meant to use it in that sense, 
and the legislature so understood it, is evident from the 
words engine and method being used indifferently." Rooke, 
J., in Boulton v. Bull (k), said, "A new invented me-
thod conveyed to his understanding the idea of a new 
mode of construction, and that patents for a method had 
been so numerous, that method might be considered as a 
common expression in instruments of this kind. A particu-
lar engine or model is not necessary, provided the patentee so 
describes his improvement as to enable artists to adopt it when 
the patent expires." Buller, J., denied that a patent could 

{j) Hornblower"· Boulton, 107, supra. (k) Supra. 
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be obtained for a method only; he said it must be carried · 
into effect, and have produced some nE.'w substance. (k) . 

• • • 

• 

. 
• 

' 

Method, to be When a patent is obtained for the invention of a method · 
tlu• cmh1Aflt nf ft -·-- ---.. --.. ..... .... . ~ . 
patent, must be only (i.e., of an engine, mstrument, or organ, to ue usea ·· 
deiined. for the accomplishment of some purpose), it is ~ot borne 

Patent for n 
method, when 
good. 

out by saying a coffee--roaster, or any thing by ~hich the 
grains may be kept in motion and turned, may be ~sed. {l) 

In Boulton v. Bull(m), Eyre, C. J., said, "~he pa
tent should not be for art invention, but for the method 
of preparing it. In the case of a manufacture, it should 
not be for the method of producing, hut for the thing. 
An invention consisting in the method of disposing of 
plates of iron so as to produce a given efFect, and it being 
an useful and meritorious one, the patent would be pro
perly granted for the method. It could not be for the 
efFect produced, for it is a mere negative quality, or for 
making the plates, being a manufacture before known, but 
for the disposition. So where complicated machinery is 
used, which i3 not itself newly invented (but only con
ducted by the skill of the inventor so as to produce a new 
effect), the patent canrtot be for the machinery." 

PROCESS. 

Process, what. The definition of a process (for the purposes of a patent) 
may be a matter of some difficulty. Abbot, C. J., in the case 
of '.rhe King v. Wheeler(n ), said, "Supposing a new p• ocess 
to he a lawful subject of a patent, the patentee may represent 
himself to be the inventor of a new process, in which it 
would seem that the word method may properly be used as 

(k) Hornblower v. Bull (supra), 486. • 

(I) Rex~·. Wheeler, supra. (m) 2 H. Bl. 493. (n) Supra. 

• 
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synonymous with process ; and if the patent be for a pro- l'atent for a 

] h h ld be h h 1,_ proce811, when 
cess on y, sue process s ou t e eat to uc: n?t grantable. 

used, the· length of time it is to be continued: &c., (n) 
- ... .... ... ... . , 

saying the proper degree ot heat, and the time ot exposure; 
may be easily learnt by experience; the colour of the 
interior part of the prepared grain affording the best cri
terion, without mentioning what that colour is to be, would 
be insufficient, for it would be casting upon the public the 
expense and labour of experiment and trial." {o) 

In the case of Gibson v. Brand and Another,(p) (which 
was a patent for an improved process of manufacturing 
silk, or silk in connection with other fibrous matters), the 
jury found the invention was not new, but an improved 
process, not a new combination. Coltman, J., in com
menting upon the finding of the jury, said, "This word 
process, must be taken in conjunction with the rest of the 
finding, that there is no novelty of invention or of com
bination, which merely means there is some improvement 
in the manipulation. The finding of the jury seems to 
be, that the plaintiff has mad£' some slight variation in the 
process, whereby an improved articJc is produced, without 
novelty or new combination ;"(q) and Cresswell, J., said, 

(n) Rex"'· Wheeler (353). 
( o) Neilson "'· Harford (W elJs. Pat. Ca. 320). Parke, B., in ad

dressing tb'! jury, said, " I have told you that if expc;:imcnts arc 
necessary in order to construct a machine to produce some beneficial 
effect, no doubt this specification is defective. If experiments are 
only necessary in order to produce the greatest beneficial effect, in 
that case I think the patent is not void." These observations arose 
in commenting upon the evidence of a. witness, who said, "I should 
have tried that which produced the greatest heat upon the surface; 
I might have tried a cylinder, or long box, with a blowing apparatus, 
without any thing to direct the current of air, in the first instance · 
I should have made experiments in the first instance I should at 
first make it 10 or 15 feet long." 

(p) 4 Scott, 844. (q) I hid. 884. 
D 

• 
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" There are dicta in the books, that a process may be 
the subject of a patent, but it has never been so expressly 
decided;" and that he had found no case wherein it is 

• 

said that the mere omission of a part of a process (which 
this is in substance), has been held enough to forJ4 the sub-, 

ject-matter of a patent. (r) The Court held that such a 
\ 

finding would not support a patent. \ 
Mere difFerence In order to arrive at a thorough understanding 'of this 
?fmllllipulation matter it will be necessary not only to consider some of the 
msuffiment to ' 
support a pa- cases wherein }Jatents have been granted for processes, but 
tent. also the signification of the word. Gibson v. Brand and 

Another has clearly shewn that the mere alteration in the 
order of the manner of doing a thing with known ingre-
,. l • f' h lc • • menis, oi' .eavmg out ~ purt c. t. e .. nown process, Is In-

sufficient to be the subject-matter of a patent. 
Process, defini- It is conceived that a process can be uo more than the 
tion of. manner of effecting a given object, as for instance, 

macerating a body in water to loosen the flesh for the pur
pose o~ cleansing the bones ; or flax, to sever it from the 
vegetable gluten: it is clear the mere immersion could not 
be the subject of a patent, for it is an operation well known ; 
but if after a short immersion, or an immersion for the usual 
period, a something else was to be done, and that something 
and the manner of operating was clearly defined, whereby the 
cleansing was expedited, and a cleaner bone, or a stronger 
or more silky thread, was produced, it is apprehended that 
that additional something would form the proper subject
matter for a patent. The patent, it is apprehended, would 
not be granted for the improved bone or flax, but for 
the process or method by which it was obtained; and 
the observations of Eyre, C. J.,(s) when discussing Dr. 
Haynes's patent for the protection of buildings from fire, 

• 

( ,. ) 4 Scott, 389. (.~) Supra. 
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seemed to point to such a definition. Dr. Haynes could 
not have obtained a patent for the manufacture of the 
plates, for that was already known, but the arrangement of 
them in a particular manner for the purpose of preventing 
the communication of heat was a process, and one new and 
beneficial. Abbot, C. J., in commenting upon the dic
tum of Eyre, C. J., said, " The description given is not 
of any thing which can be made. There is noth~ng cor· 
poral, nothing tangible, nothing that can be bought and 
sold, no instrument by which the supposed benefit is pro
duced, and which might as an article of trade be purchased 
and used by another person." With all deference for the 
dictum of so great a judge as Lord Tenterden, it is pre
sumed, if the above definition is correct, that few, if any, 
patents, unless for machines, could be supported; for it 
would incJude not only a principle wherein was a combi
nation, with a defined mode of working it, but every 
·other patent whereby the subject of it was to be effected 
by chemical affinities or new combinations. The case of 
Crane t~. Price ( t) is directly opposed to the definition in. 
question : the patent in that case was the application of 
the hot blast to the stone coal ; so Heath's patent, which 
came in question in the case of Heath v. Unwin,(u) which 
was for an improved method of making steel by adding 
thereto when in the crusible carbonet of manganese; neither 
of which patents were for matters tangible, but for pro
ducing given effects by a particular process. So also 
Neilson's patent. In the first case, neither the hot air or 
the anthracite were claimed as the subject of the patent; and 
in the second, the carbonet of manganese was not claimed 
as the invention, but its application in a particular manner 
for the production of steel; and in the last, the hot blast 

(t) Supra. - (u) 9 Jurist, 231. 
n2 

• 
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was not claimed as the subject of the patent, but the par .• 
ticular mode of heating the air, and conducting it to the 
furnace. So Dr. Haynes's patent was for· producing a given 
result from certain known materials., viz., plates of iron of 

' a particular thickness, disposed in a particul:- . ma~mer, for 
the purpose of preventing the communication of'\heat or 
fire. It is not contended the merely saying plates o_f iron, 
of a sufficient thickness, placed one upon another sq as to 

• • 
stop the progress of flame, would be a matter for wh1ch a 
patent could be granted; but if the proper thickness was 
ascertained, and the mode of fixing them, so as to prevent 
the flame passing beyond, was correctly explained and set 
out, then such process, it is apprehended, would be the 
proper su~ject for a patent. 

As a method and a process are said to be convertible 
terms,(.v) it follows, all that has heen said of a method 
applies equally to a process. 

It is submitted that a process, when the manner of its 
action is particularly set out, and when the result of the 
process is the production of a new substance, or the expo
sition of a new mode for effecting a known result in a readier 
and cheaper manner than was before known, whether it he 
by the use of new combinations of known materials, or the 
introduction of new ones to effect a particular purpose, or 
whether it be by the particular disposition of certain known 
materials by which a beneficial effect is produced, as the 
prevention of corrosion in the boilers of steam-engines, or 
the spreading of fire in the case of the destruction of houses, 
though acting negatively, such processes may be the sub
ject of a patent, for they are all manufactures within the 
intendment of the statute (as construed), and are for the 
benefit of the public. It may be thought the last modifi • 

• 

(x) Supra, Lord 'l'enterdcn. 
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cation was introduced to meet Dr. Haynes's patent ; but 
the object in view was, the weaving of asbestos into a spe
cies of cloth, whereby a person clothed therein, in 
quence of its being so positively a non-conductive medium, 
might stand amid fire uninjured. In this case both weaving 
and the substance were known, but had never been applied 
to the weaving of asbestos, or of forming it into cloth ; yet 
it is apprehended, if thought advisable, a patent could have 
been obtained therefor. 

• 

Having ascertained what is a manufacture within the 
meaning of the statute, it will now be necessary to consider 
the next thing essential in order to the obtainment of a 

patent. 

NOVELTY. 

The terms novelty and discovery are distinct terms. Novt~lty. 
I' d ,., , 'II h , . . . Discovery and 

I>ollanc s an tennant s cases 1 ustrate t e d1stmct10n : m novelty, differ-

' 
~ h ' h h • · 1 · cncc between. t 1c wrmer, t e questiOn was, w o wast e ongma mventor 

within the meaning of the statute? Dr. Hall made the 
discovery in his closet, but never made it known, and 
Dolland's patent was confirmed, which was for the same 
thing which Hall had discovered, being a new method of 
making object glasses ; the latter, the utility of the inven-
tion was proved, and the general ignorance of the bleach-
ers of the subject-matter thereof until after the date of 
the patent. But it was also proved, that a bleacher, neat· 
Nottingham, used the sam!.' means of preparing his bleach-
ing liquid five or six years before the date of the patent, 
and kept his method secret from all but his two partners 
and two servants concerned in preparing it. It was held 
that such proof militated against Tennant being the dis-
coverer, and vitiated his patent. 

It' th I' · · cd · book · cd d Publication in a c c 1scovery Is mcnhon m a , pnnt an pub- book. 
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lished prior to the issue of the patent, such publication con
stitutes the discovery, so as to negative the invention by the 
patentee,(t) as in the case of the King againstArkwright,(u) 
where it was proved the beater or breaker of &c. (which 
was a wheel with teeth), was described in a well-known book 
of the period, called Emerson's book. So also in the case of 

' 
Steedv.Williams,(v) (which was a case for the infringementoi 

' 

a patent for paving the public streets with wood) in the latter. 
To negative tht! patent, a volume of the Transactions of the 
Society of Arts was given in evidence, containing a letter con
cerning paving roads, &c. with blocks of wood, as practised 
at St. Petersburgh ; and also a number of the Mechanics' 
Magazine, where Mr. Head's communication was referred to. 
Tindal, C. J. (in giving judgment on a motion for a new 

. trial on the ground of misdirection), said, "We ~hink, if an 
invention has been made public in England by a deocription 
contained in a work, whether written or printed, which has 
been publicly circulated, in such case the patentee is not the 
first and true inventor within the meaning of the statute, 
whether he has borrowed his invention from the publication 
or not, because the public cannot be excluded from the right 
of using such information as they already possessed at the 
time the patent was ga·anted. 'l'he existence of a single 
copy of a work, brought from a depository where it had 
been long kept in a state of obscurity, would afford a very 
dHf'.'~!!t ~!'f''.'r'.'n~ thnn wonM the nrorlnrt.ion of nn enr.v-,. "' 
clopredia, or other work in general circulation. The quL"B-
tion upon the whole eviden'~e is, has there ueen such a 
publication as to make the description a part of the public 
stock of information?" which is a question that should 
have been submitted to the jury. 

With all deference to the decision of the learned judge, 
• 

(t) Hill v. 'l'hompson and Foreman, 2 Moore, 454, 8 Taunt. 
a;5, s. c. 

(u) Davies, Pat. Ca. GI. (v) 13Law Jour. N. S.C. r. 218. 

' 



NOVELTY. 39 

it would that the qualification, and its inference, con
tained in the latter part of his judgment, as to the infor
mation being printed in a work which was not then in 
circulation, not having such weight as the publication in 
an cncyclopredia, is throwing a difficulty in the way of 
proof, and drawing a distinction where it is submitted none 
shouid exist. it is presumed a book, when iL i:> printed, is 
printed for the purpose of general circulation; if so, then 
the contents of the work (saving the rights of the author) 
arc public property; and the inference is, any knowledge 
which that work imparts becomes immediately the property 
of the public; and it is more than douLtful, even if the 
work was printed for private circulation, whether that 
would at all alter the character of the publication; for, in 
the first place, the printers must be parties made acquainted 
with the secret, if there be; and, in the next, the very 
printing for the purpose of circulation amongst a few per
sons would shew such an animus as would amount to a 
publication, and would bring the case within, if not go 
beyond, the limits of Tennant's case(w). It is apprehended 
the contents of the work having once become public pro
perty, they would remain so for ever, and the book being 
out of print, and only to he met with in rare depositaries, 
docs not negative the first publication; for, how is the 
presumption to be overset that the alleged inventor has not 
h!>d !>~~P"" tn nnv nlace wherein the work was kept, or had 

"' .. -
seen an extract therefrom.(x) The existence of the book 
in a rare collection, and the discovery of the secret by one 
person in private, are totally distinct; though in the latter 
case the publication would be negatived, in the former it 
is presumed it could not be overcome; for whether a day 
or a ..:entury intervened between the publication of the 
book and the re-issue of the discovery, it would make no dif-

(w) Supra. (;v) Vide 2 & 3 Viet. c, U7, s. 2. 
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ference. The property io the work once having been public, 
would for evP.;; .:antinue so;(w) and it is l:onsidered more 
l~llf~ doubtful whether in such a the Privy Council 
would, under the provisions ofthe statute of Wm. 4, inter
fere to confirm the patent unless there were some important 
additions made to the description contained in the ~k.(m) 

Evit!cnre ne- The evidence to vacate a patent on the score of want of 
' 

live uov~:~~ga- novelty must be tlin:d iu it11 character; merely infer-ential 
evidence will he insufficient, as in the case of Lewis "· 
Marling,(y) (which was a patent for a shearing machine). 
It was proved in evidence that one A. made a machine for 
shearing from list to list, which was not approved of and 
never came into u~c. So also that a model had been sent 
from America, and exhibited to a few persons, but no 
machine had been made from it, and that the persons to 
whom the model belonged purchased machines from the 
plaintiff; and also that a specification had been brought over 
from America, and that two persons bad been employed to 
make n machine from it, but which was never completed, 
and that until the plaintiff's invention, no machine was pub
licly known or used in England for the purpose of shearing 

Evitlencc of 
• 1•nur use. 

• 

from list to list. Upon this evidence it was left to the jury 
to say, whether public use had been made of the machine; 
they found it had not, which verdict Lord Tenterdcn said 

(w) Vhlc Jour~ r. Dcrgcr (Webs. Pnt. Ca. MO}, perpi;.ulc, J. 
-

U. T .&t.~-~1. !.& !'. -- ~1 ! ..... ~ .• , .&. - --•- -' "' • .& !• 1 - 1 • •• • • 
"" "'uun. "" ""' 14U. v•'J"'"'"'vu t.v •• 1' ... ~u. ... ""...," '" .u~ uc~u puuutU..lt:U 

in such a book." 
(z) Webs. Pat. Ca. 733. When Sonmc's patent was under con

lliderntionhy the Privy Council, Lord CnrnJlbell, the discussion being 
ns to a prior JlUblication in n work, said, "I should say, sitting here, 
if it bad been published in n foreign journal, consitlering whether the 
J•ntcnt should he prolonged, I shouhl he influenced by what I saw in 
n foreign journal, withoutinquiring when it wns known in England; 
though when sitting in n court of justice, an•l considcl'ing the 
validity of the patent, I shout.! l'l'f!Uin• that it ~hould l•c known in 
I~ngland." (ll) 10 D. & C. 22. 
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was right; but if there has been a trial of the invention, 
and it is known, it is different. In the case of the Househill 
Company"· Neilson (which was an appeal from the Court 
of Session in Scotland), Lord Lyndhurst, Ch., said, " he 
understood the position of the learned judge (C. J. Hope, 
who tried tl1e cause) to be this, that if the machine had 
been made and had been put in trial, unless those trials had 
---e o- ft-..1 .J..., ffi""'J..:noc L.,d h..on noed, U" tn t'h" t'm" of guu •• uuu ........ .... ... a••••""~ 1.:... _....... -"""" t" ·- ....... ""' • 

granting of the letters patent, it would not be evidence of 
prior use so as to invalidate the letters patent. Now, I am 
obliged to say, with all deference to the learned judges of 
the Court of Session, I think in that respect they are 

mistaken ; and if it be proved distinctly that a machine of 
the same kind was in existence and was in public use that 
is, if use or if tlials had been made of it in the eye and in 
the presence of the public it is not necessary it should come 
down to the time when the patent was granted. If it was 
discontinued, still that is sufficient evidence in support of 
the prior use so as to invalidate the letters patent."(~) 

Where two persons simultaneously discover the same Simultaneous 

thing, he who first introduces it to the public under the ~~S::ery, 
protection of letters patent becomes the legal inventor and 
is mtitled to the benefit of the discovery.(a) 

If there is a material difference between two patents for Two patents 

I 1. · h f.R ll C I dforthesame t te same t ung, as 10 t e case o USSP. "· ow ey an thing differing 

Others (b) which was a question of infringement. '!'he in- in m.• essential 
' J•artJcular. 

(:) Et vide Carpenter~~. Smith (Webs. Pat. Ca. 542); Cornish v. 
Keene infra. With this observation the Lords Brougham and Campbell 
concurred ; and the case was in consequence sent back to be reheard 
on the ground of the misdirection. 

(a) Forsyth v. Rcvierc (Chit. Prerogative of the Crown,182), Ahhut, 
C. J.; and Bayley, J., in J. W. Lewis to. 1\lnrling, supra., snid," If I 
ditico\'Cl" a thing for myself, it is no ohjection that another made thl' 
~amc •liscovery, if I first intr01luce it to the public." 

(b) 1 C • .M. & R. 875. 
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ventions of both parties were for manufacturing tubes, and 
both patents were held to be good. The first patent (the 
plaintiff's) described the proces'> of manufacture as by draw
ing the tubes through rollers, using a mandril in the course 
of the operation; the latter (the defendant's), bydrawing 
them through fixed dies or holes, but was silent as to the 

' 
use of the mandril. Lord Lyndhurst, C.B., said the ·specifi-
cation of the latter patent claims the invention of welding the 
pipes without the use of the mandril, which, as he read, is 
excluded both by the particular and general description, and 
that the patent was good, as being limited to the welding of 
pipes without the use of internal support. So in Hullet -u, .c 

Hague,(c) which was a patent for certain improvements in 
evaporating sugar, and applicable to any other purpose. 
The specification set out the invention. In an action thereon, 
to rebut the novelty, another specification was put in, which 
described a similar process to that contained in the specifi
cation in question, but effected in a different manner. 
Lord Tenterden held, that it was no vacation of the patent; 
and that though the object of the two patents was the 
same, the mode by which the object was effected was 
different. 

Combination of Novelty in an invention is not rebutted by proof that 
~i~f:t~ %~~~-a some or all the articles which go to form the patented 
new mnnufac- article were in use before, as was shown in the case of 
ture. 

Cornish and Another v. Keene and Another,(d) (which was 
a patent for improvements in making elastic fabrics applica
ble to various useful purposes). The specification described 
the invention to be, first, by the introduction of cords of 
india-rubber between the stitches of the fabric to form an 
eiastic hand around the top of a stocking, &c. ; secondly, 
to manufacture elastic woollen cloth by introducing strands 

• 

(c) 2 ll. & Adol. 370. (d) 3lling. N.C. 570. 



NOVEJ,TY. 

of india-rubber amongst the yarns; thirdly, to produce 
cloth from cotton and other articles not capable of felting, 
in which shall be interwoven elastic cords or strands ofindia
rubber, coated or wound round with a filamentous material-
after describing the process, the specification continued by 
which a cloth shall be produced which shall afford any 
degree of elastic pressure according to the' proportion of 
clastic and non-elastic materials. It was shown in evidence 
that winding the strands round with a filamented material 
was known. Tindal, C. J., on a motion for a nonsuit, said, 

• 

"The question whether a manufacture is new or not new, or Newmanufac

whether it is an improvement of an old manufacture, is a ~~:~~:~!/~h: 
question for a jury ; " and in commenting upon the evidence, jury· 

his lordship said, " The use of elastic strands or threads of 
india-rubber covered with filaments was known before, so also 
were t.he non-elastic materials; but placing them alternately 
side by side as a warp, and combining them by means of a 
weft, when in extreme tention and deprived of their elas-
ticity, appears to be new, and the result a cloth in which the 
non-elastic threads form a limit to which the elastic threads 
may be stretched."(e) So in the case of Bickford and 
Others v. Skewes,(/) which was an action for the infringe-
ment of a patent for the miner's safety fuse for the ignition 
of gunpowder when used in blasting ; the specification set 
out the process of manufacture, and contained the following 
clause: "I embmce in the centre of my fuse, in a contin-
uous line throughout its whole length, a small portion or a · 
compressed cylinder or rod of gunpowder, or other proper 
combustible matter, prepared in the usual pyrotechnic 
manner for discharging ordnance." It was objected that the Specification 

plaintiff had failed to show any other material than common ::::.ing to mis

gunpowder has ever, &c.; or if used, &c., would answer the 

(c) 3 Ding. N.C. 587. (/) 1 Gale & Davison, 736. 



• 

44 LAW OF PATENTS. 

desired purpose. Lord Denman, C. J ., said, " The first 
part of the objection, if true, would be immaterial ; the latter 
part, if true, would be material, because it tends to mislead; 
and in reading the specification, some knowledge of the 
pyrotechnical art is necessary. The lnst objection, that 
there was a combustible substance prepared and used, as 

• 

alleged in the specification, which would not ans~er the 
' purpose, would be fatal; the substance alluded to was port 

fire, by whicl:. formerly cannon were commonly fired. By 

••• 
• 

~·raud'!lent the language used we have no reason to infer any fraudulent 
mtent m fram- • • • J d k h I' · f h · ing specifica- mtentJOn to m1s ea , or to rna e t e app JCatlon o t e mven-
tion. tion unnecessarily difficult; gunpowder was the material 

most relied on and most easily to be procured; the latter 
words were introduced for the purpose of making it an in
fringement of the patent to use them during its existence, 
and directing the attention of the public to them when the 
invention became public property. The language so used 
ought not to be astutely construed; the port fire used in 
the service is a different thing from this fuse, the former 
being a convenient match, the latter intended to perform 
the operation of a train; and it (the port fire) cannot there
fore interfere with the claim of' novelty.(g) 

Old process If the patent or the specification claims without limi-
elfcctcd by dif- • J 
fcrcnt means. tatlon an o d method of effecting a certain object, though 

the invention is useful, and difFers in the mode of its appli
cation from the old manner, yet such difference will not be 
deemed a sufficient novelty to support the patent; as where 
the claim was for a new and improved method of making 
and manufacturing double canvas and sail-cloth, with 
hemp and flax, or either of them, without any stat·ch what
ever. At a trial for the infringement of the patent, it was 
proved that sail-cloth was made with sta1·ch at a period · . 

• 

(f!) 1 Gale & Davison, 73!>. 
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long anterior, but by a different method to that the subject 
of the patent; the jury found a verdict for the plaintiff. 
On a rule to set it aside, the:> court held, the claim of the 
patentee was too extensive, which was for making sail-cloth 
without starch; it is not confined to an improved method 
of weaving the cloth, but comprehends another mode of 
proceeding which is not new; and it was held such claim 
voided the wholl! patent.(h) 

So also the mere variation of an old principle is insuffi- Variation of an 
• old principle. 

cient to support a patent.(t) In a case where a patent had 
been granted for a newly invented manufacture of lace, and 
the claim was generally for the invention of mixing silk and 
cotton thread upon the frame; on the part of the crown (the 
proceeding being by scire facias, to repeal the letters 
patent), it was shown that, prior to the patent, silk and 
cotton thread were intermixed upon the same frame; it was 
held, that as the patent claimed the exclusive liberty of 
making lace composed of silk and cotton thread, and not of 
a particular mode of intermixing it, it was void.(j) 

---------- --- . 

(/1) Campion v. Benyon, 3 Brod. & Bing. 5. 
(i) Rex v. Cutler, 1 Starkie, 354. The coals intended to be con

sumed in the day to be placed in a chamber and introduced into the 
grate by means of a rack and pinion ; the air being excluded, the 
coals r!'mnined unignited, the specification concluded by Bllying, 
"My invention consists in this: the fuel necessary for supplying the 
fire shall he introduced into the lower part of the grate in a perpen
dicular or oblique direction, as to manner of performing it, set forth 
in annexed drawing." To disprove novelty, a grate was introduced, 
wherein the coals for the day were deposited, and carried up by 
means of a rack and }>inion at the discretion of the cook; the lower 
part of the grate, when the doot" was shut, represented an enclosed 
chamber, to which the air ha!lno access, &c.; another grate was in
trouuce!l with two doors on the same construction : held, the grates 
were identical in construction with that described by the specifi
rntion, which was for a mode ofsupplying fuel ft·om helow. Patent 
hnd. Ellen borough, C. J. 

(j) Rex v. Else (11 East), i11 notu Buller, J. 
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It is no objection to the novelty of an invention, that 
another person has used the same thing by way of experi
ment, which he, finding did not answer, abandoned, and that 
the patentee invented the same thing and brought it to perfec
tion ;(k) but where A. invents a machine and finds out the 
principle, but not the practical purpose, to which B~ applies 
it, who takes out a patent, not for an improvement upon A.'s 

• 

invention, but for a leverage so described as to include it, 
the patent car.not be sustained ; but it was said, if the in
vention had been truly set forth, it might not have been 
fatal.(l) 

If a patent is taken out for several inventions, and one 
of the inventions is found not to be new, the patent would 
be held bad, not for that only, though it was a distinct 
manufacture, but would extend throughout the whole pa
tent, and would make it void, as well for those things which 
were new and meritorious inventions, as for that on 
which the proof failed, as was inustrated in the case of 
Brunton 'V. Hawkes and Others, (m) which was a patent 
for improvement in th<.> manufacture of chain cables, an

chors, and windlasses. It was proved at the trial, that the 
Patent for • h' h 1 · k f h } ' bl several articles, support Wit m t e m s o t e c laiD ca P. was not new, 
some of wbich but the method of inserting it was ; the old plan being by 
nre not new, 
held void. perforation, the new by the insertion of a bar of iron across 

the interior of the links, by welding it to the sides, and that 
the patent cable would resist a much greater strain than 
those made by the old mode. That the patent mode of 
manufacturing anchors had never before been applied to 
ships' anchors, though it had to adze and mushroom an-

(k) Jones v. Pesrce, cited per arguendo in 1\iinter "'· Mower, 6 Ad. 
& Ell. 735. 

(l) Minter t•. MowP-r, 6 Ad. & E. 744: Lord Denman, C.J. 
(m) 4 D. & Ald. 541, et vide Morgan "'· Seaward and Others, 

2 l\lee & W. ufil, C. P. Vide infra, title " Disclaimer." 

. -.' . 
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chors, which are used only for the purpose of mooring 
floating lights. The windlasses were admitted to be new. See the reports. 

Verdict at the trial was for the plaintiff. On argument of the 
rule to enter a nonsuit, Abbot, C. J., said, "The anchor 
is not new, because the same process as that claimed is used 
in the manufacture of the mushroom anchor. A patent for Patent for a 

h. h f h' h . b fi b . new combina-a mac me, eac part. o w lC was 10 use e ore, ut ID tionofknown 

which the combination of the different parts is new, and a parts. 

new result is produced, is good, because there is a novelty 
in the combination ; but here the case is perfectly different. 
Formerly, in the manufacture of anchors, three pieces were 
united together; in the patented article two only are united; 
and if the union had been effected in a mode unknown be- Invention 

I. d . d . 'l . ld sufficient to fore, as app te m any egree to stml ar purposes, It wou support a 

have been a good ground for a patent. The particular for- patent. 

mation of the stay in the link of the chain cable is an inven-
tion sufficiently new to support a patent for that almle. The 
consideration for the grant of the patent is the entirety of Entirety of the 

I . . h h 1.' fi h' h h consideration. t Je Improvement m t e t ree manuaactures or w 1c t e 
patent was granted ; and if it be proved that there is no 
novelty in one of the alleged improvements, the considera-
tion for the grant fails, and the patentee is not entitled to 
the benefit of the other of his inventions comprised in the 
letters patent."(n) Best, J., in the same case, said, "A 
patent which is too large is not only void for the excess, but 
void altogether. I doubt whether the patent could be sup- New combina-

d fi I · h · fi h 'fi • tion of old porte or t 1e moormg c am, or t e spec1 cation cannot principles. 

stand as a description of a new combination of known prin-
ciples. It claims an invention, part of which is not new. 
The specification states. the form and construction of s1 link -
which can convert a lateral into an end strain, by yielding 
support to the opposite sides of the link, is one that should 
he prcfet·red, and which is the claim of originality ; there is 

(n) ·i B. & Ald. 550, et seq. 
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no doubt that Jinks in this particular form were used he
fore."(o) 

Combination of Where a patent was claimed for an invention, which inven
old means, 
without claim- tion consisted of old parts, to which there was an addition, 
• 
tog a new hut which addition was not noticed in the specification as part mode. 

Claim for an 
improvement. 

New combina
tion of known 
parts. 

of the claim, it being possible to produce the efFect by other · 
' means, such patent would he insufficient. This position 

wa!l illustrated in the case of Saunders and Aston, (p) where 
• 

a patent was cbtained for the introduction of a flexible ma-
terial instead of a metal shank, neither of which were new ; 
and the only thing new was the use of a toothed ring, or 
collet, but which was not stated to be thl• subject-matter of 
the invention. It appeared by the specification that the 
effect might be produced in other modes, which the plain
tiff had also used. Lord Tenterden, C. J., held, if there 
had been no other mode by which the object of the patent 
could hnve been accomplished than that in which the collet 
was used, the patent might hnve been sustainable. 

Where the claim is for an improvement, it must be men-
tioned as an improvement (q) in the specification, and such 
parts of the old process or machine as arc used must be dis
claimed; for without such disclaimer, the new part of the ma
chine or process will be vitiated, in the same way as when the 
claim is for several articles, one not being new ; as where the 
claim was for a manufacture, the machine for effecting the ob
ject consisted of an entire new combination, but the parts 

composing it were not new: it was put to the jury, that if 
they thought thecombinntion was new from the beginning, the 

( o) 4 B. & Ald. 556, et seq. (p) 3 I hid. 381. 
(q) Boulton v. Bull. If the position tl!nt there can be no patent 

for an addition he true, it would go far to re}Jeul every }lll.tent ilu1t 
was ever granted. A patent for an addition is good. 

If a patent he confined to the invention, it can give no right to .any 
thing heyontl the invention itself; and where it is taken out for an 
improvement only, the public have a right to purchase that im
provement hy itself. 400, Duller, J. 



• NOVELT\: • 49 

patent would be good ; but if only from a certain point, then 
it would be bad: the jury found only from a certain point. 
On a motion for a new trial, the rule was refused ; and 
Dallas, J., said, if an invention be for an addition, the pa- ~di~~t for an 

...... tion. 
tent must be for that only (r). So where the claim was for 
certain machinery for spinning flux, and other fibrous mat-
ters, by a new process, and by a fixed reach of a certain and 
specified distance in the spinning machine, the former ma-
chines having a shifting reach, varying according to the 
length of the fibre to be wrought upon, it was proved that 
a less reach than two-and-a-half inches (the distance speci-
fied) was sometimes used in spinning some species of fibre. 
This proof was held to vitiate the patent (s). So where a 

(r) Dovilv. :Moore and Others, 2 1\larsl!all, 211. Hill v. Thom
son and Another, supra. Rex v. Arkwright, supra. 

(s) Kay t~.l\larshalland Others, fj Bing. N.C. 492. New invention 
for spinning flax and other fibrous suhstanees, for which a patent was 
obtained ; the invention daimed was for certain macerating vessels, 
and the trough of water ( desc1·ibed in the specification), and the 
trough to hold the roviugs when taken from the macm.·ating vessels, 
and placing certain rollers nearer to each other than they ever had 
been hefore, say 2f in<'11es. An issue was directc1l by the l\laster of 
the Rolls, first, to try whether plaintiff had, before nnd at the time of 
making the said letters patent, found out and invented any new ma
chinery as in the specification alleged ; and second, whether the said 
invention was of much or any public utility, as in, &c. The judge 
trying the cause was to be at liberty to endorse on the postea any spc
cinlmattcr. 1'he issue was tried before Parke, B., and a verdict was 
found for the plaintiff on both the issues, who endorsed the postea, 
that hefvre the grant of the patent, flax, &c. were spun with machinery 
with slides, and the reach was varied according to the length of the 
fihre, &c. to be spun ; that there had been a fundamental Jlrinciple 
known and used before the grant of the patent, the reach having 
in varionllmllt~riRlR tliffPI'f'd g1eat.Jy. Before giant of the patent, it 
was not known that flax could be spun (by means of maceration, it 
having a short fibre) at a reach of 24 inches. Before this time, 
another person had taken out a patent for the apJllication of mois
ture in spinning flax, to separate the fibres and to reduce the length 

E 
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patent was taken out for an improved mode of lighting 
cities, towns, and villages, it was held the patent could not 
be sustained by a specification which only treated of a street 
lamp upon a new and ingenious construction (t), So where 

---------------------
of tho staplt>, nn<l that tho machines manufactured in accordance 
therewith were constructed with a reach of 4~ inches. Question for 
the opinion of the Court was, whether the plaintiff's patent '~as void 
in Jloint of law. Ilt>ld, the patent was not valid in law. "The new 
machinery ap]ll'£11'8 to l1e a sul,ject proper for a patent, but the latter 
Jlart of the ]latent does not appear to be a subject upon which in 
law a patent can be taken out. Looking at the whole specification, 
it is not the use of the troughs, as used by him, on which he (plain
tiff} relies, hut it is the Jllaciug and retaining the respccti ve rollers 
within 2~ inches of each other. Whether for such a placing of the 
rollers nncler the circumstance stated in the case, a patent can be 
gran tell, is the real case between the parties. \V e think it cannot; 
for it np]lenrs by the indorsement, l1efore the grant of the patent the 
reach was Yaried, r..nll in cottou-spinniug had been less than 2~ 
inches; tht!refore, the application of a 2! inches reach to fla.." when 
in a state of umccration does not appear any new invention or dis
CO\'ery, hut is the a]lplication of a 11iece of machinery, he fore in use, 
to the new macerated state of the flax ; 80 also the application of 
moisture was not new, though exc11ed in n different mode. Sup1>ose 
n 1mtcnt had been obtained for an entire new method of reducing the 
fihrcs of flax to a short staple, we think a second patent coultlnot 
be taken out for an improved mode of machinery in spinning flax, 
which consiHtcd of nothing more than spinning of the short staple 
of flax hy a spinning mad1ine ofa fixed reach, not less than already 
in use for 8pinning cotton, for the effect would he to 11revcnt the 
Jllltt>ntee of the old machine from using his machine at the pr011er 
reach." ( 500.) Tindal, C. J. (judgment of the Court). 

Cam11ion r. Benson (supra), l'ark, J. A patent for an im
llrovcment upon an old discovery may be sustained ; hut where in 
addition to the me1it of the improvement it claims also the old dis
cunry, it never can be l>cnnitted to vest in the patentee an exclush·e 
privilege for the old discovery. 

( t) Lord Cochrane '!'. Smethhurst, 1 Starkie. A patent for an 
impruYetl mode of li~rhtin~r cities. towns and Yil!aaes, The soccifi-- . 
cation stated this was to he effected by a lamp of a new and very 
ingenious and simple construction. lleltl, the patent coultl no€ he 
mnintainctl, fo1· the 11att>nt Wll!l not foJ' 11 new street lamp, hut for 1!11 

• 

• 
- l ' . 
·-' 
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the old and new invention are so intermixed, that it cannot 
be readily seen which is the old and which is the new in

vention (u). 
As a patent may be for an improvement upon a machine 

or other matter known to the public, and in use; so a pa- Patent for 
• 

tent mav also be obtained for an improvement upon a pa- tmprovemetntt 
• upon a pa en . 

tent; but, of course, in such case the prior right must be 
respected, and a licence obtained from the prior patentee, 
or the expiration of his patent must be waited for. In 
Crane and Others v. Price,(v) to an objection that a se-
(.'ond patent could not be obtained whilst the first was in 
existrnce, and which could not be used except by means 
of the prior invention, 'l'indnl, C. J., replied, " If the 
second patent claimed as a part of the invention describ&d 

therein that which was the subject-matter of a patent then 
in force, it would be void ; but here there is an express 
disclaimer of the hot air, the subject of Neilson's patent; 
therefore, the validity of the patent cannot be impeached upon 
that ground. Unless the grantee of letters patent is bound 
to specify whether such former invention which is excepted, 

improved method, &c., to be effected hy improvements upon the old 
s!rt'('t lamp, by a new combination of parts known before. The 
patent is too general in its terms; it should have been obtained for 
a new street lamp, not for a new mode of lighting, &c. Le 
Diane, J. 

( 11) Macfarlane v. Price, I Starkie, l!J!). A specification should 
state in what an improvement consists. The description should he 
J.y words, if po~sible, if not, hy reference to figures ; otherwise it 
woultl not be in the wit of man to say what was new or what was 
old. A description describing the old as well as the new part of a 
marhine is not true ; a 11erson ought to lJe warntd by the specifi
cation against the usc of the particular invention, but it would exceed 
the wit of man to discovc1· against what he is warned in a case like 
~hls which ''"s .. l'u:t:l1o fu•· uu improvement iu au umLreiia, &c.; 
the sp~cification professed to set out the improvement as specified in 
rcrtuin descriptions and tlrawinbrs annexed. Ellen borough, C.J. (120.) 

(r) Supra. 
• 
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was so on the ground of its being generally known, or be-
cause it was the subject of a patent, the new patent will 
be ~ood ; but that distinction is as much in the knowledge 
of the pu.,Jic as of the grantee. If a new patent had been 
taken out for an improvement or alteration of an invention 
secured by a former patent, then a greater particularity 
would be necessary. It was argued, in point of l~w, no 

' 
patent can be taken out which incJurles the subject-matter 
of a patent st!JJ running ::ud in force; no authority was 
cited in support. The case of Lewis v. Davis ( w) affords a 
strong inference that the second patent was good. Harmer 
v. Playne (•v) is a cJear authority upon the same point, and 
on reason and principle there appears no objection ; the 
n<'W patent, on expiration of the old, would be free from 
objection, and during its existence may be used, by the 

( 10) Lewis and Another v. Davis, 3 Carrington and Payne, 502.,
Infringement of a patent machine for shearing cloth, which was an 
improvement of 11 former patent. The specification stated : "\Ve 
claim as our invention, 1st. The application of a flat spring for direct
ing and pressing the cloth to the cutting etlgeH. 2nd. AJlplication of 11 
triangular steel wire on the cylinder. 3rd. A proper substance to 
!.rush the cloth. 4th. To shear with rotatory cutters from list to list 
in the manner SJiecified." (Ji03.) 

The application might !lave hcen for a patent for their invention 
without reference to any thing which had gone hcfore. It is 
material to show what are the improvements prOJiosed, and it is 
impossible to know what are improvements upon a given thing 
without knowing what it was before. ( 504.) Rotary cutters to cut 
from end to cntl were known before, and cutting from liMt to list, by 
means of shears, was also known; but cutting from list to list, and 
doing thl\t with rotary cutters, were not combined. Verdict for 
plaintiff. Tent{)rden, C. J. 

(.x) Hamer t'. Playne, 11 East, 101. In the case of a patent upon 
a llnt<>nt, if the impro,•emcnt~ arc so valuable, und give tmch an 
additional value to the old machine that the public prefer the new 
machine, paying for the improvements to the old machine, it is in 
respect to their worth til(> puhlic ahstnin frum the use of the original 
machine; hut the choice ought always w he lPft open. 
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licence of the first patentee; and the probability of the 
refu~al of a licence is so extremely remote, that it can
not enter into consideration as a ground of legal objec

tion ( y)." 

PUBLICATION. 

Any publication of which the public can take advan- Publication, 

'11 '}' . 1 It f • t' what. tage WI 1111 Jtate agmnst t 1e nove y o an mven ron. 
In the case of Carpenter and Smith (z), Lord Abinge•·, 

C.B., said an invention could not be considered new which 
had been in public use; the word public was not equiva
lent to general, but was distinguished from secret use; and 
Alderson, B., in the same case, said public use n, :!ans use 
in public, so as to come to the knowledge of others than 
the im·entor, contradistinguished from the use of himself 
(the inventor) in his private chamber. (a) 

If the user of the invention is secret, it will not be such User. 

b). · '11 'd b I What vitiated a a pu 1cat10n as WI vm a su sequent patent, as w Jel·e, patent. 

before the patent was obtained, a pair of paddle-wheels were 
made by a manufacturer, under an express injunction of 
secrecy, (and under the instruction of the inventor), for him 
to whom afterwards the patent was assigned, who paid for 
them when finished, and had them taken to pieces, shipped, 
and sold to a fm·eign company, and were used after the 
date of the patent by the persons to whom they were sold. 
Parke, B., held such making and selling was not such a 
publication as would make the patent void. (b) 

-----------··--
(p) Et virle Ex J>nrte Fox, 1 Ves. & Bea. Gi. 
( z) n ~lee. & w d~. 300. 
(a) It was proved in evidence that a lock of the same pattern hn: 

'"'<'II received from Ame1·ica, and that several dozens had been mad•· 
frnm it a111l cxporteJ, aud a lock of t-he like construction was pro
dul·c•l, whid1 had been on a gate in a puhlic road sixteen years. 

(I•) ~~~·rg:m t•, Seaward, 2 1\lee. & Wels. 55!l. 
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Where the subject of the patent had been exposed for sale 
Sale in public in the public market some time (any time would be sufficient) . 
market. 

previous to the obtainment of the letters patent, such sale, · · 
or exposure for sale, would invalidate the patent ; for if the 

' 

• 

law were otherwise, the inventor, possibly, might have a .. 
monopoly for a time longer than that r.ontemp1ated and 
allowed by the statute, and that it was only through fear 

' 
of the discovery of his secret that the inventor was,induced 
to apply for a patent. (c) If the user in the market had 

Snlcofexportcd been bv exportation from abroad and not in consequence 
goodH. • ' 

of the plaintiff's manufacturing, such an exposure would 
be subjected to a very different conclusion, for by the in
troduction of a new trade, a benefit would be conferred upon 
the community ; but the ber.efit conferred must also be 
direct in its nature (as by lessening the cost of the article); 
in such case, the exposure of the imported articJe would 
not vitiate the patent obtained for the home manufac-

User inn sm:~ll ture.(d) If the user, and sale of the article (afterwards 
de1,;ree will d) & • 1' 1 d vitiate n paten~. patente was a user, c., m a very s 1g 1t egree, there 

:...eing little or no demand, it will be sufficient to invalidate 
Uscrinonepnrt the patent right ;(e) it is no matter in what part of the 
or the United k' _1 I k I fi b h . Kingdom, ap. mguom t 1e user too p ace, or y t e constructiOn of the 
plhies

1 
tok_thed patent law, user in one part of the United Kingdom is a 

w o e mg om. 
user in all parts; and a patent obtained subsequent to the 

user of the thing (sought to he protected)~ i~ any part of 
the United Kingdom, will, therefore, be void. This point 
was decided by the case of Brown v. Annandale,(/) which 

- ·--------------
(c) 'Vuotl and Others r. Zimmer, 1 Bolt, N.P.C. Hastings's 

casl', Welm. Pat. Ca. (j, 

(d) Dascy v.Alleyiw, supra. Eclgcbury 1'. Stephens, 2 'ralk.446. The 
Smnlt Patents, Wehs. Pat. Ca. !l nncl14. (e) Lo~h t•. Hague, supra. 

(/) Brown v. Annawlnlc, W chs. Pat. Ca. 44:.!. Tbe case came on 
for trial on the 2ml of Fchrunry, lll42. Sir F. Pollock and Dig!,'ll 
AIHircws for app~llant. Kelly ancl Godson for rcspomlcnts. The 
A tturm•y -General, on opening the cnsc, desc1·ihed the tJUestionll simply 
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was a cause tried before the Court of Session in Scotland, User i.n. Eng-
• • • )anti vsttatcs n 

011 311 appeal m the House of Lords for the mfrmge- Scotch t•atent. 

• 

to hi', whether, according to the Jaws of England. Scotland, and 
Ireland, ns they now stand, with regard to letters patent for inven
tion~, the condition of novelty inserted in the grants extends beyond 
thoHc parts of the Unit<><! Kingdom respectively for which the 
grants were made that is, whether it is not sufficient that the inven
tion he new quoad the country for which the grant is madt>, and con
tended the crown has the same right to grant patents with respect 
to Senti and ns it had before the uninn of the two kingdoms. " Dut 
it has always been considerell that the llth Article of the Union has 
nm<le tlw law of Scotland the same as in En~land with reier ·e to 
patl•ntA." Lord Campl•ell. "All English cases are cited in ~>.otch 
pntrnt cases as in England." Lord Brougham. The Attorney-Gene
ral continued : " The Crown of Scotland is in the same situation as 
rt'spects granting patents as the Crown of England." "Then you 
must cuntend, that an invention imported from Scotland into England 
is us ~''lually entitled to be patented as if ln·ought from beyond the 
~ras." Lord Lyndhurst, Ch. 'fhe answer to which wns, ".I do." 
(It was admitted the patent wns known in England Lcforc the grant 
nf the letters patent, hut that the patentee, bcmu fide, took out his 
pat!'nt without knowing that) ; and that, looking nt the language of 
the statui<> and the patent, the consideration of novelty upplies only to 
the c<mntry for which the patent was granted, ami that was the opi
nion of all \Vestminster lin!!. '!'he Lord Chancellor said, "'l'he CJUes
tiun Sl'l'med to tul'll upon the construction of the Act, the Crown 
mn only g-rant n putent for wbat is new; the question is, where 
new?" and "that it would he a monstrous thing if an ill\·ention having 
full pnJ.lieity in one part of t.he kingdom could Le made the subject 
of a patent in unother Jlfirt of it." Ad,·erting to the case of Stirling 
and Hnclmck (infra), Lord Lyndhurst, Ch., said, " If we arc t.o 
take that case according to the letter, it is a distinct <lecision UJlon 
the puint." (Lords Thurlow and 1\lansfiehl were present when 
that ju<lg-ment was given.) Diggs Andrews It was contended, 
that u patent right was n private right, hecause it. is always 
~ealt•<l under the seal of Scotland ; if not, one }JBtent wouhlrun oves· 
J.nth countries ; hut in practice, they are confined to the country 
from which it iBsues. Lord Lyndhurst, Ch. "Patent rights !mrely 
afli•d. !he puhlic, nn<lmay he given for n part or the whole of the 
n·ahn ; fus· Englund without the colonies, m· fur Scothm<l, and not 
1-:nglanol, awl, cicc retsti, tlwy arc dit;tinct cuuntl'il•s only as to the 
form asul I'Xt(•nt of the gmnt.; thl' ~l'nling has uuly l'<'f<•t·en<·e tn !lsi' 
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ment of a patented right of making paper. On the plea of 
denial that the invention was new, it was proposed to give 
in evidence, user in England, which the presiding judge, 
Lord Mackenzie, admitted ; whereupon the counsel for the 
pursuers tendered a bill of exceptions, which .was argued 
before the first division of Court of Session, and disallowed; 
whereupon the pursuer appealed to the House \of Lords, 

' 

who confirmed the decision of the Court of Session, and 

. ~ ,;· .. ' . 
' 

' ' 
• 

dismissed the appeal with costs. On the argument, much , 
discussion took place concerning the Act of Union, and 
the general law of user, and reference was repeatedly made , 
to the case of Roebuck 1'. Stirling, which was decided by 
the House of Lords in 1774.{9) 

form of the grant, nnu the officer who is to superintend the issuing 
of it." "'I' here might be n patent for one country only." Lord 
Brougham. Judgment: "As far as I am concerned, I feel bound 
by that decision (Roebuck and Another v. Stirling and Another).-
Lord Lyndhurst, Ch., with which Lords Brougham and Campbell 
concurred ; Lords Brougham and Campbell added, that without 
that decision they should have decided as they had done. The 
appeal was dismissed with costs. 

(g) Roebuck and Garland, A11pellants; Stirling and Son, Respon
dents, Webs. Pat. Ca. 45. A patent had been granted to the 
appellants, for the means of obtaining aci!l fr.:.m sulphur and salt
lletre in vessels of lend, and likewise of purifying the same also in 
vessels of lead. 'l'he specification, after declaring the process, stated 
the material discovery to he the use of leaden vessels instead of vessels • 
of glass, in all or any part of the process. In the yEar 1772, the appel-
lant obtained an injunction to restrain respondent from proceeding 
with building certain works in which considerable progress had been 
made; the respondent stated, that the substitution of leaden in the 
place of glass vessels was not new : that the appellants had carried 
on the method for twenty years preceding the date of the patent: 
that at the time of the grant of the patent the process was carried 
on by many persons in England and Scotland : that the invention 
was not properly described. It was urged by the appellants, that 
however invalid the patent right might be in England, it Wa8 good 
in Scutlaml. The respondents, in rebuttal, relied on the 6th article 
of the treaty of the Union, that the whole United Kingdom being 
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It is apprehended~ whether the user was by the subsequent Public user. 
patentee himself, or by a stranger, that the user would 
have the same effect, for in either case it would be a publi-
cation, and the public would have a right to take advantage 
of the knowledge thereb) communicated, for the publica-
tion, however great may be the merit of an invention, unpro-
tected by a patent, would vest the discovery in the public. 

Mr. Webster, in a note upon the case of Brown v. An
'. ·!lle,(h) seems to doubt the soundness of this proposi
t • .::. : he says, 1 

• And it is to be apprehended that the above 
decision would not be held to apply to a case in which the 
true and first inventor in one part of the realm, was the 
grantee of letters patent in the other part; otherwise, un
less letters patent in England, Scotland, and Ireland he 
sealed as of the same day, there will be a prior publica
tion in law in one or mort· of the countries, for the speci
fication which relates back to the date of the letters patent 

is a publication, though fi may be doubted how far such 
publication is evidence of public use and exercise."(i) The 
usual course taken by inventors is, to apply for patents in 
aB three of the kingdoms at one time, whereby an extension 

subject to the same prohibitions, r~strictions, and re!!'Jb6:ns, us to 
trade, and it being indispe21sa.·nh; bhat the making of the oil of vitriol 
is free to all men in England, that trade could not be the subject of 
a monopoly in Scotland. On the report of the Lord Ordinary, the 
following interlocutor was pronounced : "In respect it appears, 
from the proofs adduced, that the art of making oil of vitriol from 
n mixture of sulphur and saltpetre in vessels of lend wr.t.S, at the 
time, and before the date of the letters patent of the nppellnnts, 
known to, and actually practised by, different persons in England; 
therefore, the Lords find the letters orderly precede«l and decern. 
On appeal to the House of Lords, the appeal was dismissed, and 
the interlocutors complained of were affirmed. 

(/1) Webs. Pat. Ca. 454. 
( i) Referring to Cornish v. Keene, in confinnation of the latter 

sentence. 
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of the time for specifying is t'btained, and the expense very 
little iucreased : if the application was for all three of the -
patents at once, though only one was taken out, it is pre-. 
sumed each would bear the same date. If the application 
was for an English patent only, the merely applying and 
obtaining a patent would not be considered as a publication, . 

' 

unless a public user of the patented article was p'roved ; so, 
' 

there being no user, there can be said to be no publication 
until the el'rolment of the specification ; but until that time, 
it is presumed, the patentee would be at liberty to apply for 
a patent in Scotland or Ireland, for no act has been done to 
vitiate the grant. But if the specification be once enrolled, 
ol' there be a public use1· of the patented article, even in the 
kingdom wherein the patent is obtained, before the appli
cation, the enrolment or user would be a publication, and 
would bar the patentee, as well as any other person, from 
obtaining a patent for either or both the excepted places.(j) 

User in the From the observations of their lordships in Brown v. 
colo":ies vitiate~ Annandale it would appear that an user in any of the 
Eughsh patent. ' 

colonies would equally vitiate a patPnt being obtained for 
England ; and it is presumed, also, for Scotland or I rc
land, or any other more limited part of the United King
dom. (k) 

(j) Vide infra, Obtainment of Patents. 
( k) Drown 11. Annandale, House of Lords. A patent for the · 

colonies is granted hy including them in the English patent, or by an 
order of council extending them to certain colonies (Lord Cmnphell); 
and a patent which is found not to be new in the colonies would be 
void, because they are part of the realm. All became one realm at the 
Union. Lord Lyndhurst, Ch. Lord Campbell said there is no 
separate patent for the colonies, upun which Mr. Webster remarks 
(Web. Pat. Ca. 11, 4·!.3, notes), that is to say, there is no great seal 
for the colonies; hut there are several instances of distinct grants 

. fur the colonies; such patents pass as English patents under the · 
great ~;enluf tlw United Ringdmn: one such was mentioned (it is 
pre:mnwd in the principal case). 
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So it is presumed, any act which shows an intention of Exposure for 

sale, without the actual sale taking place, as exposure in a sale. 

public shop (l) or market for the purposes of sale, would 
be a sufficient publication to avoid the patent, and this 
position is supported by the observation of the Court of 
Exchequer on an argument upon a demurrer in a very late 
case : the Court held, that an open exhibition for sale in a 
shop window was a sufficient publication to avoid the 

patent.(m) 
Where there has been a private user of the discovery, for Private user, 

f · I I b . and after pa-t he o commerce, previOus y to t 1e o tamment tent, effect. 

of letters patent, it is said, and justly, that. such user shall 
make void the subsequent patent. Upon this point a very 
nice question arises, viz., would such secret user be ac-

counted a publication, so as to void a patent obtained by a After patent by 

h I ' d' d h · 'I d a stranger. stranger, e 1avmg ISCO\'ere t e same or a slim ar mo e 
of effecting the same object ? If the patlmt was for a pro-

(l) Hichardson, a workman, was employed to make a new con
struction of spectacles hy the inventor, and exposed them for sale 
previous to the sealing of the }latent. Such exposure and sale was 
deemed a publication, and the in"'ention was thereby to be thrown 
open to the public. But the case was not completely before the 
court. It turned out tlmt the supposed invention was not new, and 
upon that fact the plaintiff failed, 

(m) Vide Bramah v. Hardcastle ('Vebs. Pat. Ca. 194, now n.) 
Smith v. DalTon and another (Excheq. 'l'rin. Term, B Viet. 1845). 

-.Action was for infringement of a patent for iron shutters. 'J.'he 
plea alleged that before the grant of the letters patent, so much of 
the patent as is firstly described in the specification wag Jlllhlicly 
used and made, and openly exhibited for sale by Hte defendants ; 
the replication merely traversed the puhH.:: use, and not the open 
exhibition for sale. Demurrer for the io.operfect traverse. On the 
argument, the court called upon counsel for J•laintiff to support his 
replication, saying that the open exhibition for sale in a shop win
<iuw was a sufficient publication to avoid the patent, and that it 
must he tmver5e<l. Plaintiff to muend. In this case the exhiJ,itiun 
was not of the article itself in a state fit for sale, hut of a J•attel'll 
from which a person might choose. 
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cess, that is, for a particular mode of effecting an obJect, as 
obtaining sulphuric acid by means of sulpher and salt, and 
the use of leaden vessels, or other such operation, where the 
object was effected by means of chemical affinities, and the 
process could be kept secret; in such a case, it is apprehended 
that the subsequent patentee would be protected; and such 
secret user would not be dL>emed a publication as agf!inst the 
patentee, and this position seems to be confirmed by the ob
servation of Dallw;, J., in the case of Hill v. Thompson and 
Foreman,(n) and which was admitted to be law by the coun
sel engaged in the cause, viz., " If a person in secret had 
done all that the plaintiffs arc specified to have done, 
and had not communicated it to any one, could he be pro
hibited by the after patent from doing that which he had 
done befo1·e, though known to no one but himself? or could 
it be considered as new, if practised by only one person, but 
not communicated to the world ?" and these observations 
are much strengthened by the dictum of Tindal, C. J., 
in Cornish v. Keene. {o) In addressing the jury, his 
lordship said, "If the defendants could show, that they 
pmctised and produced the same results (as in the specifi
cation expresseJ) in their manufactory, before the time the 
patent was obtained, they cannot be prevented by a subse
quent patent by going on with that which they have 
clone." (p) 

These dicta above cited show, not that the patent 
would be avoided, but that those persons who had the 
knowledge of the means by which the plltentcd process was 
effected, nnd practised thnt knowledge in sec1·et, even for 
the pm·poses of trade, would be protected in the use of 

their particular processes after the patent was obtained, 

(11) Supru. (u) Supra. 
(I') Ibid. 51 I. Aut! sec ulsu the dictum of Puttelion, J., in the 

•·a~c of Jones t•. Pl'lU'rl', su pm. 



PUBLICATION. 61 

which protection must be an admission that there was 
an user in secret, and such a one as, if made public, 
would destroy the pat<:nted right ; for it is clear, unless the 
secret process was like to that specified, there would be no 
need of protection, for if they differed, no action would 
hold. Therefore, it is submitted, that a secret user, though Secret user .of 

, • a proccgs Will 
for the purposes of commerce, of a particular process, wdl not void a sub-

b b . ed b h sequent patent not vacate a su sequent patent o tam y anot er person obtained by a 
for the same process; for the argument usually applied to stranger. 

thl' Sl'Cret user and the after obtainment of letters patent 
would not apply here; viz., that it would be the possession 
of a monopoly for a greater period than that allowed by the 
statute.(q) But where the secret user was not of a particular 
process or manipulation, but of a machine, or the mode of 
constructing of a machine, for different considerations would Secret user of 11 

be brought to bear upon the subject, for the machine itself machine, effect. 

<·ould not be a secret from the workmen; so it may be said 
of a process: but, in the 6rst case, the entire object is 
presented to his view ; in the latter, only parts. For it 
may be the secret addition of a drug works through 
chemical combinations and affinities, the whole change; 
or that part of the men are employed on one part of the 
process, and part upon another, and therefore no particular 
man had a knowledge of the whole process; and as it would 
be only parts of the process with which they were acquainted, 
there could be said to be no public user or publication; but 
as to the case of the per!'on in possession of and practising 
the secret, a different construction would, of course, apply. 
In the case of an invention, or manufacture, carried on by 
the usc of a machine, the whole of the machine is pre-
Sl'ntcd to the view of the workmen ; or, if not, still they 
would be enabled to that a certain effect was produced 

(q) l\lorgan r. Seaward, supra. 

• 
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by the use of the machine, and which, to an intelligent or 

educated mind, would afford a sufficient hint for the con

struction of a similar machine; therefore, it is presumed, 

it may be said, if the user (that is, an user confined 

to one manufactory) of a particular object effected by a 
machine, or (if it were) to make a machine, that such use 

would be a publication,(r) and a sufficient use to vacate any 

subsequent patent, and that whether it was obtained by the 

proprietor of the manufactory, or by a stranger.(s) 

Publication, The animus with which the publication is made is 
how judged. the medium through which the act is judged. A private 

Private user, ~Y use1·,( t) by way of experiment, would not be deemed a public 
way of expcn- • k fi 'd d 
mcnt. user; or employmg a wor man(u) to per ect an 1 ea un er 
l'crfccting an the direction of the inventor, in order to complete an in
invention by 
the improve· vention, as to make certain parts of a machine, or even the 
mcut of others. whole the inventor having conceived the priuciple; or to 

Suggestion of 
an imp01-tant 
part of the 
1•rocess. 

work from a model obtained from abroad ;(v) but if the 

party employed suggests any important part of the pro

cess, such suggestion(w) would invalidate the after patent, 

unless it was obtained in the joint names of the inventor 

and the improver; (.v) but where the improvement was 

the result of certain suggestions, and was only discovered 

in the com·se of the experiment, though made by the em-

ployeJ·, but under the inspection of t!le inventor, in such 

case, it is conceived, the improvement would be taken to be 

(1·) Vide J. and W. Marling 1•. DnYis, supra. 
(s) Vide infra, Publication, as to what publication is protected. 
(t) Gihson v. Brand, supra. An act done in secret (though 

long before patent) is insufficient to constitute such a practising of 
an invention or process as will prevent another from afterwards 
making it the subject of a patent, for it is unknown to the public. 
(883). Erskine, J. 

(11) Darker v. Shaw, 4 Taunt. 770. Dayley, J. 
(·~·) Carpenter v. Smith, Wehs. l'at. Ca. 5:36. Abinger, C.il. 
(w) Tennant's case. (x) Infra. 
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the result of an experiment made by the inventor,(y) which 
position is illustrated by Gauble patent, which was for 
making paper in continuous sheets Mr. Dorkin, a cele
brated engineer, was professionally engaged to advise means 
of carrying the principle into practice ; some of the 
mechanical detials for this purpose were of his invention. 
It was held, such details were but subsidiary and inci
dental to the main idea, and did not vitiate the patent. 

'Vhen an inventor employs anothet• person for the pur- Employment 

k. h" d" h" d . fof n person to pose of rna mg a mac me accor mg to IS e!.ugn, or o work out a 
helping to complete an invention, great care should be principle. 

taken in making choice of a person for that purpose; for 
should the invention be disclosed by his means, whether 
through indiscretion or intentionally, the right to the patent 
is thereby gone,(z) and the invention is open to the public. 

If the disclosure was to one person only, and he frau- Disclosure of 

duently represented himself to be the inventor, and obtained the secret. 

the patent previously to the true inventor, he would be 
entitled to the patent, unless the true inventor should show 
the source whence the invention was derived, and prove the 
collusion between his employee and the patentee. In such 
case, it is apprehended, the invention would be thrown 
open, for such an imparting of the secret would be deemed 
a publication, and the inventor would be without remedy, 

unless by an action a~inst his employee for breach of 
dnty. Exhibition in a public room, before the obtainment 
of a patent, has been deemed a publication. 

It has been held, that where a person had a glimpse of a 
principle, and proceeded to try experiments, the results of · 
which were used in public but were never completed, and 
finally abandoned by the inventor on the supposition of being 

----------------------
(JI) 1\Iintcr '». Wells and Hart, BII}Jra. 1\Iakepeace '». Jackson, 

4 Taunt. 770. 
( :) Vide i.nfm, Caveat. 

• 
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useless; another person afterwards conceived the same idea 
Experiments and perfected it, such prior experiments were "no publica. 
by other per-
sons, effect on tion, so as to invalidate a subsequent patent. (a) This 
pP.tent. position was exemplified by the decision of Tindal, C. J., 

in the case of Ga1lowny v. Bleadon. (b) •ro the jury his 
lordship said, "A mere experiment, or mere course of ex. 
periments, for the purpotiC of producing a result which is not 
brought to its completion, but begins and ends in uncertain 
experiments, is not such an invention as should prevent 
another person, who is more successful, or pursues with 
greater industry the chain in the line that has been laid out 
by the preceding inventor, from availing himself of it, and 
having the benefit thereof." " He may avail himself, as far as 
his predecessors have gone, of their discoveries, and add the 
last link of improvement in bringing it to perfection."(c) 

Prior publica- It is scarcely necessary to say, after what has gone before, 
~iC:i~nn~ :~~- that matter included in any prior specification would be 
to the world. deemed a publication, for a specification is a matter of 

Publication, n 
que11tion for n 
• 
JUry. 

An invention 
must be useful 
to support a 
patent. 

rt'cord, and is therefore presumed to be known to all per
sons, for the filing it of record is a notice to a1I the world.(d), 

'l'he question of what is a publication and user is one 
for thl' consideration of the jury and not of the court.(e) 

It will be gathered from the preceding remarks and 
cases, that novelty is a most indispensable requisite to the 
validity of the grant of letters patent, and to novelty 

(a) 1\lorgan v. Seaward, supra. It may be doubted whether the 
<tuestion of utility is any thing more than a compendious mode 
introduced in comparatively modern times of deciding the question 
whether the pat{!nt be void under the Statute of 1\lonopolies. 

Claim was for an improvement in steam-engines, and not in the 
propelling wheels. 

(b) Webs. Pat. Ca. 525. 
(c) Et vide The Househill Co'!llpany "·Neilson, supra. 
(d) Huddart "'·Grimshaw. 
(e) Elliott v. Aston, supra. Cornish "· Keene, supra. 

" 
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another incident i!! attached, viz., that it shall be use

ful.(/) 
· An exclusive privilege for an useless invention would be 
an inconvenience to the state, by fettering genius and pre
venting improvements in any particular art or branch of 
manufacture; for the prior patent, though useless, might 
stand in the way of improvement either by the comprehen
siveness of its title, or some other cause. 

'fhc existence of the patent in the first instance might Patent for an 

h . f h" . ~ L-. usel,..a inven-prevent t e attention o mac m1sts or manu.acturers ~Xmg tion. 

directed to that particular object ; for an after-invention, if· 
it trenches upon the claim of the prior patentee, could not 
be used without his license; and so if the discovery was the 
result of accident, still the useless patent would stand in the 
way, for possibly the patentee might demand such a sum 
for the use of his invention as would effectually prove a bar 

• to 1ts use. 

(f) Jones r. Pearre, Web. 122. As for infringing of patent 
for making averred infringing plea 
not guilty. At the trial the infringement of the plaintiff's patent 
was proved. On the part of the defendant it was contended the 
invention was not new, because wheels according to the alleged 
infringement were made by C. many years before, and publicly 
used near Derby for two years; that the wheels so made were put 
to a cart, whiclt was used to draw great weights (30 cwt.), the 
spokes got bent, and the box or nave becoming broken, the cart was 
laid by; and that a pair also were used to a milk-cart. Patteson, J., 
in summing up, said, " If you are satisfied that C.'s wheel was upon 
the same principle in substance as plaintiff's wheel, and that it was 
used openly in public, and continued in nse up to the time of taking 
out the patent, then that would be a ground to say that the plain
tiff's invention is not new ; but if you are of opinion C.'s was only 
an experiment, and did not answer, and was abandoned as useless, 
and nohody followed it up, and that plaintiff's invention which came 
afterwards was his own invention, which he perfected, then you will 
find for the plaintiff.'' Jury found for the plaintiff. Vide Lewis 
r. 1\larling, supra. 
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It is apprehended the principle extends to this length: 
a patent obtained for a machine which was most inge
nious in its parts, but entirely useless to effect the proposed 
object, would be void, even though it wanted, comparatively 
speaking, a very trifling alteration in its cons~ruction to 
make it a really ingenious and useful invention; t!Je patent, 
being useless, and therefore void in its supposed 'perfected 

' state, could have no relation to the after-discovery, and for 
that, the dibcoverer, whoever he might be, could take out a 
patent; but if a beneficial efFect could be produced of the 
smallest kind, it would be a proof of the utility of the prior 
patent. The case of Neilson v. Harford(g) is precisely in 
point ; it was proved that a benefit, but not at all to the 
extent contemplated, could be produced by following the 
specification, but by an improvement (which might have 
been patented subject to the prior patent) the principle 
was carried to perfection ; it was held, the use of the im
provement without the license of the prior patentee was an 
infringemetlt of his patent. (It) 

It is submitted that if an invention was proved to be 
entirely useless without the addition of a something else, 
the patent might. be voided, on the ground of its want of 
utility, and that a subsequent improver, for his improve
ment, might take out a patent, taking care, though he 
uses the prior invention and recites it in his specification, 
to disclaim that as a part of his claim.(i) 

(g) Supra. 
(It) Vide infra, Specifications, as to the inutility of parts of an 

invention. 
(i) It would not, it is conceived, be neeessary that the I>rior 

patent ~<hould be repealed by scire facias, l>efore the latter grant took 
elt'ect ; for on an action hy the prior patentee, the utility of the in
vention could he brought in issue by a plea to that effect, and its 
utilit~· or non-utility would lw a <JUestion for the jury. 

' 

• 
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INTRODUCTION OF A NEW TRADE FROM: ABlWAD. 

The introduction of a new trade from abroad is an in- Introduction or 
· · · 1 ' h · f th ( ') h h h a new trade ventJOn w1t nn t e meamng o e statute, J t oug t e from abroad. 

articles, the production of such trade, had been introduced 
into England before; but there must have been no prac-
tising or using of the trade within the realm or its depen-
dencies; so the introduction of a new machine is also an 
invention within the statute, and can be the subject of a 

patent.(k) 

{j) Edgebury v. Stephens. A grant of a monopoly (patent) 
may he to the first inventor, and if t:.e invention be new in Eng
Io.nd, a patent may he granted though the thing was practised before 
beyond the sea; for if it he new here, it is within the atat·:te
whether learned by travel or study, it is tite same thing. 2 Salk. 446. 

( .{;) J. and W. Lewis v.Marling, supra. 
Bentley v. Fleming, 1 C. & K. 587. Case for infringement. It 

was proved the invention, a card machine, was lent by the inventor 
to one N., in order to have its powers tested ; the machine was placed 
in 11 public room, which was accessible to the workmen employe1l in 
the establishment, and that some weeks before its loun to N. it was 
in complete working COI!dition. U 110n this proof, it wus submittecl 
the plaintiff ~hould be nonsuite(t, which the judge refused (Cresswell, 
j. ). It was also submitted, as the machine was com11letc long heforc 
letters patent were taken out, the patent was void. "A man cannot 
enjoy his monopoly by Jll'Ocuring a patent after having had the 
benefit of the sale of his inventio11 ; but you cannot contend, that if 
a man were to keep his invention shut, up in a room for twenty years, 
that circum~tance merely would deprive him of his right to obtain 
a patent.'' Cre>swcll J. ( 584.) 

The l'eporter docs not record the verdict, but it is appre
hen<led, that t!1e usc in a Jmhlic room is such an use as would 
he deemed a publication. If it had been used in a private room, under 
an injunction of secrecy, and one of the workmen had behaved 
falsely and pirated the invention, and disseminated a knowledge of 
its parts before the patent was obtained, such dissemination would, 
it i8 conceived, be such a publication as would make void the future 
patent. If so, with how much greater force would the argument 
apply to the exposure in a Jmblic room, where it was liable to he 
copied by any person who chose so far t~ trouble himself. Vide 
supra, pages 53, 5!), H3 ; infra, p. 78. 

F~ 
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CHAP'l'ER III. 

TITLI! IIF II I' A TEST AND ITS LEOA J, CONSTRUCTION, 

Title. HAVING considered what matters and things may be the 
suhject of a patent, it now becomes necessary to treat of 
t11e patent itself. 'l'he first thing, therefore, to be done · 
after the discovery of the invention is to entitle it, which 
is sometimes a matter of much difficulty; for as great care 
must he taken, in the selection of the title as in the speci
fication, not to make the claim too larg,•, (a) i. e. include 

---------------------
(a) In the case of Neilson and Othets "· Harford and Oihers 

(Webs. Pat. Ca. 3.'!3), Sir John Campb~:ll, A. G., arguemro:
" Such of your lordships who have served the office of law offi
cer to the Crown must be fully aware of the constant attempts 
that are made by those who apply for patents to produce a title that 
may entirely mislead that may not give the remotest notion of 
what they intend, and which may enable them for six months, or 
whatever period it may be, to gather together whatever they can 
collect, and to specify it at the end of that period. Great frauds 
have been committed upon that subject, and it would be a most 

• 
salutary decision, and most wholesome and beneficial, if your lord-
ships were to lay down a r~1le that the title of a patent should at 
least c<'nvey some idea of the invention for which the patent is sup
posed to be granted. Until there is a judicial decision upon t!1at 
subject, I am afraid that all the eftorts which may be made to resist 
these attempts will be entirely ineffectual." Lord A binger, C. B., 
in reply, said, "If the specification is consistent with the title, it 
would be sufficient." The Attorney-General continued, " It would 
not be necessary to disclose the mode by which the invention was to be 
effected, or fraudulent persons who have patents in progress would 
specify those !nventions." Parke, B., said, "It would be for the 
Crown to adopt that (the suggestion of the Attorney-General), by 
requiring the specification to be enrolled within a less Jlel'iod than 
six months.'' 

It would be a great preventive to fraud if it were required that the 
.. pecification should be enrolled when the }latent is ohtained. S. B. 
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within it matters before known to, or which have been in use 
by, the public, or to which the invention will not npply.(b) 
Yet, at the same time, care should be taken to have the 
title large to embrace all ma~tcrs which can 
fairly be brought within the scope of the invention,(c) not 
only for the purpose of the fruits of the invention 
to the discoverer or introducer, but to prevent infringement 
by such imitations as the law would not decree to be 
me1·ely colourable, (d) whereby the patentee would be de
prived not only of the profits of his invention, but the 

(b) Fl'lton "· Greans, infra. 
(c) Nci!Hon 1'.1Iarfortl, supra. Parke, B. (a!ltlrcssing jury). "It 

is said the title of the patent renders the patent void, because no 
one woui<l conclude from that title (a patent for the improved appli
cation of air to protluce heat in tires, forges, and furnact:~) that Lite 
invention waa the discovery of a process for introtlucing hot ab: into 
11 furnace. 1\ly opinion is, that the title is not defective, nntl that it is 
capable of embracing an alteration by introducing hot air. It will 
suit one or the other, and the patent and specification together make 
it clear what it was ; it was the introduction of hot air by means of 
hrating it before it was introduced into the furnace between the 
blowing apparatus and the furnace, and unless this title has been 
meant to be applied to some other discovery of a quite tlifferent 
natme, and by the spr;:ification afterwards applied to this, it does 
not appear to me that the generality of the title would rr.ake the 
}latent void ;" and in delivering the final judgment of the Court, 
after a long nrhrument at bar, his lordship said, "though the title 
is ambiguous, it is sufficiently explained by the specification, and is 
not at variance with it." lb. 373. 

(d) As if the title to a patent it to be a patent for certair. 
improvements in watches, the invention being applicable to time
keepers generally, the patent could only be held to extrnd to 
watches ; and if the specification extended the invention to time
keepers generally, it would be void, as not according with the title ; 
but now, by the operation of the stat. 5 & 6 Wm. 4, the patentee 
could disclaim the latter pa1·t of the specification relating to time
pieces, and the specification would be good for the prior patent.
Vide Disclaimer, infr~ 
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time and money which he may have expended in perfecting 
the same would be entirely lost. 

In the case of the King v. Wheeler, the title des~:ribed 
the patent to be a new and improved method of drying 
malt; when the patent, as it appeared by the specification, 
was for P.. method of giving to malt when dried a new 
quality, viz. a power to impart colouring matter, .for which 
misdescription the patent was held to be void on the ground 
of cleceit.(e) The case of Cooke v. Pearce, in error,(!) 

-
(e) Rex 1.'. Wheeler, 2 D. & Ald. 345. Malt was an article in 

common use before the patent, possessing qualities, &c. well known; 
by the specificat:on the patentee daims to be the inventor, not of a 
method of drying, &c., hutofa method ofgivingto it when dried some 
l>roperties which it did not possess before, or only in o. very sli~ht 
1legree, viz. qualities of colouring and being solulllf' in water. (351.) 

In ge1wral the }JUr}JOSe of o. patent need n, ~. be mentioned il. a 
grant ; hut if the mention of the purpose be neceti:iary to <Jxplaiu the 
words J>rcviously used, to shew they are not used in theh· ordinlll'y 
and obvious sense, but in a sense limited and confined to that parti
cular pur1>ose ; in w: '. case, we think, the purpose o••;;ht to be men
tioned. (352.) 

(/) Cooke ·c. Pearse and Another, 13 Law Jour. N.S., 189, Q.D. 
Error. Case for infriugement of patent for improvement in car
riages. 'fhc sixth plea set out S}iecification, and alleged, that though 
in the specification, the invention was called an improvement in car
riages, it was not, but only of certain improvements in fixing and 
adapting Gennan shutters to those carriages in which only German 
shutters are used, and which was the finding of the jury ; and the 
question was, whether, by •·eason of the title being too large, the 
patent was void. The Court below held the finding to be in favour of 
the defendants, and gave judgment accordingly, on the ground of the 
title being too general, therefore the patent itself must be void. 
" This vagueness appears to lJC an objection, which may well be 
taken advantage of on the part of the crown, before the grant, but 
can nf.ord no ground f'lr voiding t:1e patent. Any evidence of design 
on the part of the inventor, by the choice of a vat,rue and general 
title to avail himself at the time of cnrolJing the SJlecification of an 
invention not discovered hy him ut the time of taking out the 
patent, or to prevent others from making or availing themselves of 

-· . ' ·;; 
' 

. 
• 

• 

. ·' 

• 
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appears to be directl. pposed to the doctrine of Rex v. 
Wheeler. Tindal, C.J., held that vagueness was a matter 
. for objection before the grant of lettel's patent, but no 
ground for voiding the patent.{g) 

In the case of the King u. Metcalf, it was held a title 
describing an invention as a tapering brush, whlch ~roved 
to be an expanding brush, with hairs inserted of unequal 
heirrht, was a variation, and the description insufficient to 

!:'> 

support the patent.(h) 

• 
• 

From these observations and cases it will be gathered Title, of what it 
. 1. l . . . h. h h should consist. that the ent1t mg t 1e mvent1on Is a matter upon w w t e 

greatest care should be bestowed; for the benefit to be 
derived from the invention is often defeated by a misnomer, 
and which may arise from ignorance of the meaning con-
veyed by the terms used, or from an avaricious grasping at 

-------------
' 

at'Y discovery, on the ground of falling within the general terms of 
the title, though diffe~·ing from that for which the patent was taken 
out, might afford such proof of fraud and injury as to <~.void the 
patent." Judgment for plaintiff, non obstante veredicto. Tindal, C.J ., 
judgment of, &c. 

(g) Both these caseR were claims of general, instead of particular 
titles. In tl1e prior case the proceedings were by scire facias; in the 
latter, action on the case for an infringement. It iR presumed the 
distindion is to be trace(l to the different manner in ,.-hich the pa
tent law is now construed. Fonnerly the endeavour was to overact 
patents as lJeing monopolies, and contrary to the spirit ol: the com
mon law; the 11resent, that they may, if possible, be upheld. 

(It) Rex ~·. Metcalf, 2 Starkie, 246. Sci. fa. to repeal a Jlatent for 
manufacturing of hair brush~:s, which were described to be tapering 
hrushcs. 1'he specification stated the process to differ from the 
common method, by placing them in the stock in such a manner as 
to he of unequal length. (250.) If the word tapering is to be used 
in the general sense of the word (which is converging to a point), 
the description is defective: if, by n,c usage of the trade, it havll 
a different meaning, it may be received in its perverted sense 
( "'hich w~.s not proved). Verdict for the Crown. Ellen borough, 
c. J. (248.) 
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too much, or from an over-care in not claiming a title suffi. 
ciently extensive to protect the patent when obtained. 

It is, therefore, suggested, a sound practical title should 
be such an one as, without being too restrictive in its terms, 
would be ~ufficient to warn the public of the probable 
object of the invention, but yet not be enough to indicate 
the mode by which the invention was to be carried into 
effect. ' 

Protection against fraud, it is trusted, will ever be 
deemed a sufficient reason for construing any particular ,. 
point or matter of law with strictness, and perhaps no 
subject presents such temptations or facilities for fraud as 
that of the entitling of patents. 

Necessity of a The title of a patent, from the great importance of its 
strict construe- l · d be' d h · h · tionofthe title. c lJCCt, an as mg oppose to t e common ng t, Js a 

matter which should be construed with the greatest strict
ness; for it is only by such r. :de of construction the inge
nious mechanic or fortunate mscoverH (and the public) are 
protected in that which is on the one hand the produce of 
his ingenuity and skill, and on the other, thoug!: resulting 
in accident, the adaptation of a chance to a particular use, 
through analogyand thequicknessofintellect. This position 
wa:~ particularly illustrated in the case of the discoverer of 
the water-tabbies, for doubtless the effect created by placing 
a hot iron upon a wetted surface had occurred thousands of 
times to the unobserving and unthinking ; but when the 
effect was accidentally produced before the eye of an intel
ligent mind, it was a result which was seized upon, and 
led to the realization of a large fortune. 

Vague title. Where an inventor adopts snch a title as may afford 
a reasonable ground that his intention is to receive and avail 
himself of any hints which might be presented during, the 
time allowed for t11e specification, whether such matters 
were within his int~ntion at the time of applying for the 

• 
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patent or not,(i) ]t is right that the title should be can
,.115sed with strictness, for it is impossible to distinguish 

. Letween an intended fraud and a vague title. If a really 
innocent party, from over anxiety, falls into the dilemma, 
it is a matter which, though it may he a subject of regret, 
should not have any effect on the construction of the law, 
for his misfortune may he said to be the prot~ction of the 

public. 
By the adoption of a vague or incomprehensive title, an Evilofad?ptiug 

inventor works wrong to ";'Tiself; for if he had entered a a vogue title. 

caveat against the grant 01 another patent upon the parti-
cular matter of his invention (the title of which did not 
embrace, as in the case of Rex v. Wheeler, U) the matter 
he intended to specify for), no notice would be given to 
him of another application for a patent which was of the 
s'lme character as his invention, the crown officers huving 

only his title for a guide. 
If (in the one case) the t~tle was entered before the 

invention was complete, and another person applied and 
obtained a patent for the same subject, the original party 
would be forestalled; for if his title was incorrect, his caveat 
would afford him no protl>ction, and he would receive no 
notice of a matter which really affectE:d him, and he might 
go on expending his labour and time in experimentnlizing, 
and his money in obtaining a grant, h'lth of which would be 
thrown away (unless he discovered some really new feature, 
which of itself was sufficiently important to form the aubject 
of a patent), for, in consequence of his erroneous title, 

• 

another person may have obtai!led a patent for the same 
subject, and which would make his void; so in another view, 

(i) An instance of this occurred recently within the knowledge 
of the author; but as the subject is likely to be a matter of future 
litigation, it is deemed prudent to he silent.-S. B. 

(j) Supra. 

• 
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the vagueness of his title might tend to injustice by lead
ing on other persons to prosecute researches, the subject of 
which was to constitute the prior patent, but which would 
not be known until the enrolment of the specification. 
Good faith, ev~u in the selection of a title to a patent, it 
will be seen, is a matter which generally conduces to the 
advantage of the inventor, though a contrary 'course is 
sometimes successful. 

As the title to a patent is a matter of such great impor
tan<~e, not only as regards the future stability of the right, 
but also in protecting the inventor in the initiatory proceed. 
ings, it therefore should be adopted only upon the nirest 
deliberation, and under the advice, in all cases, of competent 
persons, for often the very right to the invention depends 
upon the title chosen. 

A caveat is sometimes entered bef, 're the intended title is 
actually assumed; it will form the subject of the next 
heading. 

• 

·- ... . . ' . ., 
• • • • 

• . ' • • 

' 
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CHAPTER IV. 

C.o\VEAT, ENTRY OF PRACTICE PURSUED UPON NOTICE BEING 

GIVEN OP AN. ANALOGOUS INVENTION COSTS OF, 

A cAVEAT is an instrument which is entered at various Caveat, what. 

stages of the proceedings instituted for the purpose of ob-
taining a grant of letters patent, and can be entered at any 
time before it receivl.>s the impress of the great seal at the 
hands of the Lord Chancellor. 

'fhe description of caveat which is in the most common GeneralCaveat. 

use is that termed the GENERAL CAVEA'l'; it will be 
sary particularly to treat of it, not only because it is usually 
the first step taken towards the obtainment of the grant, 
but also on account of the erroneous and often dangerous 
notions entertained of the security which is obtained by its 
use. It confers no actual protection; its obtainment does 
not warrant the ·.mblic exhibition of an invention, its mere 
effect IJCing to entitle a person to notice of any application 
for a patent referring to any object or intention similar to 
~hat expressed by the title of the invention lodged. It 
may be renewed as often az required in England, Scot· 
land, or Ireland, and on its issue continues in force twelve 
months. 

When a caveat has been entered, notice is given to the Practice. 

party entering it of any application for a patent for a mat-
ter of a similar character, to protect which the caveat was 
obtained. The course of procteding is, upon receiving notice 
to attend at a time appointed for the hearing by the attorney 
or solicitor general: the respective parties and their agents 
then meet. '!'he applicant for the patent first shews the 

' • 



• 

Caveat, where 
entered. 

LAW 0 .. ' PATENTS. 

particulars of the invention for which he a patent ; 
the oppo~;ing party then states the nature of his invention, 
and sets forth the matter upon which he grounds his oppo
sition. If the inventions are similar, the patent applied for 
is stopped, and the parties are recommended to make terms 
amongst themselves, or to agree upon taking a joint patent; 
if the attorney or solicitor general does not recommend a 
compromise, the practice is usually as follows : The per
son seeking ~he patent deposits with the attorney or soli
citor general a clear description of the particulars of the 
invention for which he seeks to obtain the patent, which, 
when deposited, is sealed up, and kept by the Crown offi
cer, as a guarantee to the opposing party (i.e. he who has 
lodged the caveat), that the intending patentee will, when 
his specification is due, specify in accordance with the descrip
tion deposited at the time of opposition. Without. this pre
caution, great frauds might be practised, as a party might 
purposely, by the generality of his title, misrepresent the 
nature of the invention; and when the time to specify carne, 
he migl1t do so in such a manner as to include the inven
tion, to protect which the caveat is lodged ; in such case, 
if the patent obtained did not confer on the person obtain
ing it the right to the invention, it would, at least, deprive 
the other of his right ; for the specification, when lodged, 
would be a publication to the world, and it is doubtful 
whether the caveat would have the same force as a patent 
to protect the first inventor. 

This caveat is entered at the chambers of the legal ad. 
visers of the crown (at the chambers of the attorney or so
licitor general), the object being, that they shall not give 
the report which is :1ccessary in favour of any grant for a 
similar object or purpose to that stated in the description 
given in on entering the caveat, without apprising the per· 
son entering the caveat of the application made, who may 
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thereupon attend, and oppose the passing of the patent; and 
if, on the hearing, it is decided that it interferes witl. the 

. prior intended patent, it will, unless terms be made, stop t:le 
latter altogether. 

By putting a hypothetical case, a succinct view may be 
obtained of the use of a caveat, and the practice thereon. 
'l'hus A. has invented an improvement on the steam
engine, and he being prevented by circumstances (as want 
of money, or non-completion of the experiments necessary) 
from taking direct steps to obtain the grant of letters pa
tent, to prevent any one forestalling him, entera a caveat 
against the passing of the report in favour of the grant of 
any letters patent for " improvements in steam-engines;" in 
the meantime, with the assistance of certain workmen, and 

others, bound to secrecy, he carries on his experiments in or
der to test his invention. In a short time he receives a notk<.e>, 
that B., whom he has reason to suppose has become ac
quainted with his secret, is applying for letters patent for 
the same object. A. determines to oppose him ; he r
ceives notice of an appointment for hearing the mattel 
from the crown officers, at the expiration of eight days f,.om 
the date of his notice, at which time both of the r . ~" 
appear before the proper officer named therein ; then ~ 1 

party state their several reasons for and against the € · · • 
&c. &c. 

If the <'hject of the patent is the same, and one of · 
parties is able to prove that he is the fir. inventor, the othet 
will then be stopped altogether from i-·roceeding; and, if 
necessary, bound over not to disclose the invention until 
the true inventor has obtained his letters patent. This 
will, on consideration, be found to be a most equitable rule; 
for it might be, n. was experimentalizing, but dir. not, for 
some reason or other as reliance upon his assi~~ ... mts, or 
other causes choose to enter a caveat, and the secret was 

~ 

- ct.. .. , course 
.. :.-~d by the 

. ., Pfficers. 
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communica~ed to A. by some one in the confidence of 
~· ; · therefore, if A. merely for entering the caveat was 
esteemed the true inventor, it would be working a great 
injustice to B., though he who Enters the caveat has 
doubtless the advantage, if any, beclluse fraud would not 

' 
be presumed nnless such circumstances we~ adduced as 
would amount to oomething more than mere s\Ispicion. 

When the law offi~rn recommend a coalescing, or, as 
it is termed, interfere, the recommendation may be ·said 
to be a ~mmand; for on rdl)_Ml, it is doubtful whether 
either would obtain the necessary report; for a patent is 
not a thing which can be claimed as of right, but is a 
grant ere gratia domini ·regis. 

If, on the hearing, the improvements are found to be 
essentially different, then, of course, the party obtains the 
necessary report. 

Caveat, use of. 'l'hough a person has obtained a caveat, he must be as 

careful of disclosing his invention as though he had none; 
for if his secret is suffered to transpire, his intended pate-nt 
would be void for want of novelty. The whole use thereof 
is to prevent another person obtaining a patent for the 
same thing over the head of him entering it. It is useful 
for this reason; there is no other mode of obtaining 
notice of the application for a patent by another person, 
the law generally recognizes the title to be the right in 
him who first obtains lettel's patent not in him who first 
applies for them. 

Costs of enter- The cost of entering this caveat is one guinea for each 
ing the caveat. h h k' d d . ti of t e t ree mg oms, an Js in orce twelve months, and 

the cost of opposition is usually 4l. 1 Os. 
Opposition, The usual and cheapest stage of oppositil'O is at the 
when best to be ti h' h h 
entered, and report, or w tc t e costs are as above, but they may be 
the expenses. opposed at later ',tages; the next is when at the Bill-

office. In this case, the opposing party has to pay the ex-

.. 
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penscs on both sides, which in the case of no interfer~ 

ence (i.e. no recommendation) amounts to about 101.; but 
if there is my interference so as to cause the stoppage of 
the intended patent, the opposing party has to pay SOl., 
being the ordinary of opposition on both sides ; 
also the extra fees and expenoos incurred by the appliC!I.nt 
since the ordinary period of oppositon, which is before the 
issue of the report by the attorney or solicitor general. 

A patent also may be opposed at tht Great Seal; (a) 

(a) Fox ex parte, 1 Ves. & Bea. 67. Applic::.tion fol" a patent 
on steam-engines. A caveat was entered under an existing patent,· 
from which it was alleged the new patent was borrowed, and with 
which it would interfel'e; the affidavit of an engineer stated, they 
were not the same, or in any respect resembled each other. "If 
petitioners have invented certain improvements on an engine for 
which a patent has been obtained, and which cannot be used without 
the o;:igin&l engine ; at the end of the period of the original patent, 
the petitioners could use their patent (taken out upon their improve
ments), though, before the expiration of the period, they have no 
r!ght to use the other's substratum. At the end of the time, the 
public has a choice between the patents ; my present opinion is, this 
patent must go." Lor1 Eldon. The costs of the opposition were not 
allowed, for the jealouHy was not unreasonable. 

Cutler's Patent, Webs. Pat. Ca. 418. Proceeding!! were on 
netition to the Lord Chancellor to affix the great seal to letters 
• 
patent (against which a caveat had been lodged), which was for an 
improved method of constructine chains for suspension-l1ridges, 
cables, mining and other pull'.oses, and for an improved method of 
making the ~ars, links, and bolts thereof. There had bwn no oppo
sition on the caveat, and the patent would have been engrossed and 
sealed on the 12th ; on the 11th, notice was received of a caveat hav
ing been entered on the 9th, whereby patent wns stopped on 12th. 
A petition was presented that the caveat might be discharged ; the 
opposer filed an affidavit stating he had invented a chain, which he 
believed petitioner to have pirated. On hearing, Lord Cottenham, 
Chancellor, directed a reference to the attorney-general, and if he 
replied the patent ought to issue, then the same should be sealed 
as of the 12th of March, but not to be sealed until further orders ; 
question of costs to be rlll!erved. At the hearing before the attorney
general, each produced a model ; the applicant admitted there was no 

• 
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the matter then comes under the cognizance of· the Lord 
Chancellor, and is decided upon its merits, the question (if 
costs resting with the Court; but genP.rally, unless in cases 
of vexatious opposition, both parties have to pay their own 
costs; and unless the opposing party succeeds in his opposi
tion, the patent is ordered to bear date on the d11y it would 
have been dated, had no opposition at the office of the Great 
Seal been entered. (b) · 

sim!!arity, but atta.:ked the novelty ; the attorney-general decided 
the patent should be allowed, but required an outline of the specifi
cation should be left with him, which was, nnd he required a further 
specification, which was supplied by certain drawings. Opponents 
obtained another hearing before the attorney-general, on statement 
that the drawing exhibited of the patent which was produced, im
peaching the novelty, Vi .l8 not colTect; and on examination of the 
original specific.1tion, it appeared the invention for which Cutler ap
plied was old ; on hearing this, Cutler had some models made, and 
requested the attorney-genilral to see the models before making thl\ 
report, which he refused to do ; he reported the invention should not 
!ssue because it was not new and useiul, anJ certified the refusal 
was upon different ground from that for which the caveat was 
lodged, and that it was not until the second meeting the party 
objecting to the said patent was prepared to substantiate the 
ground of objection thereto. " The first proposition was not sup
ported; but in discussing the matter between the parties, an ob
jection of a general natllre is raised not growing out of the patent 
right, but an objectkn to the patent on t.wo grounds First, 
it is not now ; secondly, not useful : if useless, it would inter
fere with no man's rightu it would be a mere dea~ letter." His lord
ship continued: he thought the invention was useful, and directed, 
after commenting at great length upon the difference of the patents, 
that the patent should be sealed.-Supra, et vide Ex parte Henson, 
in re Alcock, 2 Newton's Lond. J. Cong. Ser. 32. 

(b) In Ex parte Bech (1 Br. Ch. Ca. 578), a caveat had been 
entered against putting the great seal to a patent bearing date 12th 
August. Thurlow, Chancellor. His lordship took time to consider, 
and on the 27tll dismissed the caveat; and patentee did not enrol his 
patent until 18th of December, supposing the patent would bear 
date from the final order. When he was told the time for the enrol· 
ment had elapsed (four months), on application to the Chancellor, he 

• 
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OppoRition may be entered at the Gteat Seal, not only 
because th1 · allegation in the petition is that the inventions 
are the saml:, but also if the grant is against public policy. 

In the time of Lord Chancellor Eldon a case occurred 
where the patent recited that the specification should. not be 
entered until fifteen months after the grant of the patent, and 
this was held to be a good ground of petition. (c) 

said, though he was perfectly satisfied the applicant was entitled to 
the patent, yet he could not, llS keeper of the great seal, ulter a 
pa~nt upon an application of thia oori, though Jlerhaps on the peti~ 
tioner appl;;·ing for a new p~tent the officers might remit their fees, 
but that he could give no relief. 

(c) Ex parte Heathcote, in re Lacy, Webs. Pat. Ca. 431. Appli
cation prayed the Court would not affix the grr~.t seal to a patent 
which gave a party fifteen months to specify : it was contended the 
matter was o{ great importance in a national point of view ; his 
lordship refused, saying, " The patent could not pass without the 
responsibility ot the Great Seal, and if he could bring himself to 
pass it, he might be called apon in his place in parliament to say 
why he had extended tht~ privilege to an individual contrary to 
the usual policy of law." 

• 

G 

• 
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CHAPTER V. 

PATENTS, IIOW OD'I'AINED, AND WHO MAY DE 

PRACTICE, 

• 

• • 
TilE 'IJRANTEE, · 

• 
' ' • 
' 

• 

HAviNG explained what a patent is, and for. what it 
may be granted, it becomes necessary to explain the way 
in which it is obtained, ami what manner of person is en
titled to the privilege. 

Patents are not matters which are demandable as of 
right, but may be granted or withheld in the discretion of 
the Crown, though, if the attorney or solicitor general make 
the necessary report, the grace is never refused. It is 
upon the suggestion of the party that the patent is granted: 
without examination (unless n caveat has been entered 
against the particular invention), and he of course has to 
take all risk and to support the patent at all points, viz. 
that in all things he has complied with the requisites of 
the law, and that he has not infringed upon the public 
right. If for any laches, infringement, or other reason, the 
patent is afterwards avoided, the patentee has no remedy, 
and the money he has expended in obtaining the grant is 
forfeited; it therefore behoves a person to examine well 
the various matters connected with his invention before he 
applies for a patent. 

Personsentitled The persons who are entitled to apply for patents are 
to apply for h , d . . 
patents. t e ~rst mventor an Improver upon an mvention, who 

may be said to be an inventor, at least of the improve
ment; and the introducer of a foreign invention, which last 
is in virtue of the statute of ~1 of Jac. l.(a) 

(a) Brunton 1•. Hawkes, snpi·a. Upon an RJlplication for a 

' 



HOW OBTAINED. 

The quality required, is, that the il~vention be a manuN The quality of 

facture, which may be divided into mechanical contrivance, the invention. 

and t!.;e elucidation of a principle, method, or process, eUl-
. bodying them and shewing a mode of applying them to 

some art or manufacture. 
The conditions required are novelty, utility, and an Conditio~ 

exposition of the mode of effecting the particular invention, of the grant. 

all of which heve been treated of excepting the latter, for 
which, see Specification; (b) and therefore it will be un~ 
necessary, unless incidentally, to speak more of them. 

A patent is a grant, and therefore follows the rules of A patent is a 
law relating to grants a necessary consequence of which grant. 

is, that if any false or untrue averment be made in the 
suggestions upon which the grant is made, it (the grant) 
will be void for deceit. 

A very common and dangerous custom as far as rege,rds Joinder of the 
' d · • 1 name of a per-letters patent extsts, an Js m very genera use : a man son in the 

who is poor invents, and another having money, but jll'nnts, not 11!'-ds 
mventor, avo1 

who does nothing to further the process of the inven- the patent. 

tion, joins with him, and the patent is obtained and issues 
in their joint names, and upon the suggestion that they 
jointly invented, &c. Such a suggestion not only voids the 
patent upon the ground of fraud and deceit, but it is pre-
sumed would subject the party to an indictment for per-
jury; for a declaration is made that they are the first and 
t1·ue inventors. 

This practice is also bad as regards the property itself, 
and tends only to defeat its very object; as in the case of 
an infringement, the patent would be unprotected, for the 
plea that they did not invent would directly put in issue the 

patent, though the thing may oe new in every particular, it is in the 
judgment of the Crown whether it willnr not, as a matter of favour, 
make the grant to the person who made the discovery. Bailey, J. 

(b) Infra. 
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question who were the inventors, and if it was proved that 
one only invented, the grcnt being j,int, the paten~ would be 
void, for the patent is an enth-e thing, and granted upon a 
falsehood of which both were cognizant, therefore, igno.. 
ranee could not be urged in extenuation, and would not be 
allowed (it is conceived) even on a ~tition to the Privy 
Cou!lcil to confirm the patent, for the of the council 
is not to encourage frauds, but to confirm useful inven
tionfl of which there has been a prior publication, the in
ventor being in ignorance thereof. Nor could the action 
be brought for the infringement in the single name of the 
true inventor; for the defendant would plead the non-joinder 
of the other person in abatement, nnd eyen if advantage 
was not taken then, the parties a:~ the tria1 would be de
feated on the ground of a variance. 

We have seen in the prior discus&ion (and shall further 
when the proceedings u~:lfin a scire facias come to be dis
cussed). that a patent will be voided if the party is not 
the tn.e inventor, and that where it is proved be di:
covered all the process, except one particular and important 
part, as in the case of Tennant, (c) where it was proved 
a chemist had suggested to him that to perfect his in
vention it would be necessary to keep the lime-water in 
motion ; it was held such suggestion proved he (Tennant) 
was not the inventor. If then in the case of an inventor 
of a grE-ater part of the process, such a (mggestion should 
have weight, how much greater would be its effect in the 
case of a person who has not invented or forwarded the 
invention in any way, except by advancing money. It will 
be admitted the advance was for a meritorious object, 
viz. the advancement of manufactures, and consequently, 
commerce, still it would not, and indeed dhould not be, 
any shield for duplicity and deceit. 

(c) Supra. 



I'RAC'l'ICE. 

Persons advancing :money in aid of inventions shouid Penon~ 
advnncmg 

secure themselves by taking an assignment of the patent !lloney to aid 

obtained in the name of the real inventor, and not destroy mventors, 

. the property of both by an over anxiety : the advance is 
secured by t!te assignment, and by that mode only_:. 

PRACTICE. 

In applying for a patent, no specific description of the Practice. 

nature of the invention sought to be protected is required, 
such general information as expresses the object and 
intention of the invention is (d) but such 
object and intention mus~ be clearly expressed. The 
inventor having fixed upon the title, the first step in the 
matter is to go before a master in chancery and declare that Declaration. 

he is the inventor of the improvement as set forth in the 
title, and that he believes the same has never been known 
or practised before; and if the patentee states in hi.; decla-
ration that he intends to apply for patents in Scotland and 
Ire!and (which if he find afterwards would not be to his 
advantage, he need not take), he will be allowed the 
f'ull term of six months before he specifies, or otherwise 
some shorter period, as two months, wUI be allowed. This 
declaration has to be annexed to a petition to her Majesty 
to the same effect. 

Though patents in all of the three kingdoms, namely, 
England, Scotland, and Irelanti, are governed by the same 
law, yet they are conferred by separate instruments, and 
the practice varies in each of the kingdoms. 

In England, the declaration is annexed to a petition to England. 

her Majesty praying the grant of her royal ietters patent, 

(d) See title, supra. 
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which is laid before the Secretary of State. This.document 
is obtained again in a few day&, with a reference upon it 
addressed to either of the law officers of the Crown. It is 
at the option of the applicant for letters patent to whom he 

take it. The papers remain in the chambers of the 
Crown officer for a week, to give an opportunity to those 

' 

who have entered caveats (e) to come in arid oppose. 
Should there be no opposition at the expiratian of 
that period, a report in favour of the grant may he ob.. 
tained. 

The report, when obtained, is taken to the office of the 
Secretary of State, for the warrant, which is signed with the 
Queen's own sign-manual, and S£aled with the private signet, 
(f) and countersigned by the Secretary cf State. 

'.rhe warrant is then taken to the proper office for the 
preparation of the bill (a draught of the letter:~ patent), 
which is signed by one of the law officers of the Crown. 

This bill is then taken to the office of the Secretary of 
State, where it receives the royal sign-manual, and is caUcd 
the Queen's bill. 

The Queen's bill is then taken to the Signet Office; here 
the signet bill is prepared (a copy of the Queen's bill under 
the signature of one of the clerks of the signet, sealed with 
the Queen's signet). 

'.rhe signet bill then goes to the Lord :Aeeper of the 
Privy Seal, who affixes the privy seal, with a warrant di
recting letters patent for the same. 

(e) Vide Caveat, supra. 
(f) The lew notices three seals of the king, the great seal, the 

privy seal, and the signet; and if mention be of tho king's seal gene
rally, it shall be understood of the great seal, which is in the cus
tody of the Lord Chancellor; the privy &eal in the custody of the 
derk, or lord keeper of the privy seal ; and the signet in the custody 
of the i'rincipal secretary, who has four clerks of the signet.---Com. 
Dig. Patent, c. I. 
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1'his privy seal bill is taken to the Lord Chancellor's PriTy seal bill. 

office, which is the final stage ; formerly it afterwards went 
to the Hanaper Office; this is dispensed· wit~, though the 
fees are still exacted . 

The date of the letters patent (which is usually the day The date of tho 

of sealing the same) (g) is the commencement of the right; letters patent. 

and here it may be remarked, that in case special circum-
stances may require it, the Lord Chancellor can cause this 
document to bear date the day of receiving the privy 
seal warrant, but not earlier. 

• 
If the applicant requires the patent to extend to 

Colonies and Channel Isles, he must state the same in 
report; the additional expense is ~tbout lOl. 

the Extension of 
the the paten~ to 

the colowes. 

{9) Russellv. Ledsam, 9Jurist, 557. In order to decide whether 
an invention is new, it is necessary to ddine of what nature it was ; 
and which was decided in the cnse of Russel "'· Cowley (1 C: l\1:. 
& R. 864 ). The original letters patent were dated 26th Feb. 1825, 
the ~econd 26th Feb. 1839; the question is, is the day of the date of 
the first letters patem inclusive or exclusive 1 The usual cou<"Be in 
recent times has been to construe the day exclusively, whenever any 
thing is to be done in a certain time, after a given event or dl\te; 
and, consequently, the enrolling a specification within six months, 
given by the proviso, is reckoned exclusively of the day of the date. 
(Webb v. Fairmaner, 3 M. & W. 473; Young "'· Heggon, 6 M. & 
W. 49.) The day of the date of a patent is included, and the }latent 
would expire at midnight on the 25th day of Feb. 1839 ; for the 
law never notices fractions of days, unless there are conflicting rights 
between subjects. A defendant, iu orde;;o to avail himself of the 
pro\iso (7 & 8 Vic. c. 69, s. 7), should have pleaded that the petition 
was not 11rosecuted with effect within ~he term of the first patent ; 
compliance with the condition need not be averred by the plaintiff. 
The power of renewal is not confined to grantees, but extends to 
a~signees (the defendant doubted the coustruction put upon the 
clause by some of the judges, in the cast' of Spilsbury v. Clough (2 
Q,. B. Rep. 466), viz., that the words referred to the assignee of a 
foreign invention, who o!Jtains a patent here); the clause, we consi
der, has been introduced for the sake of removing all doubt as to 
the title of an assignee of a renewed patent, leaving the question, as 
to the titles then in litigation, exactly as it stood before. 
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The time taken in obtaining letters patent is from one 
month to about six weeks, and the expense 1101. 

In Scotland, the proceedings for obtaining lettel's patent 

' ' 

are commenced in the same way as in England, but d1e 
reference is addressed to the Lord Advocate, and must be~ 
transmitted to him at Edinburgh, where it rests·\ about ten 
days; upon receip! of his report it is taken to.,the Secre.. 
tary of State's office, and the Queen's warrant is then pre
pared, which is a substitution for the Queen's bill, and is the 
warrant for t.he gr'llllt of letters patent, which are passed at . ' 

Edinburgh under the seal appointed by.the trmty of the 
union to be kept and used in the place of the great seal of 
Scotland. 

Time reqnir~, The time for passing a Scotch patent is about six weeks, 
and expense m _ -
obtaining a and the expense aoout 75l. 
~;cl~~~atent. In Ireland the routine of practice is principally per-

... 
•• 

formed in Dublin. ";'he first step is a similar petition to 
Qu~ere, ia not the Lord Lieutenant of Ireland, praying him to recommend · · 
the report made • • 
by the solicitor- to the Queen the grantmg of letters patent. On hts report 
c:~?f the Queen's letter is granted, which is the corresponding 

document to the Queen's warrant; this goes back to ire
land, and the letters patent are granted under the great 
seal of Ireland. 

· Time required, · The time required for obtaining an Irish patent is from 
and expense in • k bo h d h • th obtaining an six wee s to a ut two mont s, an t e expense smce e · 
Irish patent. New Stamp Act, 1851. 
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CHAPTER VI. 
• 

SPECIFICATION, NECESSARIES TO CONSTRUCTION IN LAW-ENROL• 

HENT AND AHENDHE'NT, .. • ·" • 

I 
r 
" ; . 
• • • • • 

: ·~··
' . . . ... 

A PATENT being a grant, it must necessarily proceed from Pa\~t a. grant. 

favour, therefore, not being demandable as a right, the · 
Crown, on making the grant, can annex thereto such condi-
tions as it pleases. One of the conditions which the Crown 
anucxes, on making the grant, is that the grantee shall, 
within a certain period, specify (which period vari~ 
according to circumstances), (a) i. e. enrol in the High 
Court of Chancery a detail of the procese by which the 
object of the patent is effected, and which must be so clear, 

., 

and explicit (b) that an ordinary workman, engaged in the: Construction ,j( 
particular trade in or of which the invention is an improve- :O~;ecmca-

(a) Snpra, Mode of obtaining Patents. 

. 

.. .. 
·-. • • 

(h) Liardet "·Johnson, B. N. V. 76. "Ths 
fication is that others may be taught to do the 
specification is granted ; and if it be false, the 
meaning is, that after the term the public may 

void, for the 
• 
'./) 

the discovery." JfW'e~nfloL 
Boulton "·Bull ; Hill "· Thompson, 3 Merev. 

ther a mechanical improvement is intelligibly 
be the judges ; whether he calls it a principal 
or other appellation, we art'! not bound to consider hi2 term, the 
real nature of the improvement, and the description he has given of 
it. Articles of specification which denote intention only, would not 
maintain an action, for he cannot anticipate tht protection before he 
:s entitled to it by practical accomplishment. 

Lewis "· Marling, supra. If he represents several things are· 
.ncr.'lSRm·y t.o p~uce ::. certain effect, and one ·will answer, it is bad.; 
and if he suppresses any thing which he knows will answer, it is 
also bad. · 

• 

• 
• 

• .. 
• • • 
' 
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ment, may, by means thereof (without first expetimPntaliz
ing), make the article for which the patent was obtained ; (c) 
or, if the patent be obtained for a process carry it out 
by means thereof; if for a. principle apply it in the mode 
pointed out by the direction or specification. 

Grant of letters 'l'he grant of letters patent may, in truth, M.considered 
Jlatent, whnt. as a bargain on the part of the Crown, acting for the public 

and the inventor, that, upon his making a full disclosure of 
his he shall enjoy a monopoly of his invention, and 

Specification, 
use of. 

be protected therein for a period of fourte..~n years. 
The specification, " which must embrace two obJects

the nature of the invention and the manner in which it 
must be performed,"(d) is requisite not only for these pur 

(c) Boulton v. Bull, supra. The term manufacture in the statute 
precludes all nice refineJUents, and shews the proviso was introduced 
for the benefit of trade, and that which is the subject of a patent 
ought to be specified. His lordship, speaking of the patent then 
under consideration, !laic!, "Thi" ratent e:s:tends to nil machinery that 
may be made on this principle, so the patentee has taken a patent 
for more than he has specified; and as the subject of the patent is an 
en tire thing, the want of a full specification is a breach of the con
clitions, and avoids the patent ; the patent and specification must 
contain a full dP.scription, If it appeared that a meclurnic could not, 
from the specification, make an engine with equal effect, or if it re
quired experienco and experiments before it could be done, either of 
these facts would avoid the patent." 

(d) Per Best, J., Brunton '1.', Hawkes, supra, 
Gibson and Ar.oiher v, Brand, W cbs. Pat. Ca. 629. A speci · 

fication should be so clearly worded, as to lead, without doubt or 
difficulty, to that result (enabling a person of competent knowledge 
in the manufactUl'c, to make the article from the specification); be
cause it is the price thBt the man who takes out ltis patent pays the 
public for their being so long kept out of the enjoyment of the com
modity or manufacture tlu.t is protected. Therefore every JUan who 
is au honest man, is bound to pay that price justly and fairly, and 
to word his specification in such a way as to be clear from all doubt. 
-'l'indal, C. J. 

Cam11ion v. Benyon, I!UJll'B, With respect to }Jatents, · every 

. 
• 
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poses, but also that it may be a record of what matters in 
the pa1'ticular art or manufacture have been effected, and 
to serve as a safeguard to the public, that the inventor is 
not pirating a privilege which was public property, either 
by publication, by user, in books, or by specification. (e) 

By a reference to the words of the letters paten~, (/) it 
will be seen that the Crown does not merely provide for the 
fulfilment of this bargain, but requires the patentee shall 
give a more full description of his invention than his title 
contains, and appoints a time for the lodgment thereof, evi
dently intending to mete out the bounds of the invention 
aud to protect the public in the enjoyment of that which 
they already possess, {g) and to warn future inventors 
against infrjnging upon the rights thereby granted. 

The origin of the introduction of the clause into letters Period of the 

patent respecting the specification and its enrolment, is not ~:e:~~:, ~!r 
with any certainty known ; in the earl v patents it is not intro- enrolling 

d b h h , ; b l , patent. 
duce ; ut t ose w o were m posseSSion of sue an exc uSlve 
privilege were compelled to take apprentices, that the art, the 
subject of the letters patent, might he perpetuated, and that 
the public might have the advantage thereof. The introduc-
tion of the clause seems to take date about the time of the 

patent, being a monopoly, is an infringement of public right. If the 
instrument contains any ambiguity on a materiel point, it is a 
ground on ,.·hich it may be avoided altogether. Dallas, C. J. 

Lewis :trling, supra. To support a patent, specification 
should mu. .. " a full and fair disclosure to the public, of all that is 
known respecting his invention ; if it docs not, the condition upon 
which he obtains his patent fails. 

(e) Supra, Publication. (/) Vide Appendix. 
(g) Gibson 11. Brand, supra. A party who obtains a patent is 

bound clearly to define in his specification what he claims a.s bis in
vention, that the public may know with certainty what they may or 
may not do, without incun:;ing risk of an action for the infringement 
of a patent. ( 890) C1·esswell, J. 

• 

• 
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reign of Queen Anne, for from the middle of her reign it 
appears to have been an usual clause in the letters patent 
then granted, and has been continued ever since, aud is 
recognized hy the statute 5 & 6 Wm. 4, c. 88. 

From what has been said it will be gathered that the 
of the specification is a matter df the very 

greatest importance, and care must be taken not only fully 
to set forth the modus ope-randi, but also that no previously 
known matter is assumed, the difficulty in which respect is 
aided by thP. 5 & 6 of Wm. 4, c. 88. (h) Still it is a sub. 
ject of the greatest importance and difficulty, and it is 
therefore a matter of urgent necessity that the patentee 
should become acquainted with all which has been done 
before, or written upon the particulnr object of his inven
tion; for an idea, which is to him entirely new, may, in 
various forms, have been the subject of a dozen patents, or 
may be, or have been, in such use (without being patented) 
as &hall in law be deemed a publication ; or it might be that 

• 

the invention is an addition to something oid, or another 
mode of effecting the object of an existing patent, and be 
what the law terms a merely colourable difference. (i) 

It will be seen great care must be taken that the manner 
Ly which the object of the patent is effected shall be accu
rately stated, (j) and in sufficient words; where the word 

(h) Vide infra, Disclaimer, (i) Supra, Infringement. 
(j) Hill'!'. Thompson and Foreman, 2 Moore, 4?A, and 1 T. R.,

A slight departure from a specification for the purpose of evasion 
only, would be a fraud on the patent, and the question "would" be 
whether the mode of working has or has not been essentially or sub
stantially different ; and if the mode of effecting a patent be essen
tially different from the specification, the patent is void. Whenever 
a patentee brings an action on his patent, if the novelty or effect of 
the invention be disputed, he must shew in what his invention con
sists, and that he produced the effect proposed by the patent, in the 
manner specified. (Aling. 1 T. R. 607, ct seq.) Slight defects in the 
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improvements is used, and it is proved that only one im
p~ovement is introduced, and it is shewn that the use of tlu~ 
word in the plural instead of the singular number was not 
for the purposes of fraud, such an objection will be over-
ruled. (k) The plainest and easiest words should be chosen, Prolixity in a 
and if a mystery is assumed and a difficulty presented specification. 

where none reaJly exists, and a difficult process pointed out 
as necessary to prepare the ingredients to be used, when 
they in the proper form (that is, in the form necessary to 
effect the object of the patent) are in common use, and may 
be purcha...ed at any shop selling the particular character of 
article, such prolixity or rather mystery will be fatal. (l) 

specificat;on would be sufficient to vacate the patent; words in a 
specification directing the public to continue the !teat, until the effect 
was produced, which must necesr.arily lead to fusion, a1·e insufficieut; 
for the specification should have shewn by what degree of heat the 
effect was to be produced. 

(.+) Nichols~. Haslam and Others, 8 Scott, 97.-Case: infringe
ment of a patent; improvement in manufacturing of plaited fabrics, 
declaring in usuol fomt. 'fhe fifth plea set out the specification, and 
concluded by stating that the specification and a copy drawing there
unto annexed were all, &c. Verification ; to which was a general de
murrer. It was contended that the title of the letters parent was 
too large ; it described tht!m as granted for improvements in the 
manufacture of plaited fabrics, whereas there is but a single im
provement suggested by the specification. "In Cooke and Pearse it 
was held by the Exchequer Chamber, that mere generality in title 
will not invalidate the patent, unless it be shewn some fraud has been 
practised upon the Crown; the objection is, that the title describes 
the patent as taken out for improvements, and the specification dis
closes facts which amount only to one improvement ; the word 
improvement would have sufficed, however numerous they might 
have been ; there is no such diS-Ilrepancy as will invalidate the pa
tent." Tindal, C. J. (103.) 

(l) Savory v. Price, 1 Ryan & Moody. A patent was granted 
for a method of making a neutral salt, called seidlitz powders; the 
specification enrolled set out three distinct receipts, and described 
the modes and proportions in which the results were mixed, in order 
to produce seidlitz powders; proof was, the three products so mixed 
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An article men- rfhe description should also be so clear that it should not 
~~~ilie · 
specification at all be calculated to mislead ; as saying in general terms a 
i:~~~=~:' certain end is to be accomplished by the aid of a particular 
in England un- substance freed from certain impurities, the modes of doing 
der the name. h' h k , 'fi . h' w xc are not nown to any scxenti c men In t 1s country 

(though the article is in existence here, but in-.the impure 
state), though abroad it may be obtained freed from the 
impurity ; in such case, if the article is not obfuinable in 

' 

England, and the inventor knew it was procurable from 
abroad, he Ahould state the fact on his specification, other
wise the public are not in possession of his knowledge, (m) 

answered the purpose profesBed in the patent, and that the combi
nation was new and useful. 

" In a specification the plainest and easiest way should lJe chosen 
to make the public acquainted with the mode the patentee adopts; 
and if a person, on reading the specification, would be led to sup
po8e a laborious process necessary for the production of the ingre
dient, which might be easily purchased in any chemist's shop, the 
public are misled. If the production of the receipts, or any of them, 
can be so purchased, the specification cannot be supported." Ab
bot, C. J·. 

Galloway 'IJ, Bleaden, Webs. Pat. Ca. 524. If there is a want 
of clearness in the specification, so that the public cannot after
wards avail themselves of it, much more if there is any studied am
biguity, so ns to conceal from the public that of which the patentee 
for a time is enjoying the exclusive use, no doubt the patent itself 
would be completely void ; this is a question to be decided by evi
dence brought before you. Tindal, C. J. 

(m) Derosnc v. Fairlie and Others, Web. Pat. Ca. 154. Case: in
fringement ; using patent without license. Pleas : not guilty; that 
first and true inventor did not describe, &c. ; did not enrol, &c. 
Issue on the pleas: the first and second issues were directed to be 
found for plaintiff. Lord A binger, C. B., in addressing the jury, 
said, " The great q ucstion turns on the third and fourtl1' issues. It 
must be admitted, the specification is obscure : the word baked is used 
for boiling, and discoloration for discharge from colour. But one would 
not be disposed from an obscure word, which might be interpreted in 
favour of plaintiff, taking the specification altogether, to deprive him 
of his patent. The specific point rcq t~iring your attention is as to the 

• ••• 
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for where an article is mentioned in general terms, the mean~ 

bituminous scbistus, and whether the specification sufficiently 
discloses the object of the patent. For if he leaves any part of 
his invention in a state of obscurity, and gives no definite directions 
bow to perform it, he loses the advantage of his patent. The bitumi
nous schistus forms the important part of the invention, of which 
there are many kinds, and vary very much in the quantity of sul
phuret of iron they contain; and Mr. Faraday (an eminent chemist), 
aud others, say, they do not know any process by which the sul-
1,huret of iron may be completely expelled. The plaintiff says it 
should be expelled, but does not say how nor which of the bitumi
nous schistus he uses. If experiment was necessary to prove which 
of the bituminous schistus were to be used, the object of specifi
cation would be frustrated. If, on the other hand, there are none 
except those which plaintiff himself supplies ; or if he contemplated 
the use of his own, and hence his general mode of explanation ; and 
that persons being unable to procme it in England, sl10uld apply 
to him, who manufactured it abroad. If such was his intention, 
that would destroy the patent. The process for its production may 
be known in France, and plaintiff might suppose it might be found 
anywhere capable of performing the object ; he should have inquired 
whether this country could produce the same ; if he had said that 
Rnch Achistus mav be imuorted from France. his vatent would have ., ~ . -
been good." Verdict for plaintiff. And on a question from the C. B., 
the jury said, they were satisfied the bituminous schistus obtained 
in England might he adopted. On argument for a rule nisi for en
tering a nonsuit, his lordship said, his impression was tlmt plain
tiff ought to have b~en nonsuited, but that he was anxious to prevent 
further proceedings, so put the case entire to the jury. "An improve
ment in the final result may be considered to be an improvement in 
every intermediate stage. Plaintiff should have given some evidence 
to shew that bituminous schistus, in the state which it is found and 
known in England, could be used in this process with advantage (vide 
Sturtz v. De la Rue, infra, p. 96) ; and as he has not done so, defendants 
are entitled to a nonsuit." Bolland, B., said," He should have shewn 
the substance named would have succeeded; shewing that which was 
procurable from persons selling the article, would have succeeded ; 
he has merely shewn a preparation made by himself (with which we 
are unacquainted) produced the desired effect." "The specification 
must state one or more methods which can be followed for the pur
pose of accomplishing and carrying into effect the invention." 
Alderson, B. Rule for a nonsuit absolut-e. No new tl'ial followed, 
but part of the specification was disclaimed. 

• 
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ing is, that the substance procurable i.n the market under 
that descripion is intended. (n) 

·The omission to state the use of any particular article or 
thing in the knowledge of the inventor by which the object 
of the invention may be in a more expeditious (o) 

' (n) Sturtz 'D. De Ia. Rue and Others, 5 Russ. 322•, Patent for . 
improvement in copper and other plate printing.-Spec!fication de
clared nature of invention consisted in putting a glazed or enamelled 
surface on paper to be used for copper and other plate printing, by 
means of, &c., whereby the finer lines of the engraving were better 
exhibited than heretofore, and for polishing same after impression; 
directions were given for preparation, and an ingredient was de
scribed as the finest and purest chemical white lead, previously 
ground fine ; and then description how to he used. An injunction 
had been obtained, ex parte; motion was to dissolve the injunc
tion. (323.) The description in the patent must give, as far ns 
it goes, a true idea of the alleged invention, though the B}>ecifi
cation may be brought in aid to explain it. If by adding any thing 
to the surface of the paper more clearness is given to the lines, it is 
an improvement in copper-plate printing. (325.) It is a principle 
in the patent law, that there must be the utmost good faith in the 
Bpeeification : it must so clcscril;o tho invention, that a person of 
ordinary skill in the trade may caiTy on the process. The purest 
and finest chemical white lead must mean the finest and purest 
white lead usually gotten in the general market for that commodity, 
(327.) Unless a guard be put upon the words, that which in the 
ordinary sense of the trade would be called fine and pure would 
not answer ; but that it must be superlatively pure, and prepared in 
a particular way, and to be gotten only in a particular place. If the 
article is to be imported, it should say so. It appears the specification 
does not give that full and precise degree of information, which the 
public have a right to desire. 

(o) Wood v. Zimmer (Holt'aN.P, 60), which was a patent for 
making "verdigris." The patentee had been accustomed to put 
aquafortis clandestinely into the boiler, for the purpose of mor.l 
quickly dissolving one of the ingredients used, copper, but the verdi
gris produced was neither better nor cheaper than that made accord
ing to the specification, Gibbs, C. J. A "man who applies for a 
patent, and possesses a mode of ca~Tying out that invention in the 
most beneficial manner, must disclose the means of producing it in 
equal perfection, and with as little expense and labour as 'it costa 
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or more perfect manner (p) ·is also ·a ground of void
ance ; oi' if the effect can be prrii:luced by the use of 
cheaper materials than those meniioneii in the specification, 

· which the patentee knew, the suppression of such know
ledge would be a fraud upon the public, and vacate the 
patent. (q) So if a certain temperature is necessary for 
effecting a given object, some guide ·must be given to 
enable a person to perform the object with certainty and 
without the aid of experiment; if the particular tempera
ture cannot be ascertained, or it varies, according to circum
stances, then if the object upon which ·the heat works 
changes its colour by the application, such colour or change 
must be described ;(r) or even not stating at what angle 
certain matters were to be placed will void the patent ;(B) 

' 

himself. If any thing, which gives an advantageous operation to the 
thing invented, be concealed, the specification is void : as if verdigris 
is made with more labour by the omission of I!JlUafortia, it is a pie
jnilicinl concealment. 
' (p) In a patent for trusses for ruptures, the specification omitted 
to mention a thing which was very material for t~mpering steel,
rubbing it with tallow ; for the omission, Lord Mansfield held the 
patent was void. (Buller's N. P. 76.) And in 1\forgan 'D. Seaward 
(supra), Alderson, B., in commenting upon this case, said, the 
patentee "ought not to have put people to find out that tallow was 
useful in carrying into effect the invention of steel_ trus!Jes. The 
public should be told so, if it be the best mode of doing it, for the 
patentee is bound bona fide to make a full and candid disclosure.
Vide Rex "· Arkwright, in notis infra. 

(q) Turner v. Winter, infra. 
(r) Rex 'D. Wheeler, supm. Thomson 'D. Forman, supra. S.P. 
(s) Macnamara v. Hulse and Anothel', 1 Carrington & Marshall, 

471. Defendants cannot go beyond their pleas, be the objections 
they have detailed what they may. "The statute, I apprehend, 

· does not make the notice of objection stand in the place of pleas." 
-.Abinger, C. J. (474.) If the specification leaves it to experiment 
to determine what angle is the proper angle, it is not good ; but if 
any angle will be of benefit, it will do. (477.) Any other suitab.e 
material, includes words not in contemplation at the time of the 

H 
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Stating a pre- so also the stating that the patentee prefer~ a certain 
ferencewhenhe rial k . h l 'll ffi h knows that mate , nowmg t at on y WI e ect t e purpose, would 
swer the P:: be fatal to the validity of the patent. (t) 
pose. If words are inaccurately used, but the meaning can~ 
Inaccurate use arrived at by taking the whole of the specification together, 
of words. such error, unleas inserted with an evident intention to mis-

lead, will not affect the patent ;(u) as cjl}ling air an impon. 
, 

derable substance, or sulphur a mineral ;(v) ·the .state-

·' 

ment of an error in respect of a matter foreign to an in
vention, which cannot mislead, will not vitiate the specifi- . 

~vid~ce as to cation. ( w) In the absence of evidence on the part of the 
mtention to • 
mislead. defendant, that persons have been mtsled by the misstate. 

ments, it is sufficient for the plaintiff to call persons who 

patent. ( 477.) "I may now say, my opinion was against the plain
tiff as to the angle not being smted, and that the specification was, 
in that respect, insufficient." Abinger, C. J. ( 478.} 

(e) Crompton 'II. Ibbotson; 1 Dawson & Lloyd, 33. Patent for 
an improved method of drying and finishing paper. The spe
cification described the invention to consist in conducting paper 
by means of a cloth or cloths against a heated cylinder, which 
cloths may be made of any suitable material ; but "I prefer" 
it to be made of a linen warp and a woollen weft. It ap
peared in evidence, that no other medium than that the plaintiff 
said he should prefer was suitable as a conducting medium ; 
and a nonsuit was against plaintiff, because his specification 
was uncertain : he should not only have stated what would do, 
but have excluded that which would not do. Motion was to set 
aside the nonsuit, on the ground that the important part of the 
invention did not consist in the material interposed, as the mode of 
applying the paper to the cylinder. 

"The patent was obtained for the discovery of a proper conducting 
medium. The plaintiff, after repeated trial, found nothing would 
serve but that which he said he preferred ; others, being misled 
by the terms of this specification, may make experiments, which the 
plaintiff knows must fail; the public have not the entire benefit 
of the invention." Rule refused. Lord Tenterden, C. J. 

(u) Derosne "· Fairlie, per Lord Abinger, C.B. Neilson"· Har· 
ford, supra. . 

('~~) Neilson"· Harford, Webs. Pat. Ca. 340. (w) Ibid; 363. 
, 
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say that to them the descriptioil contained in the specification 
was clear. (.11) Where a is so worded that it Specifid." cation. 

• • • • ten mg to m1s• 
tends to mislead, 1t w1ll be vo1d as by a misstatement. (g) lead. 

So whe1·e a specification, in setting out the mode by which 
the effed is produced, states that three articles (naming 
them) are necessary to be used in order to obtain the desired 
result, and it is found that two of them are sufficient for 
that purpose; the statement that the three articles were neces-
sary, when it is proved that two are sufficient, will be pre-
sumed to be inserted merely for the purpose of mislead-
ing. (z) So if the representation be that a certain invention is 

(x) Cornish 'D. Keene, supra. 
(.Y) Walton 'D. Bateman, Webs. Pat. Ca. 62. 
(.:-) Turner "· Winter, 1 T. R. 602. Patent for pr01lncing a 

yellow colour for painting in oil or water, making white lead and 
separating the mineral alkali from the common salt, all by one pro
cess. The specification gave directions fo!' carrying out the process. 
For the plaintiff it was proved tlmt some persons had made the colour 
lly the specification, after trying some ex1>eriments ; for the defendant, 
it was proved that the patent colour could not be made by following 
the directions of the process, &c.; that white lead could not be made 
hy following the specification. (603.) 

"I think every patent is a monopoly for the patentee, and so far 
contrary to the prindples of law, and would be a reason against it, 
if it were not for the advantages the public are t~ derive from it aftel' 
the expiration of the time limited. The specifi~tion of the inven
tion must be in the clearest and most. unequivocal terms of which 
the subject is capable, and if any unnecessary ambiguity be un
necessarily introduced into the specification, or any thing which 
tends to mislead the public, the patent is void. (605.) Sal gum is the 
only salt applicable for the purpose; fossil salt, therefore, can be only 
calculated to raise doubts and mislead. If a process as directed by 
the specification does not effect the purpose proposed, the patent is 
void." Ashhurst, J. "Where the discovery is not fully made, the 
Court should look with a very watchful eye to prevent imposition 
upon the public. {606.) Whenever the patentee brings an action on 
his patent, if the novelty or effect of the invention be questioned, he 
must shew in what his invention consists, and that he produced the 
effects proposed in the manner specified. Slight evidence is suffi-

H!! 
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' ' 

to be carried out by means of one machine, and it is proved 
the invention is not effected by one, but by several ma
chines, though of the same character, it wiU be fatal.( a) In 
this case the matter was one of particular hardship ; the 
usefulness of the inventiol' was afterwards acknowledged by 

Scekingtocovcr a parliamentary grant. I1'more is sought to he covered by 
morcthanpa- h h h . . I . 1 _ _~ . , 
tcntee is en- t e patent t an t e patentee JB stnct y entlt t.u to, 1t will be 
tied to. bad, not only for the extra claim,(b) but for that also to 

which he is fairly entitled. 
raunt for an When the· patent is for an improvement upon a machine -
Improvement. h h or ot er matter, t e improvement only should be speci-

fied; (c) but where a person obtained a patent for a machine, 

cient, and then defendant must falsify the specification. If patentee 
could make the article with tw'o or three of the ingredients specified, 
and he inserted others wJ,ich will not answer the purpose, that will 
avoid the Jmtent. So if he makes the article with cheaper materials 
than specified, though they will do equally well, the patent is void. 
{607.) If a patentee by one process says he can produce these things, 
and fails in any one, the consideration of his mcl'it fails, and thtl 
Crown has been deceived." {608.) Buller, J. 

(a) Bloxam 11. Elsee, 6 Barnewall & Cresswell, 16!), "Patentee 
represented to the Crown he was in possession of a machine for mak
ing paper in single sheets from one to twelve feet and upwards wide, 
and from one to forty-five feet and ·apwards in length; on which 
representation the patent is grounded. The consideration for the 
grant is the invention ofa machine for making paper in sheets vary
ing within the limits designated ; if any material parts be not true, 
the ronsideration has failed and the grant is void. Length and width 
are important partsofthis representation. (178.) If width is not con
sidered material, length cannot, and the representation will then be, 
that machines are invented, by the use of several of which paper of 
various lengths may be made without seam or joining, and this is 
at variance with the specification, which plainly shews that whatever 
was to be done, was to be done by one and the same machine. (The 
11atent was extended by Act of Parliament.) If the first grant was 
void, the subsequent grants by the patent and the statute must fall 
to the ground, as having nothing to support them." Abbott, C. J, 
Viele infra, Pleading. (b) Sec Disclaimer, infra, p. 114. 

(c) Uill 1'. Thompson and Another, 3 1\feriv. 622. "A specifi· 
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and afterwards. another for an improvement thereon, the 
specification of which recited the grant of the former patent, 
and gal'e a fuU description of the machine in its im
proved state, and not of the improvements only, this was 
held sufficient,(d) it is presumed, on the ground of the 

cation must not attem1>t to cover more than that which, being both a 
matter of actual and useful discovery, is tho only proper subject for 
t.he protection of a patent; and if more is sought by the specification 
than the patentee is strictly entitled to, his J>atent is thereby rendered 
ineffectual, even to the extent to which he would otherwise be 
fairly entitled. There may he a new combination of materials 
previously in use for the same }lllrposo, or for l\ new method 
of awlying such materials; but in order to its being effectual, 
the specification must clearly express that it is in respect of such 
new combination or application, and of that only. If there 
be a patent both for a machine, and for an improvement in the 
usc of it, and it cannot be supported for the machine, though 
it might for the improvement, it is good for nothing altogether, on 
account of its attempting to cover too much. (629.) The utility of 
the tlisco\·ery and the intelligibility of the description are all matters 
uf fact fur a jury ; Lut whtlthct· the sptlcification is defective in 
attempting to cover too much is a matter of law." Eldon, L. C. 
(G:JO.) 

(d) Harmer v. Plano and Another, 11 East, 101. A, having 
obtained a patent for manufacturing a certain machine, of which he 
duiy enrolled the specification, anti afterwards obtained another 
pat~nt for certain improvements in the same machine, in which the 
grant of the former patent was recited, and the latter patent con
tained a condition that it should be void if the patentee did not 
within one month enrol a specification, J>articularly describing and 
ascertaining the nature of. the said invention, and in what manner 
the same is to be performed ; it was admitted that the improvements 
for which the second patent was granted are included in the general 
descriptiQn of the improved machine and set forth in the specifi
cation, and that it contains a full and proper description of the whole 
machi'le in its improved state, but it does not point out or describe 
in any manner the improvements upon the former machine; the 
drawing on the second specification is not a drawing of the improve
ments only, but of the whole machine, and no indication is made hy 
a mark or other means. (106.) "It may not be necessary, in stating 
a specification of a patent for an improvement, to state precisely 

• 
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citation of the prior grant in the subsequent specification. 
The ease afterwards came under the consideration of Lord 
Eldon in the Court of Chancery, where his lordship ex. 
pressed a doubt as to the goodness of the specification. (e) 

Rule .or ~w re- The direct rule of law is, that where a patent is takPn 
specting 1m- fi . ] . · L- 'fi · 
provements. out or Improvements, the c rum m tut:' spec1 cation must 

be for the improvements, and not for the machine or 
• 

thing in its perfected state;(/) as where a patentee claimed 
• 

generally the udmixture of cotton and silk as an inven-
tion, and not any particular mode of effecting it, such claim 
was held to vacate the patent; (g) so where the claim was 
for a stove, and the invention consisted only of an improve. 
ment by the addition of a pipe to an old stove.(h) 

all tl1e fanner known parts of a machine, and then apply them to 
those improvements, but it may be sufficient to refer generally; as in 
the instance of a common watch, it may be sufficient to say, take a 
common watch, and e.dd or alter such parts, describing them."
Ellenborough, C.J. {107.) Held, the proviso or condition in the 
last lettel'll patent has been 11erformed by the enrolment as llet forth 
in the case. 

(e) Harmer v. Plane, supra. An argument was held, that where 
there is a prior patent, and the later apecifir..e.tion (for im
provements) ill~orporates the fonner by reference or repetition, 
as part of its own description, and proceeds to shew what 
are the improvements, that \\'ould be a good specification. His 
lordship said, he doubted whethe1· the improvements must not 
appear in the specification as improvements, and whether they 
must not be so exhibited as to shew that it is for improvements for 
which the patent is granted, or it would have a tendency to mislead. 
(135.) A patent for a machine, with a due specification, having been 
granted, and a subsequent patent for improvements, his lordship 
said, "he felt a very considerable doubt whether it is good or compe
tent in law to represent in the specification that the latter patent 
was granted not for an improvement, but for the machine carrying 
forward that idea, and descl'ibing the invention as one entire machine, 
not as improvements contradistinguished from the other machine." 
{136.) Lord Eldon, Ch. 

(/) Hill v. 'l'hompson, supra. (g) Rex v. Elsee, supra, 
(h) Williams t'. Brodir, Webs, Pat. Ca. 75, in notis. 

- .. --- -
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The case of the King Arkwright (i) did more to-·· 

wards the settlement of the law of patents as regards the 
• 

{ i) Davies, Pat. Ca. 61. Webs. Pa. Ca. 66 S.C. 
The King "· Arkwright, Davies, Ce. 61. This was a caae 

instituted by the attorney-general by aci. fa. to repeal a patent. 
The proceeding originated in the petty bag in Chancery, and 
was sent to the King's Bench to be tried. Allegations on writ 
were: 1. Grant Wall prejudiced ; 2. Invention was not new in Eng
land ; 3. That it was not invented by Arkwright ; 4. 'l'ho.t it was 
not enrolled in the High Court of Chancery, and sufficiently de-· 
scribed. "A man, to entitle himself io the benefit of a patent ior a 
monopoly, must discLde his secret, and specify his invention 'in such 
a way that others may be taught by it to do the thing for which 
the patent is granted, and what the art is, and it must put the 
public in possession 'lf the secret in as ample and beneficial a way as 
patentee himself uses it ; for the patent is the reward which is hcld 
out for a discove._.y, and unless it be true and fair, the patent is 
void. If the specification in any part be false or defective, the 
patent is against law, and cannot be supported. If it be such as 
mechanical men of common understanding can comprehend to 
1nnke such a machine, it is sufficient. It must be such that mecha
nics n1ay be able to make a machine by following the directions of 
the specification witl10ut new inventions or additions of their own. 
(106.) The proof was, the old feeder was made by a person named, 
lmt he (witness) could not make a new feeder from the specification. 
The rollers were made the same as these, but of different kinds of 
materials. If a material alteration was made, it should be specified 
in the patent; but it is silent as to the material or the 
also of the motion (107) so also of difference of size. It was 
proved by various witnesses that a machine could not be made from 
the specification. (107 et seq.) H things of no use are thrown intc. 
the specification merely to puzzle, I have no difficulty in saying, upon 
that ground alone the patent is void, for it is not that fair and full 
discovery which the public has a right to demand. (118.) H four 
things ouly are necessary instead of ten, the specification does not 
contain a good account of the invention. (125.) Is this specification 
such, as with the plan, a machine may be made from it, taking the old 
machine into its assistance, which, by the bye, the specification has 
not taken notice of as known 1 If you think it is not sufficiently 
described, that alone puts a compMe end to his cause. As to tho 
other point~~, there are two: first, is it a new invention? and next, 
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speciacation: thau>perhaps,any. other case upon record •. It 
was ins.tituted- by the attomey':"general to repeal letters 
patent, which it was proved, on the hearing of the case, the 

-----------...,---
was it made by the defendanU (128.) In the case of an invention, 
many parts of a machine may have been known beforil, yet, if there 
be any thing material and new, which is an improvement of the 
trade, it will be sufficient to support the patent; but whether it must 
be for the new addition only, or for the whole machine~ would be. 
another question, l. The beater or breaker of BCllds, &e., is a wheel 
with teeth, which is admitted is not new, being described iu Emer,. 
son's book. (128.) 2. An iron frame with teeth working against a 
lower frame with teeth, which is proved not to be used at all. 'If 
it had nothing to do with the machine, it is difficult to say how, 
with a good invention, it ever came into the specification or plan.' 
(130.) 3. Is the feeder proved not to be new? (131.) 4. Is a 
crank not new 1 (134.) 6. 'l'he filleted cylinder not ne~ without 
the stripe, whether it makes any material alteration. Some say it 
does as well wit1out as with the stripe ; if you suppose stripes were 
never used before, it is not such an invention as will support a 
patent. (137.) 6. Rollers not new. (138.) 7. The can. Witness says 
the only difference between the spinning and roving machine is 
that the latter bas a can ; if so, it brings the case to a short point 
indeed ; for if nothing else be new, the question is whether it be 
material or useful (138), and evidence proved, if new, it is useless. 
Nos. 8 and 9 are admitted to be entirely out of the case, and may be 
used, says defendant's counsel, instead of No.7. The question 
in issue is, the specification does not import that No.8 or 9 was 
necessary to be used, and because No. 10 is to be fixed to No.6, to 
work Nos .. 7, 8, or 9. Now the words of the specification are 
these : 'No. 8 is a machine for twisting the contents of No.6, in 
which is a frame of iron, dd; B, a roller, upon which a bobbin 
is fixed; this is turned the same as No.7 that is, by a dead pulley 
or wheel fixed to a wooden frame at g; No.9 is a spindle and 
flyer fixed to No. 6 ; a is a pulley under the bobbin, which hath a 
communication by a band to No. 10 at dd, it being a conical or 
regulating wheel, which moves the bobbin quicker or slower as 
1·equired.' This is the account given of those two, viz. that 
nothing imports to be used with No. 7, but, on the contrsry, that 
was to be used instead of them therefore, you may take any one 
of these things and it will do." Verdict for the Crown. (139.) 
Duller, J. 

' 

• 

. . . ·, 

• 
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patentee had most improperly obtained. The. patent was 
proved to be void on many grounds; it is cited at greater 
length than usual on account of its great practieal import
ance; it proves that any material alteration made in any 
existing apparatu8 or machine should be stated in the spe
cification, with reference to the materials t.o be employed, 
the form of the various particular speed 
of certain parts, or their relative dimensions, and that men8 

• 

tion of more parts than are needed to effect the purposes of 
the patent, or prior publication in a book, or by user, 
would void a patent • 

• 

A thing mentioned in the specification, but not stated to 
be essential and not the subject of a particular claim, unless 
inserted for the manifest purpose of misleading, will not be 
sufficient to avoid a patent. (j) The claim must not be too The claim must 

1 'f h I . be .t!. al h' d . not be too large. arge; as 1 t e c atm .or sever t mgs, an Jt 
is found useless for one of them, such failure would be 

• 

fatal, for the usefulness of the whole was the consideration 
for the grant, which is entire and cannot be severed. (k) So 

(j) Lewis 'D. Marling. "There is no case deciding that a patent 
for several things, one of which was supposed to be useful, but was 
found not so, is therefore void ; though it has been decided, if a. 
patent be granted for three things, and one is no·:> new, it fails in 
toto. The restriction by statute is to the new and first inventor of 
manufactures, which others, at the time of granting the patent, 
shnilnot use. The condition imposed by the statute bas been com
plied with when it has been proved to be new." Parke, J. 

( k) Felton"· Greaves and Another, 3 Carrington & Pa.yne, 611 •. -
Patent for a machine for giving a fine edge to knives, razors, scissors, 
ami other cutting instruments. 'fhe specification described a. ma
chine for sharping, &c., by passing their edges backwards and for
wards in an angle formed by the intersection of two circular files ; 
it also stated that other materials besides steel might also be em
}lloyed, according to the delicacy of the edge required. The machine 
proved well adapted for sharpening knives, but not for scissors; for 
them, one of the rollers should be quite smooth. 

"'l'he specification desrribes both rollers as files. I cannot lind that 
• 
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Description of it a specification · certain means of an 
oldmoaeatoef- b' h' h ld 'f h '.1! • • feet a patent, o ~ect, w Jc means are o ; 1 t e spectucatton mentions a 
:~:CO::~~:. mode which, if claimed, might have been the subject Qf a 
tion. patent, stilJ, not being claimed, it will not be considered as 

part of the invention ; and if the specification is held to be 
void on the ground of the want of novelty, it. will not be-

• • 

' 

' the scissors sharpener is described as having the rollers different; 
the specification is insufficient." Tenterden, C. J. ( ct vide Title, 
supra). 

Brunton t~. Hawkes, supra. "A patent cannot extend beyond 
the consideration of a patent, and for a new invention in one 
article the grant could not be for that and another. The patent 
is granted on recital of improvements in three articles, and that 
they are new." 

Morgan "· Seaward, supra. " H certain inventions are sug
gested to be improvements, and one is not ao, we think the patent 
would be void, on the ground of fraud upon the Crown, without 
entering into the question whether the utility of each and every part 
of the invention is essential to a patent, where such utility is not 
suggested in the patent itself as tl1e ground of the grant. In the 
case of Lewis '11. Marling, that the patent was void for false neglect, 
was not pressed upon the Court ; the decision was, that want of 
utility of part did not vitiate a patent .• " · 

Bickford '11. Skewes, SUJlrn. "Some knowledge of the pyrotecl!
nic art is necessary in tl1e person who is required to read the 
specitication for the purpose of making the insertions. The speci
fication is addressed not to persons er.tirely ignorant of the subject 
introduced, but to artists of competent skill in that branch of manu
facture to which it relates, and such persons would be at no loss to 
select the proper combustible material." Lord Denman, C. J. 

Arkwright "· Nightegate, Dav. Pat. Ca, "'fhe clearness of a 
patent must be according to the subject-matter of it. It is addressed 
to persons in tlte profession having competent skill in the subject, 
not to men of ignorance ; and if it be understood by those whose 
business leads them to be conversible with such matters, it is intel
ligible." Lord Loughborough, C. B. Huddart "·Grimshaw (supra), 
per Lord Ellenborough. Rex '11. Arkwright (infra)1 Buller, J. 
Morgan"· Seward (supra), Parke, B. Neilson"· Harford (supra). 
Derosne t~. Fairlie (supra), S. P. 

• 
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made valid by the invention, without claim of that which 
would otherwise have supported the patent. (l) 

It has been before said, that the specification is not to be Omitting to 

killed • th . ul h ~ 'f mention in the read by persons uns lD e partie ar art ; t ere,ore, 1 apecification a 

a specification does not mention a particular thing which a :::; b!h~~ 
workman skilled in the particular manufacture would know knowledge of 

h . . .11 'd h } any worlanan1 to be necessary, sue an om1sston wt not vo1 t e patent ;(m efl'ect. 

( l) Sanders and Aston, supm. Bramah "· Ha.--dcastle, Webs. Pat. 
Ca. 76, in notis. S. P. 

( m) Crossley "· Bev<!rley, 2 CIU'. & P. 513. Patent for making an 
improved gas apparatus. Specification dencribed as follows : "My 
improved gas appamtus is for the purpose of extracting inflammahle 
gas by heat from pit-coal tar, or any other substance from which 
gas or gllBeo capable of being employed for illumination can be ex
tracted by heat, for purifying," &c. &c., and described the machines 
necessary. "Other substances," coupled with pit-coal tar, mean 
ejU8iletn ge11eris. Tenterden, C.J. (51!.) It was proved, gas, by the 
apparatus, could not be made from oil, and that the specification did 
not include a condenser. "A workmnn who could make the appa
ratus, would know that he must put that in." fhe inventor was 
called, who stated, he invented some of the mechanical parts of the 
apparatus at a time subsequent to taking out the patent, but that he 
had the general idea of the apparatus ~.n his mind. The jury stopped 
the summing-up, and gave verdict for the plaintiff, on motion for a 
new trial on the ground that the apparatus described in the speci
fication was invented at a time subsequent to taking out the patent. 
"The person's mind was directed to the invention, and in the inter
val between the taking out of the patent and the enrolment of the 
specification, he perfects it in some mechanical parts-will it make 
his patent void? Why is any time allowed to an inventor to pre
pare his specification, unless to allow him to mature the mechanical 
parts of his invention1" 1'enterden, C.J. (517.) 

"It is the duty of an inventor, not only to state what he knew at 
the time of the patent, but the public have a right to be put in pos
session of all that he knows at the time of the specification."·
Bayley,J. 

"The public ought to have advantage of improvements up to the 
time of specification." Littledale, J. Parke, J.concurred. (517.) 
Rule refused. 

In a report of the same case (Moody "· Malken ), Lord Tenterden is 
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but if it contains any untrue statement, though the jury 
lind that a competent workman would not be misled by the 
error, the patent would nevertheless be void. (n) 

Stating any fit Patentees, in their anxiety to prevent an infringement of-
and proper ma- h , b I . . ffi • . 
tcrialmay be t e1r patent, y not c anmng a su ctency to protect it, are 
used is bad. apt to run into the opposite extreme, and whi~h is as fatal 

. an error; for by too large a claim, as before stated, though 
• 

in a different sense, the patent would be rendered nuga-
tpry.(o) A mode of specification which is a very general 
favourite with inventors, and one which on casual observa
tion does not appear to be fraught with danger, but when 
e,xamined by what. has here been before stated, will be 
found to be contrary to all the principles upon which 
patents are granted ; for it evidently tends, if not to 
mislead, at least to experimentalize. The mode in ques
tion is, where, after the inventor has stated those matters 
which he knows will be effectual for the purpose 
of carrying out his invention, he winds up his claim by 
saying that any other lit and proper materials may be 

reported to have said, that "oil was not then generally considered 
such a substance {as that from which gas is to be extracted), and 
the fact that some experiments were going on at the time with respect 
to its being so will make no difference ; the patentee cannot be 
required to foresee the success of those speculations, if they have suc
ceeded, but I must consider him, as a practical man, to have spoken 
of those things which practical men then treated as usable for the 
purpose." 

(1~) Neilson 'l'. Harford, 8 M. & W. 806. If a specification con
tain an unti11e statement in a material circumstance, of such a 
nature, that if literally acted upon by a competent workman it 
would mislead him and cause the experiment to fail, the specification 
is bad and the patent invalid, although a jury, on the trial of an 
action for an infringement of the patent, find that a competent work
man acquainted with the subject would not be misled by the error, 
but would correct it in practice. 

( o) Vide Disclaimer, inft·a. 

• 
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used ; but if no oiher material is proper than that stated' 
the grant is void.{p). . 

It is by ignorance of the law that inventors fall into this Colourable dif-
~ 'h h '· h ldbeferenceinthc error, .or wtt out sue a statement t e patentee wou . mode of effect-

protected ; for suppose any other matter could be used infg thh e object 
, . o t e patent, 

instead of the one named, Jf the purpose was carried out in 
a similar manner, and the process was not cheaper, or pro-
duced a more beneficial result than the mode detailed in the 
specification, it would be an infringement on the patent 
right, for it would involve the principle of the invention. 
If the matter used was evidently an evasion, or what the 
law calls an evasion,(q) the party would be punishable by an 
action for damages, and an injunction might be obtained 
against a continuance of the process. After what has been 
written upon novelty, (:r) it is almost superfluous to say 
that to support the patent the invention must be new, or 
the introduction from abroad (i.e. from some place not 
within her Majesty's dominion) of a new trade or manufac~ 
ture. (s) 

LEGAL CONSTRUCTION. 

In enforcing a claim, the patent and spedfication 
taken as one instrument, ( t) and is construed upon 

(p) Crompton v. Ibbotson, supra. 

are Construction of 
the the letters pa

tent. 

(q) Vide infra, Infringement. (r) Supra. 
(s) Campion v, Benyon. "A patent can only' be sustained for a 

new discovery, and the specification must support the }latent; if it 
do not, the king is deceived, and the patent is void." Burrough, J. 
(13.) 

"The plaintiff must be r.onsuited : the patent is taken out for more 
than he has discovered. If the SJlecification had stated the patentee 
claimed no merit to the exclusion of the starch, the patent might 
have ueen valid." Richardson, J. {13.) 

( t) C1;ossley v. Beverley, Russell v. Cowling, Neilson v. llarford, 
~upra. 
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principles of good faith. (u) The description of the inven• 
tion is of course to be taken from the 'Specification, for itl! 
very object is to set out the by which the invention 
is to be accomplished. (v) The principle of Jaw i11, that the 
patentee does not claim things which he knows to be in use, 
unless he makes a distinct claim therefor in ~he sp~>Ci6ca~ 

\ 

tion, in which case the prE:sumption would be rebutted by 
the fact. ( w) ·, 

' ' 

The interpretation of the terms of a specification must he 
in accordance with the state of knowledge at the time(x) (it , 
is presumed) of the enrolment of the specification, and not 
at the time of the grant of the patent, for a patentee is 
bound to record in the specification all improvements; and 
if between the grant of the patent and its enrolment any 
discovery was made which would affect his invention, and 
it could be traced to his knowledge, he would be bound to 
specify it. If it was not hiR actual discovery, he would tl1en 
state his discovery and, the after-discovery, stating, that 
since his invention a certain matter was discovered (describ
ing it) by which the process could be efFected more expedi
tiously, or in a cheaper mode; as if the patent was for a 
process of smelting iron by the aid of a chemical compound, 
and a cheaper means was found out of making the parti
cular compound; if the patentee knew it, he would be bound 
to specify it, but without claiming the invention. 

Construction of The construction of all written instruments is for the 
patents. Court,{y) within which rule a specification falls, (~) and 

should be so read as, consistently with the fair import of 
the language, to make the claim and the actual discovery 
co-extensive; (a) and if words be used contrary to their 

(te) Neilson~. Harford, supra. (v) Rex: v. Arkwright, supra. 
(to) Haworth~. Hardcastle, supra. 
(x) Cropley~. Beverley, supra. (y) Neilson"· Harford, supra. 
(z) Hill~. Thompson, supra. (a) Haworth"· Hardcastle, sup. 

,, 
' 
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usual signification, but the meaning the patentee had in 
view can be gathered from the specification, it shall be 
sufficient. (b) 

If a particular process, or manufacture, or machine is Silence or a 
'be· .2 d h 'l! • • '1 · · l specification ~ descn :u, an t e spectucatton IS Sl ent as to a part1cu ar to parts of 11 

part, or a combination of parts, it shall be presumed the machine. 

claim is not for such parts. (c) 
Of the letters patent and the specification the construction Facts construed 

b h . 
is for the Court, but the terms of art and the fads are for 1 t e Jury. 

the jury. 

ENROLMENT AMENDMENT, IN WHAT CASES 
ALLOWED. 

By a condition contained in the letters patet.t, the Enrolment. 

patentee has to enrol the specification in the High Court of 
Chancery within the period therein named. The enrolment 
is a condition, and if not complied with within the time 
named, the patent is void. In computing the time, the Com_putation ot 
day of the date of the letters patent is not reckonerl. (d) the time, 

The time is calculated by calendar and not lunar months ; 
so that if a patent bears date as of the first of a month, 
enrolment on the first of the next month (if the time o :f the 
enrolment be within a month) satisfies the condition.(e) 

Any mere clerical error may be amended,(/) and when Master ot'the 
Rolls' to amended, though the amendment be one ,Jot in accordance amenlower 

with the statute, it is doubtful if it will, on petition, be 
expunged; as in a case where, under the 5 & 6 of Wm. 4, 
c. 83, a patentee had, by the authority of the solicitor-

(b) Derosne v. Fairlie, supra. 
(c;) Carpenter v. Smith, supra; Russell v. Cowley, supra. 
(d) Watson v. Pearse, 2 Camp. 294. Vide Russell "'· Ledsam, 

9 Jurist, 557, et supra. 
(e) Derosnc "·Fairlie, supra. (/)In re Edmund, R. 41. 
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general; entered a memorand urn of alteration of the enrol
ment of the specification : and it was alleged, in a petition to 
ext>unge the amendment, that it was· not according to the 
provisions of the above statute, as being an extension of 
the patent, to the prejudice of a subsequent patentee, the 
Master of the Rolls (Lord Langdale) refused to grant the 
petition, being of opinion that he had no jurisdiction, and dis
missed it with costs. (9) If the parties who have amended are 
not living within the jurisdiction of the Court, service upon 
the party who acted as their agent in obtaining the amend- · 
ment will be esteemed a service upon the principals; but au 
affidavit of service of the petition upon the party amending 
residing in Scotland will not be esteemed a good service.(h) 
In deliveringjudgment in the above case, the Master of the 
Rolls (Lord Langdale) said," In a cuse before Lord Gifford, 
the word ' fire • was allowed to be substituted for the word 
'wire.' (i} In re Redniund(j) an erroneous transposition 
of numbers was amended, by the order of Sir J. Leach, 
and who in a subsequent case allowed two errors to be 
amended, by one of which the word which was written 
i1i8lead of wheel, and the word increase bad been written 
inverse. " I have had such cases before me, and where 
it has been plainly intended to amend mere slips or cierical 
errors, a strict evidence of the error has been required." 

In order to enable a third party to dispute the validity 
' 

of the amendment and of the order, it has been di-
rected that the order itself shall be indorsed on the 
enrolment. (k) In Huberty's patent, the specification re
cited that the patent was granted in October instead of 
November, which was allowed to be corrected, and in 
Whitehouse's patent.(l) The petitions stated that in both 

{9) Re Sharpe's Patent, B. 245. 
(i) Whitehouse's Patent. 
(k) In re Sharpe. 

(h) Ibid. 
(j) 5 Rues. 44. 
(l) Supra. 

• 

' 
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proceedings by scire facias had been commenced, to 
repeal the grant, and in Re Nickel's Patent, (m) where a 
clerical error had been made in the Queen's warl'ant, which 
had been copied in the subsequent steps, the Master of the 
Rolls, on petition, allowed the amendment ; the error con
sisted in the word recovering being used instead of the word 
covering. In this case the petitioner had taken p ngs 
against a party for infringing his patent, and proceedings 
by scire facias had been commenced to annul the patent. 

(m) 1 T. & P. 36 • 
• 

• 

• 

I 

• 

• 
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CHAPTER VII . 
' • 

DISCI.AHIER CONFJR)IATJON. 

' 

IN treating of the specification, it has been said, that if a 
person claims as his invention a something which has been 
before knllwn to the public, or claims ns his inventions · 
several matters, for one. of which his patent would be bad, 
on the ground of the wnnt of' novelty, such claim would 
vitiate his patent, and for which cause the profits of many 
inventions (some of which were very meritorious) have been 
lost to the inventors. To aid what appeared to be a defect in 
the patent laws (for such a claim was often innocently made, 
from a supposition on the part of the patentee that he was 
the discoverer) the statute of the 5 & 6 of Wm. 4, c. 83, (a) 
was enacted, and also to confirm patents which would other
wise be void, by a petition to her Majesty in council.(b) 

By consulting the digest of the statute (c) it will be seen, 
the first section sets forth consistently its object, which is, 
that a person, who in a patent has described himself to be 
the inventor of certain things, part of which he finds are not 
new, may, by the permission of the law officers of the Crown, 
disclaim such or any part thereof; but such disclaimer or 
alteration must not tend to enlarge the right conferred by 
the grant. The statute states, that a person who may be 
the grantee or assignee of a patent, may likewise enter a 

disclaimer. 
It has been held that the grantee, after he has assigned a 

( et) Vide stnt. suprn. 
(c) Supra, Jl· 10. 

(b) Infra. 

.... .. , 
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part of his. interest, may enter a disclaimer '!f any part of 
thepatent.(d) Where a patent was originally void, but by Disclaimer, 

the disclaimer of a part, that which would have destroyed effect of. 

it is eradicated, such disclaimer has not a retrospective 
effect, so as to make a person liable for infringements before 
the entry of the disclaimer; (e) but when the disclaimer 

(d) Spilshury and Abbot fl. Clough and Another, 2 Gale & David. 
17. Pahmt fot improvements in chloride of lime. The disclaimer 
was made by the original patentee, when he had not the entire 
interest in the patent. "I think he had the right to make such 
disclaimer under the statute." Denman, C.J. (21.) 

"I think the word 'obtained,' in the statute, spplics to the person 
who obtained the letters patent. I do not understand the words 
• assignee, or otherwise,' in· the first section ; in the second it is 
clear, and I do not see whv the word should not have the same 
meaning in the first section. I think if the grantee had parted with 
all his interest, he might still enter the disclaimer by permission of 
attorney or solicitor general." Patteson, J. (22.) 

It must be by permission, and a caveat may be entered against the 
disclaimer. Coleridge, J. (23.) 

(e) Perry and Others fl. Skinner, 2 l\leeson & Welsby, 471 •. -
Disclaimer under 5 & 6 Wm. 4, c. 83. "The Act is obscurely worded; 
hut it would be unjust. if it made a man who was acting consistently 
with the law at a certain time, subsequently a wrongdoer by rela
tion : such we cannot presume ; and that a man would bring an 
action, after he had disclaimed, for the infringement of a patent, 
before such disclaimer was thought of. The intention of the Act was, 
he should not have the benefit of the disclaimer ( 475) as to infringe
ments gone by before such disclaimer made." Lord A binger, C.B. 
( 4i6.) "That a disclaimer shall be deemed and taken to be part of 
the original letters patent, would be a manifest injustice ; the only 
construction which can be put on the act is, that it shall be deemed 
and be taken as a part of the letters patent from thenceforth."
Parkc, D. ( 477.) 

Stocker fl. Waller and Others, 9 Jurist, 136. Case for 
infringement. Declaration set out that plaintiff was the first inven
tor of certain improvements in pumps the grant-enrolment of the 
specification before committing the grievances complained of, a dis
claimer of a part, &c. breach. Plea : After said grant, and before 
enrolment of the disclaimer, a patent was granted to W. D. for an 
improvement in water-closets, &c., and that the grievance alleged in 

I~ 

• 
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is made, it becomes n _part of the patent.(/) -And when a 
disclaimer, or memorandum of alteration, is entered, the 
Master of the Rolls ha.'l no power to remove it from the 
reeords of the Court of Chancery. (g) 

the declaration was mal..ing, &c., in accordance with the patent of 
W. B. Verification. Demurrer; That it was no anawer to an in-

• 

fringement by defendants of the letters patent, that the defendants 
work under a license from another and subsequent patentee. The 
points intended to be argued for the plaintiff were, ~hat a license 
from W. B. could not justify an infringement of the plai~tiff's rights; 
that the plea was bad for argumentativeness and uncertainty, and 
that it amounted to the general issue. For the defendant : The rights 
of the plaintiff, if any, date from the entry of the disclaimer and 
memorandum of alteration, and not from the original grant of the 
letters pa!P.nt. That no letters patent. were ever granted for the 
invention of which an infringement is alleged in the declaration. 
That the declaration was insufficient, and did not shew any cause of 
action or infraction of the privilege granted to the plaintiff, and *hat 
until the entry of the disclaimer, the plaintiff's patent was void. 
"The plea assumes to be in confession and avoidance. 'l'he con
fession, which I will assume to be good, must amount to an 
admission of so much of plaintiff's right as remains after the dis
claimer; but then there is no sufficient avoidance. It should shew 
that the plaintiff's patent, as described by the disclaimer, is void in 
law ; there is no express allegation that it is void, unless as arising 
from the disclaimer or grant to \V, B. A disclaimer does not neces
sarily import the original patent was void, for the object of the 
statute was not only to enable inventors to set themseh·es right, 
when from some cause their patent is void, but to remove doubts and 
difficulties which hang over the heads of parties bringing actions for 
infringements. W. B.'s patent was void, as being known to the 
public by the prior enrolment of the plaintiff's specification, Judg
ment for plaintiff.'' Tindal, C.J. "The true meaning to be given 
to the first section of the 5 & 6 Wm. 4, c. 83, is that suggested by 
the Court of Exchequer (Perry 'D. Skinner, 2 1\1. & W. 471). The 
effect of that construction is, to hold that from the time of tlte entry 
of the disclaimer it shall be taken to be incorporated with the letters 
patent and the specification, so as to affect all acts done after that 
period, but it shall not have the effect of making parties wrongdoers 
by relation." -Cresswell, J. 

(f) Clarke and Anotherv.Kendrick and Another, 12M. & \V, 221. 
(!!) Re Sharpe's Patent, supra. 

'l 
' 
' 
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In the statute a proviso is also made, that against such dis- Caveat against 

claimer a person may enter a caveat, which will entitle him 8 
disclaimer. 

to the same right of notice as in the case of the entry of a 
caveat against the issue of any patent for any improvement 
in a particular branch of manufactures. (k) 

CONFIRMATION. 

The second section of the act empowers the Privy Conn- Confirmation. 

cil to confirm any patent which may be issued, if, in their 
discretion, they deem it. proper. On the hearing, satisfac-
tory affidavits must be produced that the party did not 
know of the prior invention, and also that no proceedings 
arc taken under the patent ; proof of publication in an 
English book, or in a specification, would be fatal.(i) But 

(It) Vide supra, Caveat. 
( i) Westrupp and Gibbin's Patent, Webs. Pat. Ca. 554. Applica

tion J,r assig·nce of patent; petition stated assignment, and that since 
the date of the assignment it was discovered that part of the pro
cess was known to certain persons, but not publicly known; and 
that the petitioner believes that the same had never been practised 
before the date of the letters patent, and that no legal proceedings 
had been taken upon the patent. Petition was confirmed by sur
viving patentee ; application was opposed upon the ground that part 
of the patent was old, being published in a book many years before. 
Sir F. Pollock opposed, and said the parties should have disclaimed 
the old patent, and made the patent good as to the remainder, pro
vided it was ne\v, and produced two specifications, which he alleged 
were of the invention in question. Lord Lyndhurst said, "he could 
not conceive that the act was intended to allow of the confirmation 
of a subsequent patent, adversely to the rights of prior parties, and 
that the power conferred upon the Council was discretionat·y." Lord 
Wyndford : "I apprehend the object of the clause is, if there are any 
very minute portions which have been used, and the patentee swears 
he did not know it, in that case the Court would confirm it." The 

• 

petition was dismissed. On application for costs, Lord Lyndhurst 

-

• 

• • 
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• • . . . 

if· the publication is alleged to be a French work, though 
the work is in England, and it is alleged in the 
that the invention is not known in England, such publi. 
cation will Ue ueemeu irii!Uffidt:ii~ to i't:ildt:i' the paltmi 

invalid. 
If it was shewn that there was a foreign patent for a si~ 

milar invention, the Council would, in such a case, confirm 
• 

the patent, though they would direct a notice ·~o be sent to 
the foreign patentee. (j) Where persons oppose applic.ations 

• 

of this kind before the Privy Council, if they are successful 
in their opposition, costs will be given, upon the grouud of 
public policy.(k) In both these caseR, if the Crown 
r-equires it, advertisement must be inserted in such papers 
as he shall direct. 

eaid, " If a person entitled to oppose comes and opposes successfully, 
if we do not give costs, we should discourage IJCrsons coming to pro
tect the interests of the public ; the costs are given under the gene-
ral and not under the 1mtent act." Dismiss,cti witlt costs. . 

(j) Huerteloupe's Patent, Webs. Pat. Ca. 553, In this case 
the petitioner stated of what his patent consisted, and that he was 
not aware that any other 11erson had invented or used the same 
improvement ; but that since the grant of the letters patent, the pa
tentee had discovered that a patent for a similar contrivance had 
been obtained in France some time before, but which differed in 
certain particulars from the invention of the petitioner; and that 
the said invention was known in England only by the means of 
books printed and published in France, and thence introdui'Pd int<l 
England. '!'he petition, and that no suit or action had been com
menced, was verified, by affidavit, and also by an affidavit of the 
keeper of the printed books of the British 1\Iuseum, which stated that 
twenty volumes of a French work, containing an account of expired 
patents, had been read at the Museum, in 1832, one volume of which 
contained the specification. '!'he Council directed a notice to be sent 
to the French patentee, 1\nd an affida,·it of sending such notice 
through the post was held sufficient. '!'he patent was confirmed. 

(k) In re Westrup and Gibbin's Patent, supra . 

• 
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CHAPTER VIII. 

EXTENSION OF LETTERS PATENT. 

BE FORE the passing of the act of Parliament of the 6 & 6 Extension of 

of William 4, c. 83, any extension of the monopoly granted letters patent. 

by letters patent was by a bill passed through the of 
I,arliament, which was an inconvenient and most expensive 
mode. To remedy the inconvenience and lessen the ex-
pense in obtaining such extension, it is provided by the 
above statute, that her Majesty shall be empowered, on the 
recommendation of a committee of her Majesty's Privy 
Council, to extend the period of the original grant, which 
recommendation is obtained by petition. 

The parties appear before the Council, by themselves or Practice. · 

agents, and prove their rights, and shew they have uot be-
ndited to such an extent as will adequately reward them 
for the ingenuity and cost of the invention. 

In hearing and adjudicating upou petitions for an en- Practice adopt-

) f I ' h p , C 'l 'd d . ed by the Privy argcmcnt o t 1e term, t e rJVy ounc1 are gut e , m a council, 

great measure, by the rules which were adopted by the 
House of Lords, when the extension of the time was by 
bill. . 

\Vhcre the specification is clearly bad, the patent will Specification 

not he recommended to be extended ; for it is necessary to bad, 

make out a prima facie case of the goodness of the patent.( a) 
l~or if a patent which was recommended to be extended, 
was bad, the vice would extend to the subSt.'<}uent grant ; 
in such case the extension would be made for the mere pur-

--------------------
(a) W ehl:!. Pat. Ca. 557, nute a. 
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po~ of being vacated, and would only be a source of incon~ 
venience and expense to the patentee. (b) 

P~eddings in- In a case where proceedings were pending for the purpose 
st1tut to va. 
cate the patent. of vacating a patent, which had nearly expired, and applica-

Unopposed 

tion for an extension was made under the 5 & 6 of W m. 4, 
their lordships held that such proceedings were no reason 
why they should not adjudicate upon the matter; (c) if 
the application \Was under the 2 & 3 of Viet. c. '67, (d) it is 
probable their lordships would wait the event of the pro
ceedings, for the patentee's right would be preserved. The. 
reason of their proceeding in the above case, it is pre
sumed, was, that if they suffered the time of the grant to 
run out, they would have had no power after that time, and 
so the adjudication was proceeded with, for the purpose of 
preserving the patentee's ~ight, and allowing him the benefit 
of the statute. 

In all unopposed cases, it is necessary to give the attor-
cases. 

• 

• 

(b) Kay's Patent, 3 ?tloore, P. C. n.. 24. Improved machine for 
prepal"ing and spinning flax. An objection was made, that the pa· 
tent was disputed, when it was urged that the patent being near its 
expiration, unless their lordships adjudicate the right would be gone. 
Their lordships decided that, the }>nteut being near its expiration, 
they would proceed, as the prolongation would be of no value, if the 
Court of Chancery decided against its validity. The usage of the 
House of Lords has been to grant an extension on the party making 
out a prima facie case, leaving the validity of th~ patent for the de· 
tcnnination of the courts of law. 

(c) Webs. Pat. Ca. 557, note n. 
(d) Vide SU]Jra, p. 1 i, for Digest of Stat. 
In Dodmer's Patent, it was objected by the attorney-general, that 

their lordships could not entertain the application after the expira· 
tion of the letters patent; that prosecuting wit.l1 effect meant some
thing more than the application by presenting the petition, and 
obtaining a day to be fixed for the hearing must have t.aken place, 
to satisfy the provisions in the statute ; the 2 & 3 Viet. c. 67, was 
framed to alleviate the hardships of this case. Their lordshi}JS re· 
commended an extension for three years. {2M. 471.) 

' ' " ' :· 
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ney-general notice of the hearing, that he may attend to 
protect the interests of the public, though the practice is for 
him to attend in all cases, whether they are opposed or not. 

T n order to obtain the recommendation of the Council, it Recommenda. 
- • • #I .. . 

. h fi I h '}' f h <IUU Ul ... .. is necessary, m t e rst pace, to prove t e ut11ty o t e Council, how 

patent, and also to shew that the patentee has not received obtained. 

any benefit at all adequate to the advantage which has 
been conferred upon commerce, or society, in consequence of 
his invention ; and that for several years the patent was ren-
dered useless, either by the necessity of testing the inven-
tion, (e) by reason of undue and improper oppositions,(/) 

(c) Erard's Patent, Webs. Pat. Ca. 557. Improvements in piano· 
fortes, &c. The t>xhmsion waR prayed on the ground of the dif
ficulty of perfecting the inventl•)l'l, five years having been necessary 
to instruct the workmen, and which period had elapsed before a 
single instrument was ready for sale ; and that the outlay in working 
the patent amounted to 15,0001. above the returns. Lord Lyndhurst 
said, "Upon consideration of the circumstances, the Council would 
recommend an extension for the term of seven years. In cases of 
this kind, we expect a very strong case of hardship to be made out, 
ns well as a strong ca">e upon the utilit 1 of the invention." 

Jones's Patent, Webs. Pat. C::.. o77. Improvement in wheels for 
carriages. The invention had not remunerated the patentee ; that it 
was a matter of great difficulty to perfect the invention, and that 
was done only within the last five or six years. Extension for seven 
years recommended. 

Wright's Patent, Webs. Pat. Ca. 561. Improvement in ma
chines, &c., for purposes of bleaching. The invention took four 
years to perfect; and when the patent was obtained, the patentee 
was prevented, by bankruptcy and other circumstances, from bene
fiting thereby ; and that his creditors had reconveyed to him the 
letters patent. The attorney-general enid, he was not aware of any 
ohjection, unless that as the patent had not been brought into use, it 
should be considered as ineffectual, unless the circumstance could be 
accounted for. Extension for seven years recommended. 

(/) Robert's Patent, Webs. Pat. Ca. 573. Improvement to machi
nery for the purposes of spinning wool, cotton, and other fibrous 
substances. The invention has been of great advantage; that the 
profits realized did not cover the loss of burning the manufactory, 
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or by circumstances without the control of the inventor: {g) 
where the patent has not been brought into use,. unless a 
sufficient reason is given, it will he an argument, and a 
great one, against its utility. (h) 

supposed to be the act of an incendiary; during the .first seven years 
the patentee got nothing, and during the last three years the inven
tion has been making some return. 'l'he term was. prolonged for 
seven years, partly on account of the ingenuity of th~ contrivance, 
and partly on account of the peculiar opposition which has been 
offered. ' 

Stafford's Patent (W cbs. Pat. Ca. 5G3) for improvements in 
carriages. 'fhe ut.ility of the invention was proved and that the 
patentee had expended, in his endeavour to introduce the invention, 
all the money he hurl, and was greatly embarrassed in consequence, 
and that the invention had not been productive in consequence of the 
great opposition whiclt bad been made by parties from interested 
moth·es. Patent extended SC\'Cn years. 

(g) Swaine's Patent, W cbs. Pat. Ca. 5.'ifJ. A methCJd for producing 
and preserving mineral waters, and the machinery to effect the same. 
-The ground of the petition was the difficulty of sufficiently making 
the invention known, and obtaining the public confidence; and that 
it was not until the last three years the patent had been beneficial to 
the proprietors, and that much more had Lcen expended in carrying 
out the object of the J>atent than had IJeen realized. There was some 
difficulty as to the evidence : the accounts were produced, but the 
handwriting of all the entries was not verified. Lord Lyndhurst 
said, " We are satisfied hy reasonable evidence that considerable loss 
has been sustained, and the period should he enlarged." 

(h) Sumater'sl'atent, ·w eh8, Pat. Ca. Improvement in the manu
facturing of cloth, and its application to articles of dress. No profit had 
been realized for a long time, and that the profit of the last five or six 
years had not remunerated the patentee, throug·h opposition, by reports 
concerning the patent, and vexatious law proceedings. The notice of 
objections stated the petitioner had compromised the legal proceed• 
ings referred to, with a view of I>rejudicing and deterring other par
ties known to tbe petitioner to be infringing the patent, and in con
ser1uence of patentee not interfering to stop the infringements, the 
opponents had embarked a large capital in the manufacturing of the 
article by steam power; and it was not until the manufacture by 
steam drove out of the market the manufacture by the loom, that 
the }>etitioncr amended his 1•atent by disclaimer, with a \'iew to the 

' 

' 

• 
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If a patent be rendered unproductive in consequence of Causes deemed 
. · l d b .a • insufficient by lowering the duty upon certam artie es, an y a uuctuat10n the Council to 

l·n trade it becomes again productive, such is not a sufficient recteom~end an ex ns1on. 
reason to warrant the interference of the Council, especially 
if it is proved that there is any difierence in the mode used 
from that recommended by the specification ; or if the im-
provement is introduced from abroad; (i) so it is insufficient 
to state there has bt>en neither· profit nor loss; the actual 
expenses in conducting the patent must be shewn, and the 
product therefrom. In this case the applicant was an 
assignee, who had purchased the patent after the death of 
the patentee, and his only allegation was, that he had pur .. 
chased the stock of the patentee, and had lost thereby. (j) 

'l'he Privy Council acknowledge in all cases the rights of Rights of assig-
• . f t (k) d d I . . . . h nees, reeogm-assJgnees o paten s, an regar t 1e1r petitiOn m t e tion of. 

same light as they would that of the original patentee ;(l) 

present application. Sir W. Follett, on the part of the opponent, stated 
there was but little novelty in the invention, and that as the public 
were not benefited, where was the general utility? The slow pro
gress of the sale sl1ewed that the invention was but of small utility, 
a11<l was in itself an answer to the application ; and that the peti
tioner had slumbered on his rights, and allowed and pennitted them 
to be infringed with impunity. Held, an insufficient case was shewn 
to warrant the recommendation. 

( i) W oodruf's Patent. Proof that patent ''ae a very valuable 
property, but in consequence of the reduction of duty on a certain 
class of articles, it ceased to be profitable ; but after some time it was 
applied to silk, and it again became profitable, with an improve
ment. Opposed on the ground that the improvement was intro
duced from France, hy other persons than the petitioner. Appli
cation refused. 

(j) Quarell's Patent for Improvement in Lamps. 
(.q In re Galloway, Webs. 725. 
(l) Wright's Patent, Webs.Pat,Ca.fi51. Application bytheassig

nces of the patentfor certain combinations and improvements in making 
pins. 'fhe deeds of I•urcha.,e, as~;ignment, and partnership were put in, 
when it was objected they should he proved in the usual manner. It 
was answered that no notice of such intention was given in the ohjec-

• • • • 

• 
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but when it appears the assignees have been sufficiently 
remunerated, though the right has been productive but 
for a short period, the extension will not be recom. . 
mended.(m) 

Iu rl.'t'ommending the extension of letters patent, if the 
subject of the patent be a principle adapted to the purposes 
of a manufacture, the smallnE'ss of the step· which led to 
the result will not influence their lordships; b~t where the 
subject of the patent is the mere application of a well
known simple process, which 1:1ight easily suggest itself to· 
anybody, and which has been employed in respect to other 
substances, the conclusion will be different, and the difficulty 
of the process will be a matter which their lordships will 
consider. (n) 

tiona declared in pursuance of the decisions of the Council. Their 
lordships intimated that the applicants must make out their title. The 
application was on the ground of the immense cost of the machinery, 
and delay in carrying it out in consequence of the ill-faith of the 
patentee. It was prayed, on the part of the opposers, on their lord
shillS intimating an intention of recommending an extension for 
five years, that they should be remtu.~::ated for the expenees they 
had been occasioned by their connection with Wright, and tlmt they 
might be declared entitled to the joint usc of the new letters patent. 
Their lordships said they should recommend the extension of the 
patent in favour of those in whom the legal estate of the patent was 
vested, leaving ~J the opposers and the representatives of a deceased 
partner any claim they might have in law or equity. New letters 
patent were granted the assignees for five years. 

( :n) l\lorgan' s Patent ('W cbs. Pat. Ca. 7:13 ), which was an application 
by the patentee in conjunction witl1 the assignees. 'l'he petition was 
refused, their lordships being of opinion that the assignees had been 
sufficiently remunerated, and that the patentee was only a nominal 
nwlicant, and that though the invention had merit, it seemed 
of very model'ate degree, and that if they granted an extension of 
the term in this case, they would have to do so in every other. 
Ucfused. 

(n) Soamcs's Patent (Webs. Pat. Ca. 729) for a new preparation or 
manufacturing of certain materials produced from a vegetable sub
stance, and the application thereof to the purposes of affording light, 
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In cases of opposition, where it arises from jealousy, and ~~sts of oppo

is needless the attorney-general attending to protect the 81
tion. 

interests of the public costs of the opposition will be 
allowed, if it is unsuccessful; (o) so where a petition has 

and other purposes. The lletition stated the great utility of the 
invention, and that a large capital was embarked in the manufac
turing of the article, and that the retum was considerably Ieee than 
are the ordinary returns on manufacturing capital. In conclusion, 
the petition stated, as grounds for the extension, the introduction of 
a new trade and manufacture, the utility and importance of the 
invention, and the want of remuneration, from the difficulty expe
rienced by the assignees from circumstances over which they had no 
control. It was objected, the invention was not new, and that 
only a very small step was necessary to complete the invention. 
Lord !JrQngh~m: "The mt'rit. of Rn importt'r ia JeRI" thnn thnt. of 1\l'l 

inventor, and it is an argument against the patent that it was im
ported and not invented, and that the public benefit is very much 
reduced if a thing was known before." J .. ord Campbell: " It is over
corning certain difficulties in &lparating the stearine and ealine oils 
for which the patent is taken out. Sir T. Wilde contended, that 
however small the step, it made all the difference between a worthless 
commodity, and one most valuable." Lord Brougham in saying 
the patent would be recommended to be extended in a small degree, 
said, " It was very fit their lordships should guard against the 
inference being drawn, from the small amount of any step made in 
an improvement, that they are disposed to undervalue it in import
ance, when a new process is found out, and applied so as to become 
the subject of a patent. However small the advance on the previous 
knowledge, it is no reason for undervaluing tP.e merits of the dis
coverer, for tb e history of science, from the greatest discoveries to 
ilte most unimportant, is one continued illustration of the slo\v pro
gress by which the mind makes its advance in discovery. But such 
is not the case here, for this is only a new application, which might 
suggest itself to any person." Patent extended for three years. 

(o) Downton's Patent, Webs.Pat.Ca.565. Improvement in water
closets. Petition stated difficulties arising from want of capital : the 
opposition was on account of the high rate of charge, and that the 
patentee would not allow the trade any advantage. The invention 
was very useful for ships. A lord : "The fact of a great number of 
tl1e articles being sold, when the cost is more than four times that 
of the ordinary article, is a proof of its utility." The proof to 
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been abandoned, their lordships will grant, on application, 
costs to the opposing parties. {p) 

Causewhichled In Bodmer's Patent, it was objected that, when the 
to the enaction 
of the 2 & 3 letters patent had expired, their lordships could not, under 
••. t 6" h 
uc ·c. '· the statute of William, entertain the petition. T is was 

Delay by mis
fortune. 

allowed to be a valid objection, and led to the enactment of 
the 2 & S Viet. c. 67, which saves the right of petitions not 

' 
adjudicated on before the expiration of the grant, if the 
petition has been presented six months before' the time of 
its expir:ttion; but the Privy Council will require a suffi-· 
cient reason to be rendered why a petition was not pro-
ceeded with if duly presented. 

It will be seen in this, as in every other branch of the law 
of patent, that strict equity is the pl'iuciple on which the 
decisions are based. It will be seen, from the cases cited, 
that the Privy Council have regard for the misfortunes of 
the patentees, and those connected with them, if they are 
urged us a reason for the non-productiveness of the patent; 

• 

but in all cases, the subject -of the patent must be shewn to 
be an invention of great utility ; and if any delay has 
occurred in making it productive, that such delay has not 
arisen from carelessness or inactivity, but from misfortune, 
or unavoidable circumstances, or the necessity to perfect the 
invention, or from improper opposition or prejudice, or 
such reasons; otherwise, the want of energy in the grantees 
would be made a tax upon the public, instead of their 
ingenuity and industry; for the pmlongation of the term 
is depriving the public of a right, and is of necessity a tax; 

warrant the extension is this, that the patentee has made nothing for 
seven or eight years (uniform small profits spread over the period of 
the grant would be insufficient). Patent extended for five years; 
the costs of the opposition were allowed ; one of their lordships 
remarking, the attorney-general is here for the public, at all events. 

( p) Mackintosh's Patent, W chs. l'at. Ca. 739. 

• 

• 
• • 
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for an article protected is only procurable at a greater cost 
than one which is open to public competition. Where the 
petitioner had patronized an ingenious invention, and 
..,.,..,.,.mrJI'fl larue sums of monev to brinl! it to nerfection ... 4·r-··-- ..., .. ~ • 
and introduce it, the amount of profit, not having been 
greater than in ordinary mercantile speculations, would be 
taken into consideration, and would be a good ground for 

• an extension. 
The Privy Council sometimes annexed a condition, as Condi~ion 

f Wh
. . . . sometimes an-

in the patent o ttehouse, whtch was an appbcntton nexed to exten-

for an extension by the assignee. The extension was sions. 

recommended on condition of the assignee allowing an 
annuity to the patentee during the period of the new 

term.(q) 
In estimating the profits, the expense~ of bringing the ~rofits. how cs-

. d h 1. . . . timated. patent mto use, an t e JtJgatton consequent upon mam-
taining the right, are always to be deducted; and also a 
manufacturer's fair profit is to be deducted and distin
guished from the profits ac~ruing through the mono

poly.(r) 
The rules of evidence adopted by the Council are those Rules of evi-

• • • dence adopted 
of the common law. In all cases the r1ght of the petitiOners by the Privy 

must be proved ; and also that they have in all things Council. 

complied with the regulations of the act (as advertis-
ing, &c.); and those imposed by the ·Privy Council, as 
the delivery of objections to be relied upon by those in 

• • opposttJOn. 
All cases which would have been considered proper cases CllScs formerly 

• proper to be ex-
to carry before the Houses of Parliament, for the purposes tended by Par-

of an extension, will receive every consideration by the Iiament. 

Pl'ivy Council acting under the statute. 

(9) lnre 'Vhitehouse, ex }lUI'tl' Russell, 2 1\loore, P.V.R. 4!Jfj, 
(1·) In re Galloway, supra. 
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Employment of In the case of the Lustring Patent, which was the intro .. 
the poor. duction of a new manufacture from abroad,(s) the employ

ment of the poor was one of the grounds urged for an ex ten .. 
sion. If it had been the only ground, it is doubtful whether 
the mere employment of the poor would have been considered 
a sufficient reason for the extension of the time: (it would, it 
is apprehended, be necessary to shew also an inadequate 

I 

remuneration, or a case of hardship); for the, poor would 
be equally employed by the invention being thrown open 

' 
to the public, and, perhaps, to a greater degree; and the 
absence of the monopoly would create competition, whiclt 
would have the effect of lessening the price of the protected 
article, and, by consequence, lead to an increased consump
tion. But where~ as in the case of Lomb's Pa!cnt, and in 
other cases collected in Webster's Patent Cases, it was 
shewn it required much expense, difficulty, and time to 
perfect the invention, such matters would be taken into 
consideration. 

(a) Vide Re Morgan, supra • 

' • 

• 

' 

' 
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PARTNERSHIP IN A PATENT • 
• 

CHAP'l'ER IX. 

TilE NATURE OF THE PROPERTY CONFERRED BY THE GRANT OF 

LETTERS PATENT RIGIITS Or THE PATENTEE MEANS OF CON• 

VEYANCE PARTNERSHIP BANKRUPTCY INSOLVENCY, 

liA VING, in the previous part of this work, treated upon Grant, nature 

d of and proper. 
all the matters necessary to procure or ren er a patent ty' confened. 

valid, it becomes our duty to treat of the nature of the 
property the grantee obtains, and the rights which are 
incidental to his grant. 'l'o arrive at a correct conclusion, 
we must examine the grant, and its construction, i. e. the 
letters patent. (a) 

T 4- _.;n "~ C'lnnn h..,. .-oL-o .. ,.;..,,. f.n +'J.u:. t'nrn" n.f f-lu=-- ,.., .. nnf. n ... "-" _,....,:,_, 
JLLo "'A.&.&. ..., .... """''-'""' UJ ..... 1:..t.a.&&IIEJ ,...., "'".1."' A"" •- -.a. too&A'- 6L._ ....... , &G""'&,III•I &""I.W& 

• 
that it contains a recital of the motives of the sovereign in m. 

making it, and the rights which are thereby vested in 
the patentee, and also a proviso that it shall be void if 
it be prejudicial or inconvenient to her Majesty's subjects 
generally, and also if it be not new; and that the grant 
shall not create any privilege inconsistent with a prior grant; 
and also that it shall be void if it becomes vested in, or be 
held in trust for, more than twelve persons (such proviso 
docs not extend to the granting of licenses). If it be desired 
that more than twelve persons should be interested in the 
patent, an act of Parliament for that purpose must be ob
tained. (b) 

Formerly there was much speculation as to the intention Licenses, grant 
of this clause in the grant, as to what class of persons it was of, eft'ect. 

(a) Vide Appendix for form. 
(b) In re Head's Patent, Head v. Carey, 6 Law Times. 

K 
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intended to include ; viz. whether it extended -to the parties 
to whom the patent was assigned, and to such persons as they 
should grant to, or only to the original proprietors 
of the patent. The case of Protheroe "· May and Others(c) 
(which was an is 1e directed by the Court of Chancery) has 
finally settled the matter. The facts of the case were as fol
lows : A patent was granted to one Dunn, who. assigned it to 

• 

twelve persons, who were from thence to beco~e interested 
in the profit of the said patent ; and they grarlted licenses 
to certain persons, amongst others to the said plaintifF, 
for a particular district, who assigned his license to a com
pany consisting of more than twelve persons; the ques. 
tion was, whether the clause applied to licensees as well as 
to The Court decided that the grnnt nf' the 
licenses, and their becoming vested in more than twelve 
persons, had no effect to render the patent invalid. 

Clause in the The clause only extends to voluntary assignments, and 
natent restrict- • · h · f h 1 (d • f log the grant to not to asstgnments by t e operatton o t e aw; ) as 1 one 
twelve pe~sons. of the partners died and left two executors or became bank-
Construction. ' ' 

rupt, aud his estate vested in two assignees, the executors 
• 

or the assignees would be consideted as only representing one 
person, such vesting being wrought by the operation of the 
law; but if one of the partners become a partner with 
others in his share, in such case, though the partnership 
would only represent one share, the engagement is a volun
tary one ; and as it is not necessary that the interests of each 
person should be equal, to constitute the partnership in 
the patent, it is apprehended that such person and his 
partners would be deemed to be partners in the patent. 
In such case, the patent, being vested in more than twelve 
persons, would be void : if it were not so, a patent 
might be divided into any number of shares, and the 

(c) 5 M. & W. 675. (d) Bloxam "· Elsee, 6 B. & C. 169. 
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vesting the shares in twelve persons would be sufficient to . 
satisfy the provision in the patent, though the pro
perty was nctually vested in a thousand persons. (e) This 
construction may, at first sight, appear a hardship, as it 
seems to be giving to any of the associated persons power to 

defeat, at any time, the object of the partnership, and to make 
void the patent; but in partnerships it must be recollected 
that the broad rule oflaw is, that the act of one of the part· 
ners shall bind his fellows. A partnership is not con
stituted by any construction of law, but by the agree--

• 

ment of the parties themselves, and is entered into with 
a full knowledge of the consequences, and the powers 
with which each invests the others. There is no greater 
riRk in the case of a natent than in anv other mer· . ~ 

cautilc pursuit ; for in all partnerships, an unprincipled 
associate has power to wreck the scheme and ruin his fellows; 
besides, the partners, having knowledge of the clause in the 
patent, could, were they so disposed, bind each other by 
bond, conditioned in a penalty, not to associate any other 
person with any member in the scheme. In the case of a 
partuer associating another person with him (in partnership 
in his share), it perhap11 may be urged that, with the others 
the person associated is not a partner: even so, but it can
not be denied, that to the world he is a partner, and as 
he participates in the profits, he is liable for the debts of 
the partnership; if then he, for any purpose, is a partner, 
he is within the restrictive clause • 

.l\lr. Webster, in a note to Protheroe v. May and 
Others, {f) suggests that "some of these consequences might 
be avoided by a license instead of an assignment, the rent 
or license dues being reserved by way of per-centage upon 
the gross amount of the sales, instead of by way of share in 

(e) Duvemieu. Fellows, 5 Bing. 248; in error, 10 B. & C. 82G. 
(f) Webs. Pat. Ca. 417. 

x2 
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tlte prqfits, or per-centage on the net returns," and refers to 
the cases of Elgie v. Webster, (g) and Ridgway v. Philips.(h) 
With all deference to the suggestion of the learned reporter, 
it appears doubtful, whether, if the plan could be carried into 
effect, it would not, in truth, be a grant of a part of the profits, 
and have to be so pleaded ; the rule being, that instruments . 
shall be pleaded according to their effect. If, then, it be a 
grant, how is the partnership avoided? for in ariy case it must 
be a license to participate in the profits to be gathered from 
the pate at .. Calling the grant a license would evidently be a 
merely colourable deviation, and one of which the intention 
would be too evident to be mistaken. If the suggestion could 
be effected in the way proposed, and the licenses were good 
as licenses, the participation in the profits, which would be 
consequent upon them, would constitute a partnership ; if 
so, it would be a vesting of the patent in more than twelve 
persons, and the effect to make it void. 'I' he reserving of the 
rent or license dues upon the gross amount of the sales, and 
reserving them by way of share in the profits, seems to 
amount to the same thing, for in either case it appears to be 
a participation in the profit to arise from the patent. 

Licenae, inten- The appointment of a certain district, with powet• to 
tion of. under-let licenses, would, it is apprehended, amount to the 

same thing, and be construed to be a mere colourable de
viation; for the intention of the saving proviso is not that 
numbers of persons shall be interested in licenses, with 
power to sub-let, but that the licensees interested shall be 
so with the intention of carrying into effect the patent. 
Protheroe v. May proves that a person may assign his 
license, but not that he may sub-let, for that would be 
r t o 

0 t • • ,1 -- ... f'L _ _ £' 61.,- _..., .. ,....,. .. ~ .. ,..."'1.e ft-" 
L

. . t c ea tng an In ct·esL 111 Ult:: ptuu•o v• ...... ... .................. , ... ,_ 
tcense, m en-

tion of. not the grant of a mere power to carry out its object, or a 

(g) 5 l\1. & w. 518. 
(h) 1 Cr. M:. & R. 415; 5 Tyr, 131, S.C. 

• 
• 

• 
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permission of user, which, it is submitted, is the real inten
tion of the power to license. 

It is by virtue of the clause contained in the grant that 
• 

the patentee, or those ''"·ho reprt!sent his rights, have power 
to grant licenses, and which power is most reasonable; for if 
the patentee had it not, it might tend to the complete stoppage 
of the particular trade of which the patent was an improve
ment, or to create a monopoly in the hands of the patentee, 
not by prohibiting the sale of all other than the patented article, 
but it might be that it was made at so much less a cost, as 
to defy competition, and vest in the hands of the patentee 
the exclusive trade; and which, if the patent was granted 
for an article in general use, us for an improvement in 
the m:mufacture of iron, by which the cost was lessened 
one-half, it might tend to the public injury; therefore, it 
is pr{'fo;umed, the licer sing clause was inserted, that by receh·
ing a sum in the shape of royalty, the patentee might be re-
munerated. If it was shewn that the patentee refused to Refn••l to li

grant licenses, and that he was unable fully to exercise his cense, effect. 

privilege, and importations of a ~>imilar commodity (not of 
the patented article, for that would be equally an infringe-
ment upon the exclusive right as manuf.'lcturing within the 
kingdom) were procured from abroad; or, it might be, the 
invention not being protected abroad, that the patented 
article was manufactured there, and the foreign markets 
supplied by foreign produce to the injury of the home 
trade ; it is presumed, under such circumstances, that the 
patent would be construed to be within the sixth section 
21 Jac. c. 3, which provides, that it shall not be to the 
lturt of trade, or a prejudice and general inconvenience to 
l;.:r l'.I.&j.:.sty",;, t.ulij\Xtb. Tht: plll\!ui.~ iu t~ucia 11 case wouid 
be recompensed out of the public purse by means of a 
parliamentary grant. 

Licenses are of various kinds as a sole license to use 
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the invention within the whole extent of the· grant, or to 
use a part thereof, or within a particular district or place ; 
or a common license to use and vend without any restric
tion against the patentee granting to others in the 
same place. It is not necessary that the grant of a license 
should be under seal ;(i) but where the license Is not 

~toppcl, when under seal, the doctrine of estoppel does not apply, and 
~~:~es not ap- if the patent is in itself void, a plea putting it in issue 

would be an pnswer to an action for the reserved rent. U) 

( i) Chant~r "· Dewhurst, 12 1\1. & W. 823, ltzdehitatus tl88Umpsit 
to recover 311. lOs. for a license to use patent invention. The license 
granted was not under seal, but written ; patent reciting the licenses 
granted should be under seal. It was objected, the license not being 
under seal, was void; and answered, that the defendant having kept 
and used the license, could not object, and was liable to pay for it. 
The judge refused to nonsuit, and jury returned a verdict. On 
motion, " to grant a license not under aeal may be a fraud on the 
Crown, but does not exempt him to whom it is granted, and wl1o 
derives benefit tlu:refrom, from paying the 11rice of it." Alderson, B. 
(825.) The object of the patent is to prevent another from making 
the article for sale, not to prevent him from using it. I b. " The de
fendants lmve got all the plaintiff agreed to give, and must pay the 
stipulated price." Parke, B. (826.) "If defendants intended to avail 
themselves of this objection, they should have made it earlier, and 
not have kept the license." Alderson, B. 

(j) Hayne and Another v, 1\lalthy, 3 T. R. 438. Action of 
covenant on articles of agreement, which stated a grant by the 
1•laintiff to the defendant to use a patent machine for making 
stockings in a certain way. The declaration averred enjoyment, 
and assigned breaches, using, &c. other machines than those agreed, 
and also for using engines, &c. resembling the patent ; to which 
were several pleas. Third set forth the patent, and stated, &c., it 
should be void if specification was not enrolled, &c., and that it was 
not. Fourth, not a new invention. Fifth, not discovered by 

J ___ .__ A.~ ~.1.: .. 1... -1-! .... 4:4" .1 ........... n_ .... .t n ... $' ... -n..t ... n .. ~++n ....... 't'\+A4'1 + ,. 
liQLtt;;U.I,I\;«;;J \.V "t .U.&\.o.U, }'.t.U&U.'-6"- \.4to..6UU..A.6to....._• -""'"'""''"'"'""..., .... ------•.a.- .... . ') r1 ,· 

in issue matters foreign to the merits of the cause, as by his deed he 
was estoJI}lCtl from so doing. Held, "the doctrine of estoppel does 
not apt•ly here, for the very JlCrson to be estoJlJled is he who has been 
imposed upon:" Lord Kenyon, mentioning Oldham v, Langmead, 
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In a case where there were several parties to an • 
• 

ment, which was for the use of several patent rights, but • 
• 

the subject of the action was for a distinct sum agreed to 
be paid to one of the parties (the original inventor)," who . 
brought the action in his own name: the Court held the Non-joinder or 

non-joinder of the other parties to the !hough tho parties. 

they had no interest in the particular sum the subject of · 
the action~ was n variation between the declaration and the 
contract. (k) 

saying, " The case differed ; for there a person assigned his right 
in the }ll!t<>nt, and yet, in violation of his right, infringed the plaintiff's 
right, and attempted to deny his having any title to convey." 
( 441.) 

'l'he plaintiff has not tl1e right be pretendetl to confer, and there· 
fore the defendant had not the consideration for which he entered 
into the covenant. Buller, J. ( 442.) 

(k) An information in the nature of a q11o warranto. (Chanter '11. 

Leese, Cussons, and Diggle, 4 M. & W. 2!)5 ; confirmed in error, 
51\l. & W. GDB.) An agreement, not under seal, was entered into by 
the plaintifl' and others, with the defendants, to use certain patent 
rights in which they were hiterested, and that they (the defendants), 
fur ccrtnin considerations, were to have within a certain district the 
sole right to use such 1•atent; one of which considerations was, that 
the defendants shouM 1•ay the I'laintiff 400[. a year, by half-yearly 
payments. The action was brought for 200[. Declaration stated 
agreement, and alleged as breach non-payment. There was also an 
account stated. Pleas, r1on tUSUmpscrunt, letters patent (setting them 
out); supposed improvement was not a new invention. Verifi· 
cation. Not invented and found out hy the plaintiff. Verification. 
Plaintiff took issue on first plea, and demurred to second and third, 
assigning same cause of demurrer to each, viz. that the plea contains 
matter, which, if true, constituted an answer, or defence, to pal'f, 
only of the cause of action in the first count, in this, to wit., that the 
promise to the defendant in the first count was made in considera
tion of the right and liberty to use and vend the whole of the 
<nirJ nAtPnt-• .. ;nv .. ntinnq ;n thj) AAirJ AlTI'PPIDP.nt. in tl1e first COUilt ... --- --- --- -- - ""' 
tiet forth ; and the defendant attempts to avoid the agreement upon 
the allegation of matter, which, if true, tends to invalidate only one 
of the said l'atents, &c. Joinder in demurrer. Lotd Ahinger, 
C. B., delivering judgment of the C-ourt: "We think judgment 

• 
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M~ney paid for Though the invalidity of the patelit is an answer to tbe 
a license under • 
a void patent. action for the rent, yet the party cannot recover back 

such moneys as he has paid the supposed patentee for the 
use of the privilege which the license was intended to 
confer. (l) 

~stop~el, when Where the licenses are granted by deed (i.e. by agree. 
It applies. • • • d 1 ) d . f . 1 ) . ment m wntmg un er sea ), t 1e octrme o estoppe app 1es, 

• 

and a person would not be allowed to disav,ow so solemn 
an act. (m) 

should be for the defendant on demurrer. The declaration is founded 
on contract ; if the person is unable to do what he contracted for, 
the contract is at an end. The possession of all and each of the 
said patents being an entire consideration, the plea impeaching ihat 
is a good consideration to avoid the whole contract as it appeared o:. 
the record. \Ve think that there was o. variation between the decla
ration 11nd the contract in not setting out all the contracting parties." 
Judgment on demurrer, and rule absolute for a nonsuit. 

(l) Taylor -v. Hare, 1 New Rep. 260. Action for money had and 
received. The defendant, suppos;ng himself the inventor of a valu
able invention, agreed to Jet the plaintiff use it, upon consideration 
of an annual amount, which for several years was paid, and then it 
was diacovered that the defendant was not the inventor. The action 
was to recover back the money paid. Held : Two persons equally 
innocent make a bargain, and one agrees to pay the other for the use, 
and he has it, it is in the nature of o. partnership. Plaintiff cannot 
recover. Lord 1\lansfield, C.J. 

"\V c cannot here take an account. of the profits." Heath, J. 
(tn) Bowman -v. Taylor and Others, 2 Ad. & Ell. 278. Cove

nant. Declaration stated an invention in constructing looms for 
weaving, termed "power-looms," for which a patent was obtained 
with power to vend the same, &c. Plaintiff had agreed to permit the 
defendants to use said invention upon certain considerations set out. 
Breach, non-payment of consideration, and non-fulfilment of other 
covenants. Plea, setting out letters patent, &c., and then averred 
the patent was not a new invention ; second, plaintiff was not first 
and true inventor ; third, plaintiff did. not specify, &c. To all the 
IJlea~ t!!ere was 8 demurer; joinder in the demurrer; there wcril 
also issues in fact. Lord Denman, C.J. : « 1'he plaintiff contends 
these pleas are bad, because the defendant is estopped by his deed 
f<um pleading them. As to the doctrine laid down by Lord Coke (Co. 
Litt. 3.526), 'that a recital does not conclude because it is no direct 
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Where the sufficiency of a lk-ensc by deed is put in Sufficiency of a 
, h , , , . d . . ~ h. , license by deed 

issue, and w1t 1t lS JOlne an tssue m 10ct, sue Jssue m and motion of 

fact should be left to the jury: if it is not, it will be a f~~t~{:;;~ion 
ground for a new trial. (n) 

Joint owners of a patent are partners, and are therefore Joint owners in 

amenable to the laws of partnership; and if one induces a patents. 

person by fraud to purchase a license which turns out of 

affirmation,' the authority is a great one ; but stiii, if a party has by 
his deed recited a specific fact, though introduced by 'Whereas,' it 
seems impossible to say he shall not be bound by his own assertion so 
made under seal" (citing Lainson. executor of Griffiths, v. Trcmere, 
1 Ad. & E. 792). Taunton, J. : "The principle of the Jaw of 
estoppel is where a man has entered into a solemn engagement, by 
deed under his hand and seal, as to certian facts, he shall not be per
mitted to deny any facts he has so asserted. This case is diMtin
guished from Haynes v. 1\laltby. Here, there is an express aver
ment tl.111t the plaintiff is the inventor of the improvements; there, the 
articles of agreement merely averred (nothing as to the origin of the 
invention), but merely stated plaintiffs were assignees of the patent." 
Patteson, J. : "The deed recites plaintiff invented and obtained a 
patent for certain improvements, and proceeds to a demise of the 
subject-matter for which the patent is so granted. I cannot separate 
these things. 'l'he passage in Lord Coke must be taken with some 
qualification. Lainson 11. Tremere is a direct authority to shew 
there may l1e an estoppel by way of recital." 

(n) Bowman 11. Roshon and Others, note b, 2 Ad. & E. 295, -
Declaration same as Bowman 11. Taylor. Pleas, nun est factum, 
and same pleas as in Bowman 11. Taylor ; and fifth, a further breach 
of the conditions of the letters patent. On trial before Lord Denman• 
C. J., plaintiff put in counterpart of indenture which was executed 
by defendant. The Chief Justice held the recital to be conclusiYll as to 
the second and third pleas, so as to preclude evidence being given in 
support. 'l'he defendants then not insisting on t111l fourth and fifth 
pleas, a verdict was taken generally for the plaintift~ leave being given 
to move for a new trial, on the ground that the inference to be drawn 
from th~>decd,as to thetl'llth of the allegation8 in the pleas, should have 
been left to the> jury. On argument of the rule, Lord Denman said, 
"\Ve are all of <>pinion there must be a new trial : a specific issue, 
in fact, having been joined, and evidence offered on it at trial, which 
was not received. Both had liberty to amend pleadings, without 
costs." 
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no value, if the others are made parties to the contract, 
they will all be liable to refund the so 
obtained. (o) 

Agreementcon- Where the discoverer of an invention discloses it to 
ditioned in a h h '1 1 • If penalty. anot er person, w o agrees not to avru umse of the 

secret, under the penalty of a sum of money, and be breaks 
' 

his ag~ment, such word penalty cannot be 1ead as liqui-
dated damages. (p) , 

Property con- By the grant of letters patent, the property conferred on 
ferred by a pa- I ( • h' be al, 'd) · f tent. t 1e pat!'!ntee supposmg Is patent to v 1 IS o as 

• 

(o) Joint owners of a patent are considered as partners; and where 
a party had been induced by the fraud of one of such joint owners 
to purchase from him, by an agreement, to which all were parties, 
the use of a patent right, which turned out to be of no value, it 
being proved to be a mere, but old, speculation : Held, that each 
of the parties to the contract, one of whom had no interest in the 
patent at the time of the contract, was liable to refund the whole of 
the purchase-money fraudulently obtained. Lovell "· Hicks, 2 Y. 
& C. 481 ; on rehearing, see S. C. 2 Y. & C. 58. 

Qurere, as to effect on right of plaintiff to recover the whole from 
each, had it proved that he knew that three of the 11arties to the 
contract were, by s1Jecial agreement, entitled in severalty to difterent 
propmiions of the Jll'ofits of the patent, and that one of them had 
no interest in it whatever. S. C. 

(p) Smith v. Dickenson, 3 Bos. & Pul. 030. Assumpsit. De
claration stated Jllaintiff had invented certain improvements in a 
saddle, and confiding in defendant's promise, 11laintiff told defendant 
the secret, but the defendant wrongfully obtained letters patent 
therefor. It was 11roved, nt the trial, plaintiff had invented the 
spring apparatus, and that defendant being desirous to know the 
secret, hnd hound himself in 1,0001. not to avail himself of the 
knowledge which defendant shoultl communicate. On obtaining 
the knowledge, defendant entered a cavent against. any other person 
taking out a patent for the same thing, and took out patent him
self; and that defendant being unable to make out the specification 
alum•, was assbted by plaintiff on condition of their ~haring the 
invention. Jury found a special Vl'rdict, damages, &c. The Court 
heltl, the word Jlenalty excluded the notion of liquidated damages. It 
was held, the subsequent meeting did not vacate the original, but 
the fraud practised upon the plain tift" was only a continuation of it. 

' 
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absolute a nature as any other property, and which he 
may by way of sale assign (q) or mortgage, nnd his 
transfer will vest in the assignee as absolute a 1ight 
as he (the patentee) had before the assignment. It may 
also be made the subject of a trust, which doctrine was 
formerly doubted,{r) but now it is the constant practice 
to make patents the subject of trusts. 

Being a recognized property, it is, of course, amenable Patentee, bank-. 
• ruptcy of, ef-

to the bankrupt laws, and would pass to the ass1gnees as feet. 

well as any other property. But if the invention is still 
in embryo, and not made the subject of a patent until after 
the bankrupt has obtained his certificate, the assignees 
would have no right to the invention, for until it becomes 
patented, the invention cannot be t~aid to be property ;{s) 
and so the right and interest an insolvent has in letters Insolvency of. 

patent will pass under the assignment of the effects of the 
insolvent to the provisional assignee. Future patents will 
be subjected to those rules which govern any future pro-
perty an insolvent may acquire, and it follows they may 
be seized in execution, and sold hy the sheriff under a writ 
of fieri facias. 

(q) Cartwright 11. Amatt, 2 B. & P. 43. 
(r) Ex }Jarte O'Rcillcy, 1 Ves. jun.l29. Lord Thurlow. 
(s) Hess~!.'. Stevenson, 3 Bos. & Pul. 577. "The schemes which a 

man has in his head before he obtains his certificate, or the fruits 
which he may make of such schemes, do not pass to the assignees, 
nor could they require him to assign them over, provided he does 
not carry them into effect until after he obtains his certificate; but 
if he avails himself of his knowledge and skill, and thereby acquires 
a beneficial interest which may be the subject of assignment, why 
should not that interest pass in the same manner as any other 
l'fO!lert,v ac!]uired by his nersonal industrv 1 We are. therefore. of 
opinion, that the interest in letters pate;t is an interest of such a 
nature as to be the subject of assignment by the commissioners"·
(Lor!l Alvanley, C. J., 578 and 570) "and if the patent be con
ferred by Act. of Parliament, it is the same." Ih. 
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A doubt has been raised whet~1er a patent can be held 
in trust fqr an alien enemy. From the general policy of 
the law, it would be presumed it could not, and the trustee 
would not be bound to execute the trust, for the proceeds 
thereof might be employed against the country. It is clear, 
no action could be prosecuted with effect by such alien 
enemy, but an action by the trustee for an infringement 
of the patented right would be governed by entirely dif
ferent considemtions; but wl1ether an action could, under 
such circumstances, be maintained by a trustee, is a fair 
subject for dc•ubt. 

The patent sometimes contains a clause that the pa
tentee shall supply the government with the invention at 
reasonable prices; in such case, where the government have 
been supplied with the invention, a mandamus will not be 
isstted to compel the particular department of the govern
ment to which the supply appertains to fix the price; (t) 
the only remedy would appear to be upon the contract. 

(t) Ex l'arte Pcrring, 4 Ad. & E. !'l-1!). Patent for construct
ing anchors, which contained a proviso to void the same, unless 
patentee SUJl}Jlicd the dock-yards, at the times and at such prices as 
should be settled by the Lords Commissioners of the Admiralty for 
the time being. Motion was for a mandamus to command the Lords 
of the Admiralty to settle the price. The affidavit stated the patent; 
that the Admiralty had anchor:; so constructed, and refused to 
give the 11atentee the proper remuneration. The claim seems to be 
in the nature of a quantum meruit for the use of the patent. Little
ton, J. : "The claim, if valid, must be founded upon a contingency. 
'Ve cam10t grant a mandamus to a public board, ordering them to 
carry a conh·act into effect." 

• 

• 

• 
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CHAPTER X. 

PROTECTION OF THE PATENTEE IN TilE ENJOYMENT OF IllS RIGUTS 

-INFRINGE)IENT INJUNCTIO;>; PROCEEDINGS AT LAW, 

TnE next subject of consideration will be, to what pro- Remedy for 
· 1 · 1 d d · 1 h wrong. tection 1s t 1e patentee enttt e , an In w mt way can e 

enforce his rights, which may he divided into two heads : 
the summary jurisdiction of the Lol'd Chancellor, wllich is 
by injunction; and the enforcement of the claim by an ac-
tion at the common law and the recovery of damages; but, 
before entering upon these heads, it will, in the first place, 
be necessary to shew what is an infringement of a patent 

right. 

INFRINGEl\IENT. 

The forms in which infringements present themselves are Infringement. 

various, and must depend upon the nature of the invention. 
In a process, it will be by imitation; in a machine, by its 
manufacture or use ; in a vendible article, by making 
and selling. The mere exposure to sale is not a selling, Vending, what. 

and would be insufficient to satisfy the word vend in the 
prohibitory part of the patent.( a) 

(a) l\Iinter v. Williams, 4Ad. &E. 251. Case for infringing patent 
by making and Yending chairs in imitation of the said invention.
" 'I'Jln proh:b'tt~-·· ~n ... of the ~n+nnt .lnnn no+ ~nn+'tnn ••cnd:n~. the "" ..., .,..... """".! .t' u..O. \.. •• t' ..... v... ...., ...,.._ -.1 "'"' .., """"""'""'too ..J , •• ...... 0 ' ... 

word generally used is 'sell.' There is a great distinction between 
vending and exposing to sale.'' Patteson,J. (255.) "The prohibitory 
partofthe patent forbids all persons 'to make, use, or put into prac
tice the said invention, or to counterfeit, imitate, or resemble the 

• 
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Similarity of structure to the patented article, until the · 
contrary is shewn, would be presumptive evidence of the 
two articles being of the same construction, and of the imi .. 

tation being a piracy. (b) 
" 

In the case of a principle, however great may be the 
improvement introduced, if the adaptation is in the same 

mode as that suggested by the specification, the difference 
being in the for~ by which the principle is 'applied, it will 
be held to be an infringement; (c) for identity of purpose 
and not of name is the criterion by which the infringement 

is to be judged. (d) 
Equivnlent, usc lVhere a patent specifiell for the use of a particular article, 
of. the use of some well-known equivalent would be an infringe. 

ment; but when certain articles are used without intending 
to infringe the patent, and the party using them does so in 
ignorance that he is thereby infringing the patent, especially 
if it is unknown to science that the particular compound 
would be produced by using the articles which were well 
known, such usc would be no infringement; (e) but, after 

same, or to make any addition thereunto or subtraction therefrom, 
&c.' The count alleges, that the defendant, without the plaintiff's 
license, exposed to sale certain chairs, intending to imitate, &c., and 
which did, &c., his invention. Do these words necessarily import 
the vending spoken of in the granting part of the patent? I think 
it means the habit of selling and offering for sale. A mere exposure 
to sale with intent, &c. is not equal to a. sale ; the word vend we 
ought to read only so as to give the meaning which would effectuate 
the purpo:;c of the patent, viz. the preYention of acts injurious to 
the patenee, with as little restraint on the public as possible. I can
not say a mere exposure to sale is injurious to the patentee, it might 
be beneficial." Coleridge, J. 

(b) Huddart v. Grimsl1aw, supra • 
(c) Neilson v. Harford, supra. 
( .. , c •1 .... T> •• ,. ~ •• ·- - . b •• c 469 rr I c.~ .. c .. s ,6. u.~. ili.a.Xu. .u.u~;scu tt. \JOWJey, We s. cat. a. ... 
(c) Heath 1'. Unwin, !) Jurist, 231. Case for infringement of 

patent for improvements in the manufacture of iron and cast-steel, 
to which, amongst other pleas, defendant Jlleaded not guilty. The 
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an action, it is presumed, the nature of the articles would be 
a publication to the world, and then user of the same things 
would be held to be an of the patent. So a 

plaintiff obtained a patent for improvements in tbe manufacture of 
iron and steel, and in his specification mentions several. The 
question here arises, upon the claim to use carburet of manganese for 
the conversion of iron into steel. The specification mentioning the use 
of the oxide of manganese, describes the part of the process alleged 
to be infringed, in these terms : "Lastly, I propose to make an im· 
proved quality of cast-steel by introducing into a crucible bars of 
common blistered steel, broken, as usual, into fragments, or a mix
ture of cast and malleable iron, and its carbonaceous matter, along 
with one to three I>er cent. of their weight of carburet of manganese, 
and exposing the crucible to the proper heat for melting the mate
rials; but I do not claim the use of any such mixture of cast and 
malleable iron and malleable iron and carbonaceous matter, as any 
part of my invention, but the use of carburet of manganese in any 
process for the conversion of iron into cast-steel ;" and, in sum
ming up his claims, he states the third to be the employment of 
oxide of manganese alone in producing of cast-iron ; and the one 
in question, the employment of carburet of manganese in preparing 
an improved cast-steel (carburet of manganese is fonned by the 
fusion of black oxide of manganese and carbonaceous matter). It 
was proved the defendant did not put the carburet of manganese, 
but the oxide of manganese and carbon, into the crucible together 
with the steel ; and evidence was given, that before combining 
with the steel, the ingredients would form carburet of manganese, 
which the jury found to be true; and, also, that the quantity of 
carburet so formed would be less than one per cent. of tile weight of 
the steel in the crucible. The patent was obtained for the usc of a 
peculiar combination of carbon and manganese, called carburet of 
manganese. The question then is, is this a mere colourable variation 1 
If the defendant substitutes for part of plaintiff's invention some 
well-known equivalent, whether chemical or mechanical, it would 
be a mere colourable variation. It is clear, from the evidence, de
fendant never meant to use carburet of manganese, and we do not 
consider the defendant can be deemed guilty of an indirect infringe
ment of the patent, for neitber he nor any one else, prior to this 
investigation, knew that carburet of manganese would be found in 
the crucible in a state of fusion ; and even then, it is a mere specu
lative opinion, though, after the verdict, we must assume it to be a 
correct opinion amongst men of science. 
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mere colourable deviation would be an infringement of the 
patent. (f) 

Where improvements are claimed, they must also be shewn 
to be new : an imitation of any part of the invention is sur. 

(f) Walton"· Potten, 4 Scott, 91. The jury found on all the 
issues for the plaintifF. After commenting upon the whole of the 
iBBues, his lordship said : "There is only one or material iBsue, 
whether sheet cards or top cards were material or not, according to 
the mode of adaptation described in plaintifF's specification. The 
jury found for l'laintifF, the evidence being the actual user of sheet 
and top cards and the trial of experiments (though, perhaps, since 
the action was brought): on the part of the plaintifF the evidence 
was positive, opposed by judgment and belief on the part of the 
defendant." Tindal, C. J. 

"' I confine my claim, &c. to the application of India-rubber 
as the fittest, &c., in which the dents or teeth are to be set 
together in the manufacture of cards, obtaining thereby a superior 
elasticity.' It appeal's to me to involve not a mere simple claim to 
the usc of caoutchouc, hut its adaptation for the reception of the 
teeth, by putting at the hack of it a linen cloth, which is proved to 
be an essential part of the manufacture, though it be afterwards 
removed." (142.) Being more elastic, it facilitates the insertion 
of the teeth. (143.) Coltman, J. 

"The plaintifF's card is formr.d by the insertion of the dents or 
teeth in a fillet or sheet composed of a slice of caoutchouc, cut from 
the block as imported into this country, or as improved by being 
made more com1mct by a chemical or meehauical pl'oceBB, cemented 
to a 11iece of linen or brown Holland, an additional elasticity being 
given to the teeth by the India-rubber in which they are im
bedded. The defendant's card is made by inserting the dents or 
teeth in a mixed fabric that has been previously saturated or im
pregnated with a solution of India-rubber, and made compact or 
firm by rolling, after the solvents have been evaporated by ex
}Josure to the atmosphere, the object being the attainment of a 
greater degree of elasticity, through the medium of the India
rubber, than the cloth would poSBess without. The principle of both 
methods is the samll ; they differ only in the manner of applying 
thr. 1 ndiR-l'llhhPr. T fhink thA vPrflirt nf thP inPV Rffirmln,. thA ., . ·- """. 
infringement was right." Erskine, J. (159.) 

"By defendant's speeification, the claim is of a new material for 
fom1ing the backs of cards, and explains it thus: &c., &c., producing 
the same result as plaintiff's by a circuitous mode," Maule, J, ( 151.) 
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ficient to maintain the action. It need not be shewn that the 
perfected article imitated in an its parts the original inven
tion;(!/) for the substance of the invention and its principle, 
and not the mere form, are to be looked ut.(h) 

The sale of a pirated article is sufficient to constitute an ~e of • . 

f (
. pllBted article. 

infringement o a patent. ') 
A in of infringement, is a competent witness a 

h . ti . U) b . ll h . competent wit-to prove t e m nngement; ut 10 a cases t e question neu. 
of infringement is a question of fact for the jury. (k) 

JN,JUNCTION. 

Proceeding by injunction is the mode which patentees Injunction. 

usually select; for in that case the infringement is stayed 
immediately, or, if alJowed to be continued, which it is 
under special circumstances, an account is directed to be Account. 

kept. 

(g) In an action for the infringement of a patent for improve
ments in a cabriolet, the defendant pleaded 1, not guilty ; 2, that 
the improvements were not ne•.v ; 3, that the plaintiffs were not the 
true and first inventors of the improvements: Held, 1st, that on 
these pleadings it could not be contended that the patent was illegal 
as a monopoly ; 2nd, that though all the improvements claimed 
must be shewn to be new, it need not be shewn that the defendant's 
cabriolet was an imitation of all of them an imitation of one was 
sufficient to maintain the action ; 3rd, that the validity of the 
patent might be considered to have come in question, so as to entitle 
the plaintifF to a certificate to that efFect under the 6 & 6 Wm. 4, 
c. 83, s. 3. Gillett "· Wilby, 9 C. & P. 334; et vide Jones "· 
Pearse, supra. 

(h) 1\lorgan "·Seaward, supra. 
f ~' n .. -: ... 1.. - 'f7 ... ... _- -··-··· . ~~' -- .... n .. .. " . ,.. ""' 
\ •1 "'"'"'• , .. , .. "• ~"'"' ..... "'' ou..l' ..... , u.a.uovu "'• .aJ.a.auu1 ~U,l'&ilth .;,, .1. • 

(j) Derosne "· Fairlie, 1 M. & Rob. ~7. 
(1-) Boulton "·Bull, supra; Hal.J "· Boot, Webs. Pat. Ca. 101; 

Heath 11. Unwin, supra. 
L 
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An; injunction is obtainable upon eto pa·rte evidence; 
In the bill, the patentee or assignee, as the case may be, 
must set forth his title and make out a sufficient primii 
facie case; the infringement must be distinctly alleged • 
In the case of Stultz v. De Ia Rue,(l) Lord Lyndhurst, Ch., 
said, '' When a party comes for an injunction against the 
infringer of a patent, he ought to state that he believes 
at the time he makes the application that the invention 
is new, or had never been practised in this kingdom at 
the date of the patent. It is not enough that he belie\•cd 
it to be new at the time when the patent was taken out;" 
and that he is the true inventor, mere belief will not be 

ffi . • 
SU Clel,., 

An injunction is always granted immediately if the paten
tee has been in possession of his rights for some tinae.(m) 

If the defendant intends to dispute the right the paten· 
tee claims, from some informality in the grant, or other 
reason, he puts in an answer to the bill ; on the hearing, 
if the Court thinks the objection to the patent is one which is 
sustainable, they will sometimes dissolve the injunction and 
direct an issue at law ; the defendant in the meantime to 

( l) 5 Russ. 32!). 
(m) Hill 'll. Thompson and Another, 3 111eriv. G22. Injunction.

Where a patent has been granted, and an exclusive possession of 
some duration has heen hat! under it, tl!C Court will interJ>osc by 
injunction, without comJ>elling the party previously to establish thll 
vahdity of his patent by an action at law; lmt when new, nnd in 
opposition it be endcavouretl to he shewn that there is no good 
Bl>ecification, the Court will Itot net upon its }>resumed validity 
without a previous trial. ( G24.) 

Harmer 'll. !'lane, 14 Ves. 130. Injunction. Wltere th.1 
patentee has been a reasonable time in possession of his grant, on 
infringement, the Court have granted an injunction until the legal 
fjuestion he tried, because there is less inconvenience in granting 
the injunetion than in dissolving it at hazard, because it may prove 
that the grant of the Crown was valid. (133.) · 

' 

' 
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keep an account of the articles he by the 
the patented process. 

An injunction is obtainable not only during the time of An injunction 

the existence of the patent, but may also be obtained after- :r:~ ~; tho 
wards, to the sale of machines piratically made dur- lapse of the 

• patent. 
ing the existence of the p..'\tent.(n) Where the pirated 
article is part of the private effects of a person, an in- Injuncti;;::, 
• • '11 t be t d to • h 1 f • ( ) when not JUnction Wl no gran e restram t e sa e o Jt. o granted. 

The injunction is intended to protect the patentee in 
the property of his invention, and prevent its usc by 
other persons during the continuance of the grant for the 
purposes of sale or manufacture by the patented process. 
lVhere a patentee has looked on and allowed the defendant Injunction, in-

. b h · f k ~ I tentioo of to mcur great y t e eredton o wor s 10r t te pur- • 
poses of carrying on the particular process, an injunction, if 
it has been obtained, will not be continued, but an account 
will be directed ; (p) but if the defendant had entered into a 
contract with the patentee, and paid the rent reserved under 
the contract,the injunction would be continued, unless he(the 
defendant) pays into court the money which became due 
before he gave the pak'ntee notice that he intended to dis-
continue the use of the license; for by ceasing to pay, he 
exposes himself to the consequent stoppage of his works.(q) 

It is usual when the Court grants an injunction, to impose Imposition of 

on the plaintiff the terms of bringing au action to try his terms. 

title: (r) sometimes the Court directs a specific time for the 
delivery of the declaration,{s) or provides that the cause 
shall be tried within a certain pcriod.(t) The fact that an 

---------------------
(11) Crossley v. Beverley, supra. 
(o) Universities of Oxford and Cambridge 1!, RichardMn. 
(p) Neilson 11. Thompson, supra. 
(9) Neilson v. Fothergill, Webs. Pat. Ca. 
( r) Wilson "· Tindal, supra< 
(s) Russell v. Cowling, supra. 
(t) Russellv. Bamsley, supra ; HUI t·. Thompson, supra. 

L2 
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action is pending against another person is an insufficient 
reason fi>r the continuance of nn etv parte injunction, 
without compelling the plaintifF to bring an action against 
the new defendant.(u) When the validity of the patent is 
established at law, the injunction is of course revived.(u) 

In a suit to restrain the infringement of a patent, the 
plaintifF is not precluded from obtaining an injunction at 
the bearing, because he did not apply for one on motion; 
but it will not be granted to him on a prima facie case, 
made out by the help of the facts proved in the cause, in 
order to give him further time to establish his title at law; 
and semble, that he must make out such a CS'!e as would 

Prfleeedinga, entitle him to a perpetual injunction.( tv) Where a person 

:h~~J~i com- is awan> of an infringement being made upon his grant, he 
menced. sw.mld proceed immediately, and not lie by, and then come 

in for the purpose of claiming a share of the profits made 
by the piratical use of the patent. (.v) Where an injunction 

.. has been obtain('{), and the jury finds there has been no 
infringement, there would be no justice in continuing it 

DBmages sus- (the injunction). The Court has no power to make the 
!:~::o~ ~r~~ plaintifF pay the defendant damages because the injunction 
iTnjuki!lction. has been continued too long.(y) In taking an account in a 

11 og on • 
account. late case, It was held the Jiroper measure of damages would 

be the amount for which the engines sold, and the profit de
rived therefrom. (z) So though a party does not make any 
direct profit by his infringement, yet if he makes an indirect 
one, such profit would be the subject of an account.(a) 

(u) Russell"· Darnslcy, supra. (1') Neilson"· Harford, supra. 
(ro) Bacon"· Spottiswoode, Dea. 382. 
(z) Crossley"· De\'erley, supra. 
{y) Morgan 'II. Seaward, Shadwell, V.C.; Beckford "· Skewes; 

Neilson to. Harford. 
(.:) Morgan v. Seaward, supra; Neilson t•. Thompson, supra. 
(a) Semble, tbat a party infringing a patent, though he does not 1nake 

any direct profit from the sale of the subject of the patent, is liable 
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Where the bill alleges that the plaintiff is the patentee of ~emurrer to 
. . . . rail b t ~ . .t! bilL an mvent1on, statmg Its nature gene y, u reaerrmg aor 

greater certainty to a in which it is sei forth 
and described at large; and alleges also, that the plaintiff 
has been for ten years in the exclusive enjoyment of such 
patent, and has established his legal title by repeated 
actions, a general demurrer, on the ground of the invalidity 
of the patent as stated in the bill, will be overruled ; and 
for the purpose of determining the validity of 11 plaintifrs 
title as the patentee of an invention, the Court will not 
make an order, upon demurrer, directing the bill to be re
tu.ined, with liberty to the plaintiff to bring an action. (b) 

to account to the patentee for a collatr 1. profit nrising to llim from 
the uRc of the patent article hy his cu '•··ncrs, as where the result of 
the invention is to diminish the amount of gas supplied to them.-8ee 
Crol'sley r. The Derhy Gas Light Com}Jnny, 4 M. & K. 72; Bacon 
r. Spottiswoudt•, Den. 3!l2. 

(b) Kay t•. 1\larshall, 4 1\1. & G. 193, note n. Thl' plaintiff 
filed a bill for an injunction after the time for demurrer had 
elapRed. Special application was made for lea"re to demur, which 
SluHlwt•ll, V. C., refused, but was granted by Lyndhurst, Ch. The 
demurrer was filed ; on argument, ordered to stand over twelve 
months, plaintiff in meantime to be at liberty to bring action. On 
applit·ation to Lord Cottcnham, Ch., the order was dismissed, •nd the 
demurrer onmtled. (1 1\lylne & Craig, 3i3.) Application was then 
made to the Master of the Rolls (1 Keene, l!JO) to file a double 
ple:l to plaintiff's bill, which was granted first, by denial of in
Yl'ntion of new machinery; secondly, alleged invention was not of 
pnhlie benefit. On the case coming on for argument, plaintiff con
sented to waive all objections in }JOint of form, if the defendant would 
consent t<~ the trial at law of the pleas, withou·~ first going into 
e\·i<lt•nee iu ecJuity, which was agreed to, and a decree made to that 
ellcct. The cause WIW tried before Parke, D., at York, when a 
,·erdict for plaintiff was found on both issues. The defendant ap
Jllicd to the lllaster of the Rolls for a new trial or special case, on 
the ground that the learned baron had taken an enoneous view of 
th<· case. On hearing, at the suggestion of the Master of the Rolls, 
with acquiescence of both 11arties, award Wll.t! made, that a case 
should he stated for the O}linion of the Court. A certificate thereto 
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Such are the remedies to · in a court of 
equity, where it is best at first to institute proceedings.;· 
though at law if an action be detel'mined against an in
fringer, a court of equity will on application, if the 
Wl'Dngful act he continued, grant an injunction. · 

The practice of the court is, never to gl'l,lnt an injunction 
without annexing a condition, which is to try the cause 
some time within a given pe~od. An injunction, when 
obtained, restrains the parties from proceeding with the 
infringement, and tnkes effect immediately, and if not dis
solved, is perpetual i.e. to the end of the patented . · ·t; 
a person proceeding in its despite would commit a -.:o .. : ··;· tit, 
which the Court would notice, and punish by fin1:: or im-

• prJsonment. 

was returned, that the patent was not valid in law. On the question 
coming on for further directions, it was ordered plaintiff's bill 
should he dismissed with costs. Plaintiff appealed to the House of 
Lords, which appeal was dismissed. 

Wcsthead v. Keene, Bca. 287. 'Vhere a l!ill to restrain the 
infringement of a }Jatent did not set forth the specification, but 
contained an extract from it, and alleged that all had been done by 
the specification which was required by the terms of the patent, 
and that the drawings, and a full descri11tion of them, could not be 
set out in the bill, and charged that the invention was new: Held, 
U}lOil the authority of Kay 11. Marshall (3 M. & C. 373), (hut with 
some doubt expressed by the Court) that the bill was not demurrable. 
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CHAP'l'ER XI. 

PJtoCEEDINOS AT LAW TO ENFORCE PATENTJm's RIORT, 

HAviNG shewn the nature of an injunction, and the bel!e- Agtion at law. 

fits attending such a mode of proceeding, it becomes neces-
sary to treat of that which is often auxiliary to the suit 
in equity, viz. the action at law. 'fhe proceedings arc the 
same whether the action is directed to be brought by the 
Court of Equity, or are commenced, in the first instance, 
at law; the same steps have to be gone through, and the 
same description of evidence (a) has to be produced, except-
ing whcu the parties admit certain things, and agree to a 
case, which is called a special case. Then the particular Specialcase, 

• l b • l ~ I d • • f I • d what. pomts to 1c su nutte( wr t 1c ec1s1on o t tc JU ges are 
determined by the parties, and the facts all agreed; such an 
issue is an issue in law, to be determined by the judges of 
the court to which it is sent. 

In cases where there is or are a particular fact, or facts, ~acts, when in 

I . d I • d . . f h L' ISSUC. 
till< ctermme , am upon tne eternnnatwn o t at wet, or 
the facts, depends the decree in equity, the trial is by jury; 
for it is a rule that the questions of law arc for the Court, 
but the facts are for th•= "' coulltry ." 

The party to bring the action is he in whom the legal in- Person. to bring 
. d 'f . h h I . the action. lcrest Is veste ; 1 m more t an one person, t en t 1e actiOn 

must be brought in their joint names, or it is liable to be 
abated fot· the nonjoinder of the parties. 

The action to be brought for an infringement of a patent Nature of the 
. . h p · I · I I bee action. 1s an actiOn on t e case. artlcs, w 1ose r1g 1ts mve n 

(a) Supra, Evidence. 

• 
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Declaration no- infringed, must shew their title in the declaration. An alle
ceasary to. gation must be made that the patent was granted under the 

great 3eal, and the letters patent must be set out (profert is 
made, but being of matters of record, oyer is never al· 

Venue. 

Not guilty. 

Pleadings, 
nature of. 

lowed); (b) and then follow the breaches complained of. (c) 
The venue is transitory, and may be laid in any county; 
but if it is laid in Middlesex, it cannot be CQanged ; for the 
substratum of the action, the letters patent, being tested at 
Westminster, the necessary affidavit cannot be truly made 
that the cause of the action arose wholly in another county.(d) 
In Beckford tl. Skewes, (e) which was an issue directed by 
the Vice-Chancellor, it was attempted to be made part of 
the order, that the cause should be tried in Cornwall, which 
his Honour refused; the venue was laid in London, and 
changed, by 1\fr. Justice Coleridge, at chambers, to Devon, 
with a condition that the jury was to be summoned from 
Exeter. So in Brunton tJ. 'Vhite, (f) on motion, it was 
refused to allow the venue to be changed from London to 
Lancaster. 

Defore the new rules, (g) by a plea of not guilty, the de-
fendants put in issue the whole of the declaration, and the 
plaintiff was obliged to support the grant in all its parts; 
but, since then, the defendant has to plead all his defences, 
and deliver with his pleas notice of the objections upon 
which he intends to rely at the trial.(h) 

If the plaintiff joins issue upon the pleas, the record 
is taken down to trial ; if not, then follows another plead
ing, called the replication, the reply to which is called 

---------------------
(b) Rex t•. Amery, 1 T. R. 149. (c) Infm, Pleadings. 
(d) Cameron t'. Grey, 3 '1'. R. 363 ; vide Rex 11. Huire, 2 Cox, 

235. 
( r-) Su]n·a. (f) i D & R. 103. 
(.q) H. 'f. 4 Wm. (h) Vide infra, Ohje;:tion~. 



SCIRE FACIAS, 158 

a rejoinder ; 80 the pleadings continue until one or other 
• • • • of the partJes JOin Jssue. 

For any thing which would afford in law an insufficient Demlll'l'tlr, 

rebuttal of the matter alleged, the opposite party may de- when. 

mur. If the insufficiency is such that the statement is 
wholly insufficient in law, then a general demurrer will 
bold; but if of mere form, then the must be 
special. 

It does not follow because a patentee loses one action tl1at Lou of an ac. 
• I b d b d fi b . . h . • tion, right to he 1s t 1ere y e arre rom rmgmg anot er actJon agamst bring another. 

another party, or against the same party, for a in-
fringement ; for it may be, the failure of the action was not · 
because of the intrinsic demerits of his patent, but from 
some insufficiency of pleading, or failure of proof. In such 
cases of failure, it would be proper for the patentee to 
persevere; for, if the failure was on acoo!!nt of his claim 
being too large, a disclaimer would cure the defect. The 
patent right continues in force until either the right is 
gone, by the time having run out, or until it is repealed by 
a proceeding called a scire facias. 

SCIRE FACIAS, PROCEEDINGS BY. 

'fhe writ of scire facias is an origin&l wlit, 80 called Scire facias, 

fmm its commencing words, and proceeds out of the what. 

Court of Chancery (because, in patents, the matter for 
which it issues is filed of record in that court). 

The writ of scire fal'ias must be founded upon some mat- On what 

ter of record, (i) nod issues when the Crown has unadvisedly ~h::~i:U~. 
grant.:d any thing by letters patent which ought not to have 
been granted, or where the patentee has done an act {or ab-

( i) 4 Inst. 88. 

-
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By wl10m it stained from doing an act) which amounts to the forfeiture 
maybe brought. of a grant. It may be brought either on the part of the 

King, to resume the thing granted ; or if the grant be in
jurious to n subject, by the subject, in which case the King 
is bound of right to permit him (upon petition) to use his 
royal name for repealing the patent by scire facias.(j) This 
applies to cases where there are two pateQts for the same 

Scire facias to 
repeal letters 
patent for an 
• • mvcutlon. 

Practice. 

• 

thing, as two markets, and where individuals are affected. 
Where a patent has b(.->ell granted for nn invention, 

the only cause for which the writ can be asked, is 
that the Crown is deceived. In this case the writ is not 
due e.v debito justitim, hut is in the discretion of the 
Crown. As the Crown is bound to see that the public are 
uot unduly vexed by n monopoly, it is also bound to protect 
the patentee against unnecessary litigation. (k) Sir W. 
Follett stated the practice for the obtainment of a scire facias 
to be ns follows: " When a scire facias is applied for, the 
Queen's warrant, directed to the attorney-general, is ob
tained upon pethion, and the attorney-general may or may 
not grant his fiat, just as it should appear to that law officer 
whether the Crown should interfere or not. 'fhe theory is 
perfectly clear. The Crown, it is said, has heen induced to 
do a wrong; the remedy provided for a case of that sort is 
a petition for a process. The Crown refers the matter to its 
law officer, and if the law officer thinks fit to advise the 
Crown not to interfere, the subject has no remedy. The 
proceeding goes upon the notion that it is a complaint 
against the Crown, except in cases where the controvP.rsy lies 
between two grants of the Crown that is, when the question 
is, which of the two grants shall prevail? and then it is a 

(j) 3 Dine. Com. 260, ct sc•h per Colcdugc, J.; 2 Suunu. 72, u, 
c•l. W4.J. 

(t) Sir Wm. Follett, aqpu:mlo Regina v. Ndkon . 
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matter exclusively between IIUhJed and subject, and in that 
case only is the writ said to be granted em debito juatitice. 
In all other cases it falls under the rule of our law, which 
does not permit a complaint to be made against the Crown, 
except with the permission of the Crown. If so, the attor-
ney-general has a right, if he chooses, to refrain from issu-
ing his fiat, without which no proceeding ca·~ be taken." 

• 

A practice has, of late, introduced, of entering Caveat against 
· h · f h · f • 1':. • h theissueof a caveat agamst t e tesue o t e wnt o scare J acnas at t e a scire facias. 

chambers of the attorney-general, upon which the parties 
come before him. 

It has been said, that in a case where there have been two Scire facias, 

ed ~ h l . h . . d b. when it issues patents grant ror t e same t nng, t c wrtt tssues eJJ e ~to ex debito jus-

jrtstitite. The application of this rule appears to have been titiEe. 

confined to cases where a market or fair has been granted, 
to the prejudice of an ancient market or fair.(l) 

Upon this point a question arh:es: if two patents for in
ventions are granted for the same thing, has the prior 
patentee a right to the writ of scire facias? 

1\Ir. \Vebster,(m) in a note, says," In the case of an in
vention, how is it to be determined they are the same? and 
if the same) the first patent may be equally invalid." It is 
clear, if the latter specification cJaims the same rights as the 
prior one, or if it be proved that the two patents were iden
tical, that the latter could be repealed by a proceeding upon 
scire facias ; but the doubt the repo~er to have, is 
whether the writ is demandable by the first patentee as of 
right. The argument in the case of Regina v. Neilson 
was, whether or not the Lord Chancellor (the writ having 
issued) had power to stop the or quash the writ; 
the argument only turned incidentally upon the right the 

(l) Suunu. U.cp. 72, u, cd. IU44. 
(tn) Web6. flat. Ca. 6G7. 
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patentee had to demand the issue of the writ. His lord
ship gave no opinion thereon, but the proceedings 
to stay, until after a case, pending between the parties, had 
been heard in the House of Lords. 

It is submitted, that in the case of an invention, the 
writ is not demandable by the prior patentee as or right, 
but it is apprehended it would be granted i~ all where 
sufficient grounds were shewn for its issue. The rellSQna 
which appear to determine this sul~ect are as follow: In 
the case of a market, &c., the after-grant infringes upon the 
private rights of an individual ; and though its a1Jowance 
may be a convenience to a particular district, yet it is also 
to the prejudice of that wherein the ancient market existed. 
But in the case of a patent upon a patent for an inven. 
tion, a much more extensive infringement In this 
case it cannot be said to be merely in prejudice of the rights 
of an indh·iclual, but of the community generally; for, 
by an undue extension of the time for which the monopoly 
was granted, it is an usurpation or assumption on the part 
of the Crown in contradiction to the rights conceded to the 
public by the Statute of MonoJhllies, and by consequence 
an infringement of the general rights of the community. 
In which case, the proceedings must be said to be such as 
concern the Crown (for its prerogatives are brought into 
quesi.ion), and the rule of law mentioned by Sir W. Follett 
would apply, and the second patent being a wrong 
wrought to the community generally, one individual more 
than another would have no right to the writ ; therefore, 
any proceeding which might be allowed, must be con
sidered as a proceeding e:v gratia. In the former case, the 
infringement is immediately of an individual right, and 
the party aggrieved would be the person who has a right to 
institute the inquiry, though mediately the rights of a parti
cular district are concerned. In the latter case, the pa-



• 
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tentee and the public are immediately concerned, for the 
public, after the lapse of the period of the original grant 
(unless under particular circumstances),(n) have a right to 
the use of the invention, and the grant would be a 
perpetuation of that monopoly to the prejudice of the 
public. In any other case of infringement than that first 
mentioned, the writ cannot be demandable by an individual, 
for no pm·ticular, but a general, right is infringed ; and it 
appears necessary that an individual right must have been 
infringed to make the writ demandable as of right. (o) 

It is said that the IMt patentee cannot apply for a scire Application for 

facias for the purpose of repealing the prior patent,(p) but b;~:~~ent 
in the case of a patent for inventions, such a proceOCing patentee. 

can be had, on the ground of its invalidity, whether for 
deceit, inaccuracy of specification, or other sufficient 
reasons. The application is not made as being the ap-
plication of a subsequent patentee, but as one of the 
public, any member of which may apply to the attorney-
general for the purpose, but cannot demand the writ as a 
right; and this is a very usual mode of annoyance adopted 
against patentees ; as where a scire facias is applied for 
by the first patentee, on the ground of the second patent 
being merely colourably different, the after patentee, out 
of revenge, applies for the abrogation of the prior patent, as 
for want of novelty, or some such defect, as in the cases 
of Rex v. Hadden, and Rex v. Lister, and Rex v. Daniels, 
and Rex v. Furnell. (q) 

The proceedings upon a scire facia& originate in the Petty Proceedings 

Bag Office in Chancery. After the permission of the attor- ~p?n a scire 
&IICUUio 

ney-general has been obtained, instructions are given for the • 
draft of the writ, which, after having been first settled by 

( n) Vide Extension. ( o) Saund. Rep. 72, u. 
(p) Saund. 72, u. 
(q) Reported in Godson's Pat. Ca. 274. · 

• 
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the counsel for the tion, is taken to the attorney
general, who grants his fiat ; but before he does so, the 

and two sureties have to enter into a bond for 
l,OOOl.,(r) conditioned to be void upon the payment of the 
defendant's costs (in event of the patents being confirmed), 
to be taxed as between attorney and client ; and treble 
costs, if the defendant is entitled thereto, under the statute 
of 5 & 6 W m. 4, c. 88, s. 8. This provision was enacted 
to protect the patentee against vexatious proceedings, the 
enactment being, if the patent right has before been 
brought into question, and the judge, whether in Chancery 
or at common law, certifies that fact, then the patentee 
shall be entitled to treble costs. (s) 

When the fiat is granted, a summons is sent to the de
fendant, whereby he is informed that the writ is issued 
against him, and directs him to appear. (t) When he has 
appeared, he may then either plead in bar or abatement. 
The usual defence is the general issue, which compels the 
prosecutor to prove all the allegations. 

If the matter be insufficient in law, as in the case of 
pleading in a common action, the defendant may demur ;(u) 
in which case, the- whole record is sent to a court of com· 

mon law, which decides as well the demurrer as the issue 
in fact. 

If the patentee, after having been warned twice, does 

(r) The reason why a security is required for costs is, that in 
cases where the Crown is concerned, costs are neither given nor re
ceived ; and unless a. bond was exacted, the patentee would bear his 
own costs, rmtl might, if successful, perhaps from malice of dis
appointed or envious men, be continually subjected to such pro· 
ceedings, but which the bond is calculated to stop. 

( s) Vide supra, p. 13, for stat. 
(t) The scire facias form recites the patent, and states the grounds 

upon which it is meant to be imiJCachcd. 
( 1') Com. Dig. Pat. F. a. 
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not appear, judgment to annul the patent may be had 
by default. If no defence is made, the judgment is by 

nil dicet.(v) 
The issue on the scire facias is allowed to be tried at bar Trial, when at 

only upon very particular reasons being given; otherwise, bar. 

the trial is at ni8i priua. At the trial, the patentee must be 
most strongly to rebut every allegation in the writ. 

If the verdict is against the patentee, a new trial will be New trial, when 

granted, if he can shew that his has not had the fullest granted. 

investigation; but the matter for which it will be grauted 
must be mate raJ as the admission of improper evidence, 
going into matters not contained in the objections detailed, 
or some other weighty reason. An affidavit by the pa-
tentee, alleging surprise, on the ground that on a prior 
trial the sufficiency of the specification was the only matter 
gone into by the Court, and he therefore did not think that 
the novelty of the invention would be impeached, and 
which he did not come prepared to meet, such an objection 
was held insufficient. (w) 

When the judgm~nt is for the Crown, it is that the ]etters Judgment for 
• ad h b k d d h I the Crown. patent of our 1 y t e Queen e revo e an t e enro -

( r) Com. Dig. Pat. F. 1.1. 
(1o) 1\Iotion for a new trial on affidavit of Mr. Arkwright, that 

on the first and second trials the sufficiency of specification was the 
only motion gone into by the Court, and on the scire facias !Jcing 
brought, he supposed it was only to procure in another shape a revi
sion of the same question, and that he did not expect the origin of 
invention would he attacked, and that he could disprove the weight 
of the evidence adduced. That the supposed immaterial articles 
in specification were necessary when the machine was employed on 
wool, and it was therefore necessary to insert them. New trial 
refused. There are two c1uestions to be tried, the specification and 
the origin of the invention, and this proceeding is brought finally to 
conclude the motion, for it is a scire facia8 to repeal letters patent. 
'l'hr questions to be tried are stated upon record ; there is no colour 
to try the cause again. (144.) Lord Wynford, C.J. Dav. Pat. Ca. 

• 
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ment cancelled*· 'tis doubtful whether the defendant can 
be compelled to ' , ver them up to be cancelled. (y) The 
entry of a 11acatm· upon the enrolment of the patent is a 

• 
sufficient <'.ancelling in law. 

Any thing which goes to the validity of a patent, and 
would be a defence in an act:on at law for- an infringement, 
would be a sufficient matter whereon to fon.nd a proceeding 

Scire facias~ by scire facias; the failure of an acticn through insufficiency 
what a suffiCient • • ld 
foundation for. of evidence, or for matters purely techmcal, wou afFord no 

Scire facias 
}lending an ac
tion. 

ground. 
The issue of a sci-re facias is no ground for preventing 

the trial of an action for an infringement of a patent ;(.z) 
but where a motion is for a nonsuit,(a) or where there 

-------------
(x) Com. Dig. Pat. F. 8. 
(V) In a very late case (The Queen v. Newton, reported in New

ton's Repcr',o1·y, vol. xxvi. p. ;JGI ), where a proceeding was instituted 
in the Chancery court, to compel the production of the letter;, patRut, 
in order to their cancellation hy erasure and hr'aking off the great 
seal, and that the non-production of them by the defendant should 
be declared a contempt, the Lord Chancellor (Lord I.yndhuroi) 
said he had no power to compel the defendant to produce them ; and 
he (the defendant), by his counsel, denied that the patent was his, 
and that he had transmitted the letters patent to his client, whv re
sided abroad, and had no power over them. After some further dis
cussion upon the point, it was decided that the enrolment of the 
patent should be cancelled, that a 11acatur should be entered upon th·1 
roll, and that the defendant should undertake to bring no writ of 
error, or make any assignment of the patent. 

(z) Muntz !l, Foster, 1 D. & J,, 942 ; 7 Scott, 898, S. C. Rule 
nisi to shew cause why proceedings in action should not stay until 
after trial of a scire facias to repeal which had been sued out, and 
which. according to the ordinary business in the Queen's Bench, 
should have been tried before this, but owing to circumstances o,·er 
which the prosecutors had no control, the matter was postponed. "As 
a general rule, plaintiff has a right to have his cause go to trial accord
ing to the ordinary course of business. This is not a sufficient case 
for the Court to interfere." Tindal,C.J. Haworth v.Hardcastle, L.B. 

(a) Haworth v. Hardcastle, supra. 
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has been a verdict for the Crown, with leave to move, in 
such case the Court will stay the proceedings until the 
question upon the scire facias is settled. (b) So in proceed~ 
ings on a scire facias where the writ is returnable after the 
expiration of the patent, and there is an appeal pending in 
the House of Lords, the Lord Chancellor will stay the 
proceeding until the decision of the appeal. (c) 

'fhe writ of scire facias must not in general terms state Statement on 

that the matter of the patent is prejudicial to her Majesty's ~:~of scire 

subjects, it must state positively in what way it is pl"E'ju~ 

dicial ; (d) and if there are any suggestions in the writ 
which are informal and improper, the attorney-general will 
ent~r a nolle prosequi thereto. 

(b) Smith v. Upton, G Scott, 804; G M. & G. 251, S.C.
Action for infringement of a patent ; venn'l in Middlesex ; cause 
c:mied down hy provi!>o, A 11cirP. frtci",q luvf heen brought to repeal 
letters patent ; a verdict was given for the Crown on all the material 
issues, with leave for the defendant to move to enter verdict for him. 
Motion had heen made, and rule was pending in Queen's Bench. 
Upon affidavit of these facts, st.ating defendant on the record was tho 
moving party in the sciro facia.~, and that the questions intended to 
he raised were substantially the same as were involved in the inquiry 
in the other court, a rule nisi was granted for postponement until 
next sittings after Michael mas Term. " Rule made absolute on pay
ment hy defendant of any costs plaintiff may have been put to in 
preparing for trial for sittings after this Term." Vide Haworth 
and Hardcastle, S.P. 

(c) Regina.'. Neilson, Webs. Pat. Ca. 665. Petition to stay pro
ceedings on a writ of scire facia.s to repeal letter~ patent. The petition 
set forth the letters patent and the inveniion, and stated suit against 
infringers, and pressed injunction. hrranted thereon, &c., and that a 
writ of scire facias was is8ued, &c., and was not returnable until after 
the extension of the patent. Petition prayed the writ might be set 
aside, and all proeeedings thereon to be stayed. His lordship 
directed the proceedings to stay until the House of Lords had given 
judgment in a case then pending before them between the parties. 

(d) Rex 11. Arkwright, supra. 
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'.fwo person~> cannot have a &eire facias to repeal the 
8llllll' patent.(c) 

---------------
{t•) Sir J.'. Pollock, ar,t11u:mlo, Regina "'· Neilson, supra. EYen· 

• 
person ill the rea)m is interested in the C<>lltillUI!.:acC of tfae )etters 
)11\tcnt. The English arc interested in the Scotch patents, nn!l the 
Scotch in the English palf.'nts. A ftcr one person has sued out a 
1rirc facitJI, another cannot do it. 

. " • 

' ·. 
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CHAPTER XII. 

I'LBAillKOR DECL.\RATJONP.: : PORUS, 

IN a prior part of this work, some general remarks were 
made upon pleading!! in actions upon patents, it will there
fore be unnt'Ccssary to repeat them this chapter being de
voted to the more technical consideration of the matter, and 
also to set out the various forms of pleading. 

It is no bar to an action that the patentee has been de· Defeat. of P~· 
• . • ten tee Ul a pnor 

fcatcd in a pnor actlon,(n) for until the patent has been action. 

repealed by scire facias, or lapsed by the expiration of 
the grant, a right is presumed to be in the patentee, and 
his remedy for an infringement of his right is by an action R~mcdy for in-

1 '1'1 b · h · · h fnngeroent. upon t 1e case. 1e per!lDn to nng t c action IS e 
who at the time of the infringement had the right to 
the property. Mr. Godson says, (b) "That when the Asa1gncc, suit 

patentee has assigned, the assignee may sue alone, or the by. 

patentee may join in the action" (citing fl 'Wilson, 42S, 
2 Saund. 115-16, a). This appears to be doubtful, for 
it must be presumed the assigno" has parted with the 
whole of his interest ; and the rule seems to be, that 
a person cannot join in an action for damages (which 
an action for the infringement of a patent essentially is, 
though the damages taken are often nominal, the plaintiffs 
being anxious to have their rights confirmed by the verdiet 
of a jury), unless the damages when recovered would 
accrue to them jointly, for which reawn tenauts in common 

(a) Arkwright t•. Nightingale, Dav. Pat. Ca. 52. 
(b) Goclson on Puteut.s, 237. 

l\1 fl 
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Auignoo, !uit cannot join in real and mixed actions. (c) In such an 
by. 

action the assignee should set out the mode by which the 
assignment was made, and not merely aver that the letters 
patent became duly assigned, without shewing how, though 
a declaration containing such an averment would be good 

Necessary aile- after verdict.(d) Thl' safe way would appear to be, to 
gations in tho d 1 • 1 f 1 • 1 Tl <lecluration. ec are m t 1e name o t ll' nsstgnee on y. 1e patent must 

he set forth, and that it was .nude under the great seal, and 
profert must be made; hut oyer is never allowed, heing 
matters of record. Then the breach must be alleged. (e) 

Actio~ ng~inst If the defendant he the public officer of a company, an 
n pubhc officer. . · • 

allegatton mud be made to that effect m the dcclarntton.(f) 
------ --- --------

(c) Wilki•tson "·Hull, I Bing. N.C. 713. 
(d) Cornish v. Keene>, in error, supra. 
(e) Gibson v. llmntl, supra. Tindal, C. J.--An nllegation in a 

dedarntion, that the defendant infring-ed tl;e patent by making, 
using, and putting in practkc tlw plaintiff's invention, is supported 
hy proof that an order waH g-i vcn mHl executed in England {Qr 
making artil'les by the same mode for which the plaintiff obtained 
his patent, and which articles were afterwards received by the 
,lor. ndant, and is sufficient "to satisfy an allegation that he made 
•• wse articles, for he that causes and procures to be made may be 
well said to have made them himself." 

(/) Galloway and Routledge v. Dleadem, public officer, I l\1. & 
G. 247. Declaration stated invention of C')rtain paddle-wheels, for 
which a patent was granted, &c. Drench. Cov~nant-made paddle
wheels in imitation of said invention, ami sold, &c., without, &c. Pleas 
-:not guilty; not first and true inventor ; nature of invention and 
manner of perfonnance not particularly described and ascertained ac
cording, ~:.c.; not new im•ention. Replication joined issue on the three 
first pleas, and took issue on the fourth, asserting the invention was 
a new invention, &c., and had not been publicly practised and used, 
&c.; admissions were made by the defendant.'s attorney, in the 
whole of which the company are mentioned as defendants. At the 
trial, the jury found a verdict for the plaintiff on all the issues, 
with nominal damages. Application was made to the judge to give 
a certificate, under 5 & 6 W m. 4, c. 83, s. 5, and to certify for a 
special jury. The judge reserved the question as to the certificate, 
but certified for special jury. In Hilary Term a rule was obtuil)ed, 
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the day of , in the year of 
our Lord, 18 

/1/iddl~.se~, } A. D. (the plaintiff \n this suit), by E. T., his attorney, complains 
to zott. of C. D. (the defendant in this s\\it), who has been summoned to 

answer the said plaintiff in an . ·.ction UJIOn the case. For that whereas the 
said A. D., before and at the time of making and obtaining of the letters patent, 
an<l of committing the grievances of tite defendant, as hereinafter mentioned, 
wns the fir~t :md true inventor of a C('rtain [describe thdnuntion], and thereupon 
our lady the <lueen, heretofore, to wit, on [date of letters patent], by her letters 
JUtlent, bearing date at \Ve~tminstcr, tlte day and year aforesaid, under the great 
seal of Englarul, and which said letter~ patent the plaintiff now brings into 
court, reciting that [set fortlt the rccital-gmnt of the patettt, condition of enrol
ment of the .•periji.catio•t, and the cla!Mcs ;,rohiMting tltc exercise of it b;,' others], 
as J.y the ~aid letters patent, refcrem·e being had thereunto, will fully and 
more at larg-e apJlear. And the Jllaintiff further sr.ith, that he did afterwards, 
to wit, on [J~v of curolment nfthc specijicationl, in Jmrsnance of the said }Jroviso 
aJHI of the said letters }JBtent, hy an instrument in writing, under his hand and 
seal, pnrtkularly descrihe and ascertain the nature of the ~aid invtmti.m, and in 
what manner the ~ame was to l1e performed anrl exeeuted, and did afterward~, 
within [time for .<pecif!ling] calendar month~, next and immediutcly after the 
dJte of the said letters patent, to wit, on the [da.v of enro!llletlt], cause the said 
in~trumt•nt in writing to he enrolled ht her 1\lnje:;ty's High Court of Chancery, 
at 'Vt'slminster, in the county of l\litidlesex, ashy recnnl of the Haid instrument 
in writing, nnw remaining of record in the said High Court of Clumcery, more 
fully appears. ;,ml the plaintiff further says, that he did always from the time 
uf making the said letters patent as aforesaid, by himself, sermr.~s, deputies, and 
ngcnts in that he half, lllake, use, exercise, and vend his said invention. Y ct the 
defendant, well knowing the }n·em;.~~ s, but continuing and wrongfully and i .. -
jurionsly intending to injure the l'laintiff, and to deprive him of the Jn·ufit he 

calJing on the plaintiff to shew cause why judgment should not he 
arrested for an insufficiency in the declaration, it not ])('ing therein 
allegre! tha. Bleadem was a registered officer of a compan_y, :::HI a rule 
also was obtained, calling on the plaintiff to shew cause why the nisi 
prius record should not he amended, by inserting-, &c. The Court 
refu,;cd to allow amendment unless plaintiff would pay costs of the 
rule fur arresting judgment, and of the ap;,Jication, and forego the 
costs of the action. Declaration should state (when action is against 
puhlic officer) the fact.. 7 Wm. 4 & 1 Viet. c. 73, s. :l. 
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would otherwise acquire by the exercise and usc and sa1le or tha enid hwention 
in the said letters patent mentioned, and within the said term o! years therein 
mentioned, to wit, on (some day before the sormce of the torit after the gra,:~ of 
tko letters patent), and on divers other days nud times betwt«n that day and the 
commencement of this suit, and within, &c. [ Btate tke bt"each ], whereby the 
lllnintiff hath been, ami iR.; greatly injured, and deprived or p great part of the 
profit.~ and admntnges which he might and would otherwise have derived and 
ac11uhed from the same invention. To the damage of the plaintiff in 
and thereupon he brings his suit, &c. 

• 

ACTION FOR INFRINOE&IENT 01' A 1'.\TENT IIY AN ASBIONEE. 

For that wherer.s X. Y. (the patenucs), before and at the time, &c. &c. [a8 in 
the form a bore, immediately after tho averment of the filing of record, ~·c.] And 
the plaintiff further says, that the said X. Y, afterwards, and before the committal 
of the several grievances heuinafter mentioned, to wit, on the [date of aRsigllment], 
hy a certain indtmture made between the said X. Y., of the one part, and the said 
A. B., plaintiff herein, of the other }lUrt, which said indenture, sealed with the 
seals of the snit! parties respectively, the plain till' now brings into court, the day 
of the datl' whereof is the day and year last aforesaid, for the consideration 
therein mentioned, did, amongst other things, assign and transfer unto the said 
A. B. [state tlw tcorJs oft/IC assignm~nt], as hy the said indenture, reference being 
had thereunto, willmorC' fnlly and at large appear. And the plo.intiff further 
sa,vs, the said X. Y. did .·ays, from the time of the making the said letters 
11atent as aforesaid until tile: mo.kin:; of the said indenture, by himself, &c. [as in 
form abo1·c], and that he, the plaintiff, hath always, from the time of making the 
said indenture, hitherto, by himself, his deputies, servants, and agents, made, 
used, exercised, and vended the said invention, to their great advantage and profit; 
yet the defendant, &c. &c. [proceed as in tlw form above]. · 

ACTIO!'i 110R AN INI'IliNGEliE!'iT \\'HEllE TUB I'LAINTII'F liAS DI~CLAIMED 

PART OF TilE INVENTION, 

For that whereo.s [as in the form. supra, p. 165] was the first and true 
inventor of so much of certain improvements in [state the im•ention] mentioned in 
the said letters }latent hereinafter stated, as is not hereinafter mentioned to have 
been disclaimed by him [then proceed as i1~ the first form, after stating the enrolmer.t 
of tlw letters patent]. And further the plaintiff saith, that afterwards, and before 
t:ommitting any of the grievances by the defendo.nt as is hereinafter mentioned, 
and after passing the statute of the fifth and sixth of Wm. 4, e. 83, to wit, on the 
1st day of l\larch, in the yea~ of our Lord lll44, the plaintiff, 11ursnant to the 
said statute, and by the leave of the then attorney-general,entered with the clerk of 
the patents of England a disclo.imer of part of the said specification which has 
been so enrolled as aforesaid, and also a memorandum of alteration of part of the 
specification, and of the title of tk said invention in the said letters patent men-
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tioned, which said disclshner and memorandum of alteration were in writing, 
11;1der the hand and seal of the plaintiff, and bore date the day and year last 
aforesaid ; and the plaintiff dill therein and thereby state the reason of tho said 
disclaimer and alteration, pmsuant to the said statute ; and that the said dis
claimer and memorandum of nlteration !lid not extend the exclusive right 
granted by the said letters patent ; and th~ ]'laintiff says, that the said dis
claimer and memorandum of alteration were afterwards, to wit, on the 5th day 
of March, in the year last aforesaid, filed by the said clerk of patents, and enrolled 
with the said specification, according to the form and by virtue of the said statute, 
ns Jn· the .-ecord of the said specificati'Jn and disclaimer and memorandum of 

• 
alteration, remaining of record in the said High Court of Chancery, will fully 
appear ; and that the titlo of the said invention, as altered l1y the said disclaimer 
and memorandum of alteration, was and is as follows, that is to say [.!tate the ~rtlc] ; 
and the J•l·'ntiff says that, after making the said letters Jlntent, and entering, 
filing, and •.. rolling the said disclaimer and memorandum of alteration as afore· 
Btlid, and within the term, &c., set out breach, &c. &c. U) 

l 1LEAS. 

Hv the new rules, (g) the defendant must specially plead Plcndin:; re
any • defence he may have to the declaration ; formerly the dt~r::~~. 
plea of not guilty put in issue the whole of the declara-
tion, but it now only puts in issue the particular in-
fringement complained of; and with the pleas it is necessary Rrquiremcnt 
to deliver a list of the objections intended to be relied upon by s\.atute. 

at the trial. (/1) 
In several cases, instead of describing the invention m Annexing 

d .~ · h "6 · · ~ d · drawings to wor s, ader settmg out t e spec1 catiOn, coptes or rawmgs pleadings. 

were annexed to the pleadings, describing the invention. In 
a lat..: case, on an application to ll judge at cham~rs to 
strike out the drawings, his lordship refused to make an 
order, whereon an application was made to the Court and 

' 

(f) Vide Chitty's Forms (vol. ii. p. 577-G) for various counts in 
declarations, for making imitation~, counterfeiting, &l~. 

(g) Hil. Term, 4 Wm. 4. 
(h) 5 & 6 Wm.4, c. 83, ij, li. Vide supm, Objections. 
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• 

a rule nisi granted, so the matter will possibly be argued 
in the next Term.(i) Considering the nature and inten
tion of the pleading, and how gradually the system grew, 
it impossible to conceive that drawings can be ad
mitted in the place of words; for if allowed in patent cases, 
it from analogy would grow into a practice, and must neces. 
sarily be allowed in other cases; especially in those where 
it was necessary to set out boundaries, resort would be had 
to plans, which would only have the effect of introducing 
confusion. Words are understandable by every person, and 
it is easy to discover whether they describe the matter in
tended to be presented; but if resort were had to plans, it 
is more than doubtful whether even the truth would be 

Introduction of elicited. It is apprehen.Jed the plan of introducing draw. 
drawings into • • 1 d' be d b · pleadings, con- mgs mto pea II'~ upon patents cannot suppmte , emg 
tr~rr tofth

1
e d contrary to the ve:y spirit and intention of pleading, which 

spmt o p ea -
ing. requires the utmosl particularity. All matters cf objection 

Not n mann
facture. 

to a patent must be set forth with the greatest nicety. 
If the objection is, that the patent is granted for a matter 

(i) Lealey v. Browne and Another, 9 Jurist, 537. Case for in
fringing a patent. The third plea set out the whole of the specifica
tion, and annexed to it certain drawings, J>Urporting to be copies of 
the drawings annexed by the ]Jlaintiff to his specification; the sixth 
plea averred that the plaintiff had enrolled no other plea t.han that 
set forth ir. the third plea; and application had heen made to Wil
limns, J., at chambers, to strike out the third and sixth pleas, or the 
drawings C(>ntainell or referred to in them, on which application no 
order was made. Application was now made to "Williams, J., in 
court, to strike out the third and sixth pleas, on the ground that 
they were insensible, except by reference to certain drawings; or 
why not strike out the clrawings a& surplusage, and contrary to the 
l'llles of Jlleading? Williams, J.: "Can the plea be intelligible with
out the design to aid the eye 1" The rule nisi was granted on the 
ground that as the drawings had been before used in pleadings with
out objection, it would be preferable to have the matter argued in 
full court. 
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not within the statutP. of Jac. 1, it must he ex~ressly set Not a manu

forth, and in the language of the statute,(j) for the plea~~~"' within, 

{j} Spilsburry and Abbott t>. Clough, 2 Gale & Dav. 17.,
Plea-thnt the said invention in the said letters patent mentioned 
was not, at the time of making the said letwrs patent, a new manu
facture within this realm, within the true intent and meaning of the 
act of Parliament in that case made and provided; to which there 
was a demurrer: "'fhat it does not appear with certainty whether it 
is intended to dispute that the invention is new or that it is a mann
fncture within the meaning of the statute; and although in the 
plea it is alleged that the said illvention was not at the time of 
making the letters patent a new manufacture, yet it is not stated, 
nrr does it appear thereby, whether the said defendant intends to 
rely upon the fact, that the invention was at the time of making th~ 
said letters patent publicly known, or that the said invention was 
not new to the inventor, and also that the plea attempts to put in 
issue matter of law, viz. whether the invention is a manufacture 
within the meaning of the statute." Notice was also given that the 
dcclamtion would be objected to. The declaration was held to be 
good, as to the goodness of the plea. " Suppose the words of the 
statute had been followed, then I think it would have fallen within 
that rule of law which aUows cf a complicated position, though con
sisting of several facts. But the words of the statute are not fol
lowed; wl1ich are, ' the sole working or making of any manner of 
new manufacture within this realm.' Therefore, being used in the 
ordinary sense, it is left Joubtful whether the objection is that the 
invention is not new, or that it is not a manufacture within the statut" 
of James. The plea is bad." Lord Denman, C.J. " If the pie a 
had omitted the words ' within this realm,' it might have been 
good; but, ng it stands, it applies those words to the invention, 
whereas the Act applies them to the working or making." Wight
man, J. 

Walton v. Potter and Horsfall, Webs. Pat. Ca. 5!18. Pleass-
that the invention was not, at the time of making the said letters pa
tent, a new invention, as to the public use and exercise thereof within 
England ; setting out specification, and averring that the said in
vention was unfitted and useless for the construction of sheet-cards 
and top cards, as therein described. Under these pleas, it was con
tended, that the objection that the inventio~ was not the subject
matter of letters patPnt, being the application of a known substance to 
a purpose, and in a manner well known, was open to the defendant. 
(On motion in arrest of judgment), the matte1· was not exprcs~ly 

• 



Must not be 
ambiguous. 

170 LAW OF PATENTS. 

must set forth the matter of the defence, and not be so 
framed as to leave the plllil.'tifF in doubt as to the defence 
intended to be adopted. 

Title larger If the objection be that the title is larger than the in
thafl nti. the speci- vention, it must be directly raised ; an averment that the 
1ca on. 

specification is insufficient does not raise the question.(k) 
For a principle. So where the objection is, that the patent is for a principle, 

Denial of 
utility. 

it must be made the ground of a substantive plea, and is 
not put in issue by a plea that the invention is not new.(l) 
'When the objection is, that the invention is not useful, a 
plea merely denying the utility is insufficient; "it should, 
as in Arkwright's case, 1iasitively say it is prejudicial."(m) 
Parke, B., in the case of Morgan v. Seaward, (n) said, 
" The grant of a monopoly for an invention which is alto
gether useless may be well considered as mischievous to 
the state to the hurt of trade, and generally inconvenient 
within the meaning of the statute of James 1, and that it 
might be the proper form (in such a case) to use the words 
of the statute, and not to plead the want of utility. So the 
utility of an invention cannot be put in issue by a plea 
that the plaintiff' is not the first inventor."(o) 

decided, the Court being of opinion that this objection upon the plras 
was not open to the defendants. Third issue only raises the question 
whether, being a manufacture, it was in puhlic use anJ exercise at 
the time the patent was granted or not, and not whether it was a 
manufacture within the meaning of the stat. of Jac. I. (u61.) 

(k) Dcrosne v. Fairlie, supra. 
Neilson v. Harford, Webs. Pat. Ca. 312. Pleas not guilty, 

not true invention, ill\·ention not new ; setting out s}!ecificatiun, 
and traversing compliance with the rule, as to the description, enrol
ment, &c. ; not useful. J>arke, D., in addressing the jury, held that, 
Uiulcr these pleas, the title to the patent was not put in issue. 

(!) llousehill Company v. Neilson, W ehs. Pat. Ca. uui ; J upe v. 
Pratt and Another, ibid. 161. 

( tn) Per Altlcrson D., J U!Je v. Pratt, supra. ( n) Supra. 
(o) Ilousehill Company t•. Neilson, Webs. Pat. Ca. 600. 
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When the objection is, that the ~pecificatior , · ...es not Not sufficiently 

sufficiently describe the invention, it L .ust be directi; put ~=:ti~':,thc in· 

in issue, for many slips in pleading are c•treJ .fter vnc'' ~t; 
for it is a rule of pleading, that if an issue c-.~uld hav · :een 
material, the Court, after verdict, ought to inten1: · · ""' (p) 
In the case of Morgan v. Seaward,(q) a plea w1..;, '• that 
the said invention was not an improvement in st.eam-en· 
gines." The Court said, " On reference to the spedfic'ltion 
and by wh&t appears upon the record, it is by no means cJ~ar 
that the patentee does not claim an improvement in ... t~arr 
engines unconnected with machinery, ani i~ :~e does t:J. 

the plea would be probably bad on dzmun-er, tts it is tiD-

certain whether the plea does not deny the in\'ention to be 
an improvement in steam-engines unconnected with r .. _ 

chinery." So under the issues of infriu~ement and oeni. '.1:ringement 

f I · · a}' f 1 · · 1 • • s.o d · ..nd denial of o t 1e ongm 1ty o t 1e m'lentiOn, un O;JJection wun e.. originality. 

upon the vagueness of the specification ;s not rabed. (r) 
When there is a confession of an infrinJ!emrnt, the avoid- Confession and 

b 1 . d d' d f l 11voidance. ance must e p am an uect, an s... ... ~dttet" o aw 
must be shewn whereby the patent is rt.1u1. · · · <~oid; an 
3\'Cftnent in a plea that the defer '1t wr , l .. Jer U 

license obmined from another and . .o , ,; · · . :.: is 
insufficient. (s) So where the declara .' -,· l. • , enrol-

----------
(p) Kemp v. Crewes, 1 Ld. Raym. 107. \ , : 1ra. 
(r) Russell v. Crichton, Vebs. Pat. Ca. in not'" ... 7. 

(s) Stocker v. Waller a11d Others,!) Jurist, l~L.- f d.Se for in
fringing patent for certain improvements in pumps. Declaration set 
out patent and enrolment, and entry of a disclaimer ; and allegPt. 
that after making letters patent and entry of disclaimer, the defen
dant made and sold certain, &c., in imitation of the said invention. 
Plea after grant of letters patent, ancl before declamtion, her l\la
jesty did grant to B. letters patent fo·: a certain invention of im
provements in water-closets and stuffing-boxes applicable to pumps 
and cocks, and the defendants say the said patent i:; still in force, 
and is not void ; and that by license of the said B., use said inven-
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ment of a,specHication, and a plea setting forth the proviso, 
and P..Vetring that no other specification was enrolled, is bad, 

·tor it does not traverse the averment in the declaration; 
and if intended as a traverse, it is circuitous and bad, and 
amounts to an argumentative denial.(t), A plea denying 
that the grantee of letters patent ascertai~ed and described 
the nature of his invention should conclude to the country; 
if it is corJcluded with a verification, it is bad upon special .c 

.. -' 
demurrer. (u) 

tion, Sll fllr as relates to stuffing-boxes applicable to pumps ; and that 
they have used said invention, &c. Verification, Demurr·er, for that 
it is no answer to an infringement, by default of the letters patent, 
that the defendants work under a license from another and subse
quent patentee, and other points. Tindal, C. J.: "I consider the 
plea to be bad : it aBRumes to be in confession and avoidance of the 
cause of action iulegcd in the declaration ; the confession, which I will 
asRume to be good, must amount to an admission of an infringement 
of that portion of plaintiff's patent which remains after effect is 
given to the disclaimer. But there is no sufficient avoidance; it .. 
ought to shew t.hat the patent of the plaintiff, as diminished by the 
disclaimer, is void in law. The fact of disclaimer does not necessarily · 

. . . original patent was void, for the object of the statute was .. · 
. . ~ ... "io{.bnJyf:P ebable inventors to set themselves right when their }Jatents 

'· ''•.' W'Juld hilve ;been void, but to remove doubts which otherwiSP. lumg 
\ , .. ~ 1l:Vf!r t.~-:3 r,art\es bringing actions for infringements, by enabling them 
. . ; I l • ' ; ~ w disClaiM· a •pat~ of the specification. 
:· (t) Muntz.~. Foster, 7 Scott, N. R. 471 ; 1 D. & L. 737. 
';:, ."{ : I. (~}(Be~tljlJr '11. Gouldthorpe and Another, 4 Law 'fimes, 414.-

' . , Declat:atiQR ~et out letters patent for making cards for carding cotton, 
-. - .. and eil.i-Olment of specification, and that patentee assigned to A., who 

assigned to B. Breach making, using, &c. said invention ; 
making, using, putting in practice said invention; making, using, and 
putting in practice said invention; making, using, and putting in 
practice part of said invention ; counterfeiting, imitating, and re
cently making, &c. divers addit.ions, &c. and pretending to be in· 
ventors. Plea-pat~ntee did nrJt ascertain, &c., according to mean· 
ing, &c. of letters patent. Verification. Demurrer. Plea neither 
traverses nor confesses any material averment of declaration, and is 
ambiguous us not averring patentee did particularly describe, &c., 
and uuce1·tain whethe1· such 11hla intends to traverse averment in 
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declaration, ".lr to confesa and avoid the eame by virtue of llome new 
mntt.er. If fonner, it should have concluded to the country ; if latter, 
defendant should have set out new matter, by force, &c. : defendant 
seeks to avoid avennents in declaration, and should have concluded 
to the country. Tindal, C. J., in delivering judgment said,." The 
question is, whether seventh plea should have concluded to the counM 
t1·y, which depends whether averment in declaration> which the plea 
in terms denieR, was a material averment. If so, it should have 
concluded to the country. We are of opinion the averment was 
material. 'l'he meaning of the condition ·is (specifying) that if spe
cification be not enrolled within six months, patent is void; if not 
from date of patent, at all events from the end of six ntonths. It is 
alleged in the plea, that the grantee of t.he letters patent did not parM 
ticularly describe and asc2rtain the notification of his invention, 
11ccording to the meaning of the letters patent, refening t.o the de
chration ; it alleges filing of specification, so in substance the plea 
seems to have denied the averment mo<lo et formtl. We think plea 
should have concluded to the country." 

Stead "· Ca."'Gy, 5 Law Timtls, 74.-Declaration stated grant 
of patent for wood-pa,ing, and ibat a specification should be enM 
rolled in four months, which was not enrolled until six months, and 
th~n averred an act of Parliament was obtained to form a comM 
pany to carry out patent, and that specification enroUed six mon~hs 
after should be as effectual as i f enrolled within time named in le~ 

• • 

ters patent. Declaration then assigned breaches, several 
menta of patel'.ts. Pleas - .. seventh, title was too large. 
Eighth, reciting act to establish a company, and that 
the said act mentioned had not purchased said letters 

.... ~ 
or car- '.() 

ried on trade, &c., and no company, &c., and said 
operative. Ninth recited, before passing said act, 
piration of the four m'lntbs, a patent was granted 
out, and justified infringement of plaintiff's patent, 
tion of defendant. To seventh plea, letters patent in 
stated was granted for, &c. General demurrer to eighth , 

Sf~HOOIJ 

cial demurrer to ninth. The objection was, that the word of making 
and paving, &e., and not for making, &c., was used, which Tindal, 
C. J., held, "was got rid of by the a.llegation, in manner and form 
as the defendant has above thPreof alleged," which we see, on look
ing at the plea, the traverse is good ; it says he did not take out the 
letters patent by that description. "By the act, Stead's patent was 
confinned in substance as well as in words." Tindal, C. J. 

• 
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FORMS . 
• PLEA, NOT GUILTY, 

In the Queen's Bench. 
The day of , in the year of our Lord 18 , 

C. D. The defendsnt, by J. B., his attorney, says that he is not, nor was, 
a t s guilty of the said alleged grieva:tces above laid to his charge, or 
A. B. any or either, or any part thereof, in mannel.' and fonn as the 

plaintiff hath abovt~ thereof complained against him, and of ~is he puts himself 
upon the country. 

PLEA, THAT THE PLAINTIFF WAS NOT THE FIRST INVENTOR, 

And for a further plea in this behalf, the defendant says, that the plaintiff was 
not at the time of the making of the said letters patent the true and first inventor 
of the said [set out the inoontion], in manner and fonn as the plaintiff has in the 
declaration in that behalf above alleged, and cf t.Ms the defendant puts himself 
upon the country. 

THAT TilE PLAINTIFF tS NOT ·THE FIRST INVENTOR OF PART OF TilE 

INVENTION CLAIMED, 

And for a. further plea. in that behalf, a.s to so much of the said alleged inven
tion and improvements in the said letters patent mentioned, and in the said spe
cification firstly described, the defendant says that the plaintiff was not, at the 
time of the granting of the said letters patent in the said declaration mentioned, 
the true and first inventor of the said supposed improvements or inventions in 
manner and form as the plaintiff has in the said declaration in that behalf alleged 
-<country, &c. · 

THAT PART OF TilE INVENTION WAS PUBLICLY USED AND KNOWN. 

And for a further plea in this behalf, the defendant says, the said alleged 
inventions and improvements in the said letters patent mentioned, and in the said 
specification firstly described and ascertained, were not at the time of making the 
said letters patent, or of the presenting of the said petition therein mentioned, a 
new invention or improvement, but part thereof, to wit, so much of the same as 
is firstly described in the said specification, had been and was long before the 
said petition and grant of the said letters patent, publicly used snd made, and 
openly exhibited for sale, to wit, by the defendant, in that part of the United 
Kingdom of Great Britcin called England, nor was nor were the said alleged 
improvements and inventions invented or found out by the plaintiff; by reason 
whereof the said letters patent were wholly void ; and this the defendant is ready 
to verify. 
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THAT THE PLAINTll'F DID NOT SPECIFY THE NATURE 01' HIS lNVENTIO:N". 

And for a further plea in that beba1f the defendant says, tha~ the plaintiff did 
not, by any inatrumcnt in writing, psrtieularJy describe and ilseertain the nature 
of hill said invention, and set forth in what manner the satr.e was to be per
formed, in manner and form as the plaintiff has in that behalf above alleged.
country, &c. 

~HAT THE PLAINTIFF DID NOT EN:.lOL THE SAID SPI!CIP1CATION, 

And for a further plea in tllis behalf, the defendant says the plaintiff did not 
cause any instrument in writing particularly deooribing and ascertaining the 
nature of the sa1d invention, and in what manner the same was to be prrt'ormed, 
in manner and form P..S the plaintiff has in the declaration in that behalf above 
nlleged ; and of this, &c. country. 

THAT THE INVENTION IS NOT USEFUL, 

And for a further plea in this behalf, as to the said improvements and discove
ries in the said dednation mentioned, tlte defendant says that they were not, at 
the time of granting t.~e said lett~rs patent, nor have been, nor are, from thence 
hitherto, of any public or general use, or benefit, or advantage whatsoever, nor 
were nor are the same, in fact, any improvement Y:-hatever, or i.n any manner 
beneficial to the public; by reason whereof the said letters patent were, and still 
are, wholly void and of no effect ; and this -verification, &c. 

TIIA'l' HER MAJRSTY DID NOT GRANT THE LETTEUS PATENT, &c, 

And for a further plea in this behalf, the defendant says that our Indy Queen 
Victoria. did not grant in manner and fotm as in the said declaration nlleged ; 
and of this, &c.-country. 

THAT THE INVENTION WAS NOT TilE PROPER SUBJECT 01' A PATENT, 

And for a further plea on this behalf, the defendant says that the said supposed 
inventions, improvemP.nts, or discoveries in the said letters pa~.ent in the said 
de<'laration mentioned, and in the said specifil!a.tion described, were not, at the time 
of making the said letters patent, or of presenting the said petition, nor are nor 
ever luwe been from thence henceforth, a manufacture properly and lawfully the 
subject of letters patent, according to the form and within the intent and mean
ing of the etstute in such case made and provided (and this verification). 

THAT THE INVENTION WAS NOT NEW, 

And for a further p::ea in this behalf, the defendant says, that the said alleged 
invention or discovery in the said letters patent and instrument in writing men
tioned, described, and ascertained, was not, at the time of making the said letters 
patent, a new invention as to the public use-and exercise thereof in the United 

• 
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Kingdom, nor was the ~~arne invented or found out by the plaintiff; hy reason 
whereof the said letters patent were and are wholly void ; and this, &c. verifi.. 
cution. 

TIJAT TRR LETTERS PATENT WERE OBTA!!'ED BY FRAUD, 

And for a further plea in this behalf, the defendant says, that the letters 11ateni 
in the said declaration mentioned were procured through and l:y reason of the 
fraud P,nd misrepresentation of the plaintiff, and of others in collusion with him; 
und this verification, &c. 

' 

LEAVE AND LICENSE, 

And for a further plea in this behalf, the defendant says, that he committed 
the ·said grievance11 in the declaration mentioned, at the time in the declaration in 
that behalf mentioned, by the leave and license of the plaintiff, to him first 
given and granted for that purpose, as he lawfully .might, for the cause afore
said ; and this, &c. verification, &c. 

• 

• 

. . 
• • 

• 

• 

• 
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CHAPTER. XIII . 
• 

NOTICE OF OBJECTIONS, 

BEFORE the statute 5 & 6 of W m. 4, c, 83, patentees, Benefit of the 
upon bringing ~ctions against the infringers of their rights, 5 

& 6 Wm. 4• 

were put to grent and often needless expenses, by not 
l;r.owing upon what particular part of their invention the 
defendant would ground his defence, or by what particular 
defect he would endeavour to extenuate, or rather to justify, 
his infringement. In order to guard the plaintiff against 
.such needless expenses, the above statute wns enacted.(a) 
J)efore that time, the plaintiff was obliged to be armed with 
proof at .all points to support his patent, but now his atten-
tion is directed only to particular points, and on examination, Objeetio111, in· 

if he finds he cannot rebut, he can abandon the action tention of. 

without incurring the great expense its prosecution would 
occasion him. · 

By the 5th of the statute,(b) it is directed thedefen-

• 

(a) Fisher"· Dewick, 4 Bing. N.C. 71G. The object of the statute 
was not to limit the defence, but the expense, and more particularly 
to prevent the patentee from being uvset by some unexpected turn 
of the evidence, it was intended the defendant should give an honest 
statement of the objP.ctions on which he meant to rely. (710.) 
"The protection of the patentee was the object of the statute, as par· 
ticulars so general afford no assis.ance." Park, J. (710.) "And 
let the patentee know what objections he hld to meet." Vaughan, 
J. (711.) "The Court should see that the objections are stated in 
a definite and intelligent fonn before trial ; the defendant may bring 
forward any number of objections, but be must state with precision 
what they a1·e." Coltman, J. (711.) 

(h) Supra, p.l5. 
N 

• 

• 

• 
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dant shall deliver with his pleas a notice of the objections to 
the patent upon which he intends to rely, (i.e.) to shew in 
what the patent is defective, and if he succeeds in proving his 
objections, his use of the protected manufacture would be 
justified, and the verdict would be ~inst the patentee. 
But even this provision is not in al1 cases\~ sufficient guard. 
Mr. Justice Cresswell proposed to extend, the rule farther 

' 

than the statute directed. In the case of WaJton t~, Bateman 
' 

and Others,(c) his !vrdship said, "I cannot help thin1dng 
that it would be a very good rule to establish, that with the 
notice of objections the defendant sbou)d be compelled to 
say under which plea he means to bring forward the ditferent 
objections." No case which the author has met with has 
gone as far as the observadon of his lordship pointe:d ; and 
it will be found, by a perusal of the cases cited under this 
heading 1 •f the su hject, that their lordships are careful, upon 
the matter being submitted to them, that "" vague or inde
finite objections are allowed, and which vigilance goes far 
to obviate the necesS~ity of the step suggested by his lord-
ship a~ve, to cure the evils to which he adverted as 
prompting his observation. (d) 

ES:eet of non· The objections are demandable by the force of the sta-
delivery of no· · d h • d 1i ld be lied li ' tice of objec- tute, en t e1r e very wou compe , on app cation, 
tion. by u rule of court granted for that purpose. If the defen· 

dant fails to deliver them, it is apprehended the plaintiff 
could not treat pleas delivered without them as a nullity, 
and sign judgment as for want of a plea; though it is Raid 

(c) Webs. Pat. Ca. 616. 
(d) " I fear that in this case and in others, objections so dr&V111, 

without any specific statement as to the plea under which they are 
to be given in evidence, instead of serving to help us in the due ad· 
ministration of justice, may serve as traps and pitfalls for judges 
and juries to be caught in." Coltman, J, And see further obscrva· 
tions in note d, W cbs. Pat. Ca. 268. 
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the objections are a part of the case,(e) and without them 
the defendant could not proceed with his justi6cation, for 
the words of the statute are express, " and no objection 
shall be allowed to be made in behalf of such defendant, un
less he shall prove the objections stated in such notice.,(f) 
The words of the statute upon a default would appear to 
point to a judgment of nil dicet. It is presumed, on refusal, 
the Court would act summarily and grant an attachment 
against the defendant, his attorney, or both, for contempt. 
One case only appears upon record wherein the pleas were 
delivered without notice of objections, and which occurred 
almost immediately after the statute came into operation; in 
that, the CoUl't directed the objections to be delivered, and 
the pleas pleaded to stand, on the assumption of the defen
dant's having pleaded de novo. {g) 

The objections must be more definite than the pleas Objections 

h h be • h' h h 1 f h must be defi-(thoug t ere may cases 10 w 1c t e anguage o t e nite. 

pleas might be sufficient in every respect to satisfy the 
intention of the statute). (h) They must particularly state 
the matters which militate against the stability of the 
patent.(i) Yet, at the same time, they must not go beyond 

(e) Neilson"· Harford and Others, 'ide Wel.Js. Pat. Ca. 309, in 
tzotis. The objections being read, do not give the right to a reply ; 
for they are a part of the case, and should be read when the plead
ings are read. 

(/) 5 & 6 Wm. 4, c. 80, s. 5; supra, :'\'• 15, 16. 
(g) Losh o. Hague, Webs. Pat. Ca. note a., 205. 
(h) Neilson"· Harford, supra. Case. "But it may be that the 

plea itse!f is sufficiently explicit, then the words of the plea would 
be sufficient." Alderson, B. In delivering the judgment of the 
Court, in the case of Neilson v. Harford, Parke, B., said, " The ob
jection may be so fully and completely expanded upon the record, 
that a mere transcript of the plea itself may be sufficient; in othel' 
C!\ses the plea may be so general in its language, as to be insufficient 
ns a notice, if transcribP.d from the plea merely. Each case must 
depend .1pon its peculiar circmmstances." Ibid, 

( i) Jones t>, Berger, 5 1\1, & G. 208; 6 Scott, 208, 
Nfl 

• 
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the pleas·; (i.e.) they must not include matters to which 

Infringement of a patc!lt for a mode of treating farinaceous matters 
for the purpose of obtaining starch and other products, a~·~ !n :ma
nufacturing starch. Pleas Not guilty; not first inventor; did not 
particulr..rly desclibe and ascertain nature of said invention; that 
said invention was in use at and befcre the ti~e of obtaining t.hr, 
patent. Objections -That Jones v.as not first anil true inventor, tli~ 

• 
invention having been made public in two prior spec,ficationsofpaten ;s 

(naming person&), and also by other persons, and in other books an.:: 
writings ; that said specification does not sufficiently distinguish be
tween what is old and what new ; that the process is not beneficiP.lly 
applicable for obtaining starch from all farinaceous matter, and 
that }>atentee did not state in said specification ~he most beneficial 
manner with which he was acquainted for obtaining the same; that 
the directions are not such as wc.uld enable any ordinary workmau 
to make starch of a quality suitable for the general purposes of 
commerce, and the specification is in other respects insufficient, and 
calculated to mislead ; that said invention was in use before, particu
larly as applied to rice and rice-flour, was known and in use, and 
practised by persons engaged in the manufacture of lace, and such 
fabrics, and in clear-starchi;1g. "The new rules of plel'.ding were 
promulgated inHilaryTerm, 1834; the new Patent Act, 1836 (5 & 6 
Wm. 4, c. 83). We are not therefore at liberty to say the legisla
ture were not aware of the new rules under which the plea of not 
guilty in actions on the case was so materially abridge<!; and when 
we find the legislature directed the defendant shall give the plain
tiff a notice of the objections on which he intends to :.·ely, it is rea
sonable to think they must have meant to 1·equire something more 
particular than the pleas. What degree of particularity is required, 
it may be difficult to define. I think it would be a more fair com
l'liance with the statute, that the objection should disclose the names 
of the authors, or specify the books upon which the plaintiff means 
to rely. No hardship is imposed upon the defendant; he can add the 
names oi other publications to his notice, any time before the trial, 
by applying to a judge at chambers (215) ; tllat 'elsewhere' be 
struck out, and if' other places' are found therein, add, &c. ; the words 
'and elsewhere,' are too general, and might mislead" (distinguishing 
this cnstl from Fisher v. Dewick). A particular of objections 
delivered by the defendant in an action for infringing a patent right 
must be precise and definite. It is not sufficient to say that t!te 
improvements, or some of them, haYe been used before; the defendant 
should point out which. Tindal, C. J. 
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the pleas do not relate,(j) so they must not tend to mis
lead. (k) 

• • 

The notire of objections is not conclusive upon the defen- Sufficiency of. 

dant at his peril; but the Court, under its general jurisdic:-
tion, may order a further and fuller notice; but where the 
notice sufficiently points to the matter intended to be relied 
upon as a defence, the Court will not interfere; as where 
the objection alleged that certain persons have used the 
invention claimed, and that therefore the invention is not 
new, the Court will not direct that the names of such per-

• 

sons shall be furnished; ( l) and so, where it was stated 

(j) Macnamara v. Hulse, I C. & 1\I, 471. 
(k) To a declaration for the infringement of a patent, the defendant 

pleaded that the nature of tile invention, and the manner in which it 
was performed, were not. particularly described in the specification ; 
and also, that the invention was not new ; and the objections delivered 
with the pleas, under 5 & 6 Wm. 4, c. 83, s. 5, stated, first, that the 
S}>ecification did not sufficiently describe thll nature of the invention, 
and the manner in which it was to be perfor.!led ; and secondly, 
that the invention was not new, and had been wholly or in part 
used and made public before the obtaining of the letters patent::
Held, that the first of these objections was sufficient, but that the 
second was bad, and ought to have pointed out what portions of the 
alleged invention were previously in use. Heath t', Unwin, 10 M. 
& W. 684; 2 D. P. C., N. S. 482. 

(l) Bulnois v. Mackenzie, 4 Bing. N. C. 127. "I think the act 
of Wm. 4, c. 83, comes within the same C(lnstruction as the statutes 
of set-off. It is doubtful whether, under the words 'notice of 
objections,' we can 1equire the names of those persons who are 
alleg~d to lJave used the plaintiff's invention, and therefore, so 
much of the order is rescinded, and the judge at N. P. will admit 
or I'eject evidence as to those persons, according as he may deem 
them to fall within the terms of the notice." Tindal, C. J. "The 
act was intended to afford the plaintiff more specific information 
than was given by the defendant's plea; and I think the present 
notice insufficient." Vaughan, J. "I think the order goes too far 
in requiring the names of all the other persons who are alleged to 
have used the invention." Bosanquet, J. "It would be throwing 
too great a difficulty upon the defendant to rec1nh·e him to disclose 



• 
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in tbe objection, that articles similar to ·those patented 
were made by the defendant and others several years before 
the date of the let~ers patent, and their sale to divers per-
· sons, and, amongst others, to one A. B., the Court, on 
application, refused to strike out the words " divers per
sons," or direct a description of the ot~er persons to he 
g!ven;{m) but in other cases such worc:J.s have not been 
allowed.(n) When the objection is that\ the matter hall 
been before specified, or that the descriptio~ bas appeared 
in a eertain book or books, and the patents wherein the 
r,pec~fications have been enrolled were not named, nor the 

the name and address of all the persons 'o?ho a1•e alleged to have 
been using the plaintiff's invention." Coltman, J. 

Regina v. Walton, 2 ~. B. 969. --Patent for carding wool. . 
Proceedings on sci. fa. were instituted. Supposed invention was not 
new as to the public use in England, and that before the grr,nt of 
the letters patent, parts had been used by others in England. 
Notice of objection was filed, stating another patent of A. claimed 
part of the invention, but neither declaration nor objections spccifiPd 
the names of any persons supposed to have used parts of such inven-
tion. Application was mr.de to the l\laster of the Rolls to direct 
the names of such persons to be given, but it was refused. The record 
was brought into this court, and cause set down. Lord Denman, C. J., 
refused to make a rule m"si absolute for such particulars, saying, "We 
agree with the l\laster of the Rolls rathP.r than the Court of Common 
Pleas, and think the particulars should not be ordered." 

Bentley 'D. Keighley, 1 D. & L. 944. Tl1e notice of particulars of 
objection, delivered by the defendant in pursuance of the 5 & 6 
Wm. 4, c. S.'l, s. 5, stated, amongst other grounds of objection, that 

••• 
I • • . ' -. - ,, 

• 
• 

the invention was known "to A. B. and others," who were the true 
invenwrs thereof, and han firat used and cxei'ili&ed the :!.':ImP. i~ . 
England : Held, that the defendant was not bound to specify the c >c::

names of the other parties. Tindal, C. J ., said, " I am not pre-
p~r:!d to say 'and others' should be struck out ; it is not imputed the 
words are inserted for the purposes of fraud, and defendant may 
not know the names of the others." 

(m) CarJ•enter v. Walker, Yvebs. Pat. Ca. note B, 298. 
(11) Vide Fisher v. Dcwick, GaU~wa~· v. Blcadon, Heath r. 

Unwin. 
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names of the authors of the books, in bOth the notice 
of objection will be directed to be amended by such addi~ 
tion.(o) So if the objection is, that the patent, or the exten
sion of the patent, was obtained by fraud, it must be stated 
wherein the fraud consisted.(p) Stating that the invention ·· 
is not sufficiently set forth in the specification is suffi
cient,(q) 80 that the plaintifF did not state the best mode 
of effecting the object of the patent with which he was 

'- - .. --• 

• 
• • ' 

• 
' • 

" • 
• 

acquainted. (r) , .· · 
' The Court are particular in confining the proofs to the Proof or objet.~ 

ti """uin:d . letter of the notice of objections, and their being too iarge is ona ·-'1 •! 

an error as fatal as if they did not put a matter sufficiently 
important in issue ; for if the notice of objection is, "that 
the invention was used by many persons, and the proof 
is that it was only used by one, the objection is not 
proved."(B) 

. : I 

Provision is made in- the statute for the amendment of Amendment of 

the uotice of objection by the addition of other objeo- ~!;!~~ "'' objec- · ··. 

(o) Vide Jones 11. Berger, supra. Tindal, C. J. 
(p) Russell"· Ledsam, 11 M. & W. 647 ; 3 D. P. C., N. S. 347 •. -

To an action for the infringement of a pntent, the defendant 
pleaded I, That the patentee was not the true and first inventor ; 
2, That the invehtion was not, when the letters patent were granted, 
a new inventilln; 3, That the report af the Judicial Committee of 
the Privy Council, and the letters patent thereupon, were procured 
by fraud, covin, and misrepresentation : Held, first, that the notice 
9f objection delivered under the 5 & 6 Wm. 4, c. 83, s. 5, need. not 
atate who the first inventor was, or under what circumstances the 
invention had been previously used. 

::lecondly, that if the defendant objects that the patent is not new, 
ho; should srecify whether he ?bjccta to the patent generally on that 
grounJ, or to part only; and if so, to what part. 

Thirdly, that the notice ought to state the species of fraud, covin, 
and misrepresentation by which the patent was procured, on which 
he intendR to rely. 

(q) Heath v. Unwin, supra. (r) Jones v. Berger, supra, 
(s) Per Erskine, J. Jones v. Berger, Webs. Pat, Ca. 547. 
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tions;(t) and the Court has decided that, in accordance with 
its practice, it has power to amend particular objections, and 
which amendments will be made at any time before the trial 

. ' of the cause, and therefore any plo>'l which tbe plaintiff may 
have to urge, as to the generality of the objections of which 
notice is given, must be proceeded with before trial, for 
at the trial it would be too late, and hisl.complaint would 

• • 

' not be attended to. {u) , 
Direction of a The Court will not generally direct a specimen of the 
specimen of the. • be · h d fi d • 'd · 'd h' invention to be mventmn to gtven to t e e en ant, m or er to a1 1m 
declared. in the preparation of his defence, the specification beirig, 

unless in very particular cases, sufficient.{v) But when 
there is any intricacy as to which of the patented articles 
the complaint relates, the patent having been granted for 
several articles of a similar character, the Court will direct 
that the p!aintif!' shall rleliV('!' to the defendnnt !IUch a de
scription of the articles presumed to be pirated as may direct 
him in his defence. (w) 

(t) Section 5. 
(u) If the notice of objections, delivered by a defendant with his 

pleas in an action for the infringement of a patent, pursuant to the 
stat. 5 & G W m. 4, c. 83, s. 5, be not sufficiently specific, the plain
tiff's course is to a]l]Jly to a judge at chambers for an order for the 
delivery of a more specific notice; but if he omit to do so, he cannot 
ohject to the generality of the notice at the trial : the only question 
then is, whether the notice is sufficiently large to include the ob
jections relied on by the defendant. Neilson v. Harford, 8 l\1. & W. 
llOG; Bulnois t', lllackenzie, supra. 

(v) Crofts v. Peach, 2 Hodges, 110. The Court will not direct a 
specimen of plaintiff's invention to be delivered to the defendant in 
order to his ascertaining whether the invention is new; to put the 
novelty in issue, he can ]Jlead the invention is not new, the speci
fication giving every necessary information as to the invention. 

( w) Perry v. l\litchel, W cbs. Pat. Ca. 269. Where the patent 
was granted for a number of art.ides of the same character (steel 
Jlcns ), on an action being brought for an infringement, the Court 
( Excheq ner) directed that a notice of the particular articles in-

.. 

. ' 

• 
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In Scotland the (lbject of the statute is obtained by meana ~cotlnnd, rule 

of the closed record, therefore the statute does not apply tom. 
cases prosecuted in the Scotch courts. 

CERTIFICATE OF THE JUDGE. 

Another effect of the statute of the 5 & 6 of W m. 4, 
c. SS, is to prevent a patentee being needlessly vexed and 
put to expenses by being continually compelled to defend 
his rights: the statute enacts, that if any action at law 
or suit in equity be brought for an alleged infringement of 
the patent, or Bcire facias to repeal it, it shall be lawful 
for the judge to certify upon record, under his hand, that 
the validity of the patent came into question before him, 
which record being given iu cviJcnce in fillY other suit, and 
a verdict pass for the patentee, &c., he shall receive treble 
costs in the suit, to be taxed at three times the taxed costs, 
unless the judge trying the issue certifies against such 
treble co3ts.(a) The certificate should not be directed to 
the pleas, but to the notice of objections delivered with 
them, {b) and where the plaintiff recovers a verdict, with 
nominal damages only, in order to render the certificate 

fringed sho. >C given by the plaintiff, which he did, referring to 
the particular llens by diagrams and numbers. 

(a) Vide supra, 5 & G Wm. 4, c. 80, s. 3 ; supra, pp. 13, 14. 
(b) Losh v. Hague, 5 l\1. & W. 387; 7 D.P. C. 495. The certifi

cate given by a judge under the Patents Act, 5 & G Wm. 4, c. 83, 
s. 5, should be as to the determination of each objection of which 
notice has been given, and not as to the issues. 

\Vherc a defendant, in an action for the infringement of a patent, 
succeeds on the plea which goes to the whole action, he will be 
entitled to the general costs of the cause, deducting the costs of the 
objections on which the plaintiff has succeeded, and of the issues 
fcund for him. 

.. • 
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unde:· 5 & 6 W m. 4 available, he must also obtain a cerM 
tificate under S & 4 Vi('.t, c. ~4, s. fl, that the action was 
brought to try a right,(c) and the certificate should be 
applied for before another cause is called on ; for Parke, B., 
in the case of Gillet v. Green,(d) expressed a doubt wh~ 
ther the judge had power to grant it then : after the taxa
tion of the costs the Court expressly de(;_ided it could not 
be granted. The statute applies only to\ causes actually 
tried. In a late case, where issue had beeri,joined and the 
cause called on, and the defendant consented to a verdict 
against him for nominal damages, the judge (ErskJne, J.)
refused to give the certificate (the pleas guilty, 
alleged invention not new, specificati(Jn did not, &c.), b~ 
cause the interests of a third person are concerned, and such 
consent might have been fraudulent by the collusion of 
the parties. (e) In order to obtain the certificate it is not -
necessary that the validity of the patent should be put 
directly in issue; a plea which puts it partially in issue, as 
that the invention is not new, is sufficient. (f) 

------------------
(c) Gillett v. Green, 7 1\I. & W. 347; et vide Thompson v. Gib

son and Another, G Jurist, 3!JO; Page '17. Pearse, 9 Dowl. P. C. 815. 
-.In cases where the patentee has obtained a verdict and a cer
tificate that tht: validity of the patent came into question, in a subse
quent trial, if the plaintiff reco\·ers only nominal damages, unless 
the judge certifies that the action was brought to try a right, the 
plaintiff, by the operation of the 3 & 4 Viet. c. 24, s, 2, will bo 
deprived of his treble costs, under the statute of the 5 & 6 Wm. 4-, 
c. 83, s. 3 ; and Parke, B., said, "That the words of the act being 
'where damages are under 40s., unless the judge shall immediately 
certify' that the action, &c., that it might be a question wl1ether the 
judge could grant a certificate, even after another cause was called 
on." (d) Supra. 

(c) Stocker and Another '17. Rodgers and Another, 1 C. & K. 98. 
(f) Gillett and Another v. Welby, 9 C. & P. 334 • 

• 

• 
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PLEAS ALLOWED TO BE PI.EADED TOGETHER. 

"\\'hen it is desirable for the defendant to plead several 
pleas, care must be taken that a distinct ground of answer 
or defence is intended to be established in respect of each 
one proposed to be pleaded ; otherwise, upon application to 
a judge at chambers, they will be ordered to be struck out: 
but in all cases a rule (order) must be obtained where the 
defendant wishes to plead tWC't or more pleas;(a) for if they 
are pleaded without such rule, the plaintiff may sign judg
ment;(b) that is, where two or more pleas are pleaded to 
the same part of the declaration,(c) which in actions for 
infringement of patents is usually the case. 

'Vhere a disclaimer ha8 been entered under a patent, the 
defendant will not be allowed to plead similar pleas to the 
whole invention and to the undisclaimed part.(d) In a 
case where it is doubtful, from the language of the specifi
cation (which described six inventions), whether each im
provement was described separately as the invention pro
tected by the letters patent; on application, a plea was allowed 
to be added, which denied that two parts of the invention 
were not new manufatures within the meaning of the statute 
of James, there being already a plea upon the record 
denying that the invention was a new manufacture within 
the meaning of the statute of Jac. l.(e) Pleas that the 
articles in respect of which the patent was granted were 
generally known previously to the grant of the patent; 
that the alleged improvements were not an invention in 
respect of which a patent could lawfully be granted; and 

(a) Archbold's Attorney's Guide, vol. i. p. 284. 
(b) Hockey 'D. Sutton, 2 Dowl. 701. 
(c) Archer 'D. Garrard, 2M. & W. 63. 
(d) Clarke v. Kendrick, 3D. P.C. (N,S.)3!12. 
(e) Bentley !7, Knightly, 1 D. & L. 944. 
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a similar plea as to part of the alJeged invention, in addi· 
tion to a plea that the invention was not a new manufac
ture within the meaning of the statute of Jac. 1, were not 
allowed. Tindal, C. J., in refusing to allow the two pre-
ceding pleas, said, " It to me the defence which the 
defendants are desirous of setting up ~nder the :lourth 

• 

and fifth pleas may be well set up in th~ third (which is 
th~ last plea above); that plea involves as well the question 

I 
of novelty, as whether or not the alleged , invention is a 
manufacture within the statute of James."(/) · 

CASES OMITTED OR REPORTED AFTER THE PRECEDING MATTER 

WENT TO PRESS, 

Haworth v. Hardcastle and Others, 1 Bingham's N.C. 190.
Patent for machinery, &c. to facilitate the operation of drying 
calicoes, &c. &c. Specification stated mode in whid1 the ope!':ttior. 
was to be pe1formed, &c., and for removing the same, &c. by m~ans 
of which, &c., and then followed the claim with respect to the novelty. 

Machine not The evidence was in some measure conflicting, and the machine 
useful in 3ome failed to take up certain cloths stiffened with clay for deceptious 
cases, purposes. The jury found the invention was new and useful; the 

specification sufficient for a mechanic, properly instructed, to make 
a machine from ; that there had been an infringement u110n the 
patent, and that the machine was not useful in some cases, (187.) 

Scire facias can- The verdict was entered for plaintiff, with leave for the defendant 
not be obtained to move to enter a nonsuit. "if a machine is useful in general, be
for declaration. cause some cases occur in which it does not answer, we think it 

Mandamus to 
enforce rights 
of patentee. 

would be much too strong a conclusion to hold the patent void ; we 
think we should act with great hazard and precipitation if we were 
to hold that the plaintiff ought to be nonsuited U}>On the ground 
that his machine was altogether useless for one llf the purposes 
described in his specification." (190.) Tindal, C.J. 

(l\fandamus to enforce rights of patentee.) In a patent for an 
invention, it was stipulated that the patentee should apply for his 
Majesty's service so much of the invented article as should be re-

(/) Walton v. Bateman and Others, 4 Scott, 307 ; vide Walton t•. 
}lotter, 4 Scott, 01 ; W cbs. Pr~ Ca. 598, note h. 

• 
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quired, at such reasonable prices and terms as should be settled for 
that purpose by the Admiralty. The patentee allowed the article to 
be made at thA royal dock-yards, and, at the request of the Navy 
Board, gave instmctions for the guidance of the smiths there, 
without stipulating for any recompense for the use of the patent!:-
Held, that a manuamus would not lie to the Admiralty to fix a price 
to be paid to tlte·patentee. Ex: parte Pering, 6 N. & M. 472. 

' 

' 

Cornish v. Keene, supra. A new patent, sealed in 1832 and en- A patent ob. 
rolled in May, 1833, is no answer to an action for the infringement tained before 
of a patent not enrolled until June, 1833, the patentees having, in pa~n;hwh~h 
March and April preceding, publicly sold and supplied the London to~ee~r~lm~t. 
market. The mere fact of the enrolment of Desgrand's specifica-
tion after the plaintiff's patent was sealed and his discovery known 
upon the market, docs not of itself alone afford any proof whatever 
of the want of novelty in the manufacture made under the plain-
tiff's patent. (589.) Tindal, C. J. 

Hill 'D. Croll, 9 Jurist, 645.-C., the owner of two patents, Agreement to 
agreed, in consideration of 2001., to purchase of the plaintiff (and purchase con
of another person, with his consent), at stipulated prices, all s:lque~t upon a 
articles of a particular description which he should require for paten ' 
working his pai.eut~, tmu ~ell w the piainLifi', at ce1·taiu Htipulated 
prices, the products of certain processes of the patents, and to no 
one else, without his consent; plaintiff, on his part., agreed to supply 
the patentee, and to purchase from him the said products, On 
filing a bill for the specific performance of the agreement, it was 
held, that, as the Court had no power ~ compel the plaintiff to 
supply the articles in question, it could not decree the specific per-
formance ofthe agreement, either in whole or in part. . . 

Nerkells 'D. Haslam, 9 Jurist. In this case, w;..ich was for an Counsel's fee. 
injunction, objection was made to the allowance of the Master, 
on the taxation of the costs, of a retainer of 55!. and a fee of 
30 guineas to the attorney-general. "The objection is to the fee, 
and not to the counsel. A most serious blow would be aimed at the 
liberties of the people of this country, as represented by counsel, if I 
were to interfere in the way this petition asks. Every person has 
a right to choose his own counsel, and it is for him to determine 
whom he will have. If the plaintiff having in contemplation, as 
I have no doubt he had, the trial which would take place, and 
thought proper to employ the first counsel, in either event he had 
a right to do ao." Vice-Chancellor of England. Objection overruled 
·with costs. 

The King, by letters patent, granted to two persons, their heirs King's printers 
and assigns, the office of king's printers in Scotland for forty-one in Scotland. 
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years, to use and enjoy ita profits and prhileges, ·ao far as the oame 
were consistent with the articles of the Union; and r.specially the 
sole privilege of printing, in Scotland, Bibles, New 'festaments, tlie 
psalms, prayer-books, confessions of faith, and the greater and lesser 
catechi.ems in English. The patent prohibited all other p.;;rsons 
from printing in, or importing into, Scotland from any parts beyond 
the seas, any of the books, without authorit~ from the patentees, 
under pain of confiscation : H"ld, that the patentees had the ex
clusive right of printing these books in Scot}flnd, and that the 
.English Bible could not be sold in Scotland. Mn~ers, App., Blair, 

' Reap., Bligh, 391. \ 
Bedellsand Anothert~. Massey, 2 D. & L. 322. 'Channell, S~Jrjt., 

shewed cn.use, citing Morgan"· Lea ward, Co. Litt. 260, a; Baddeley 
'1:'. Sepangwell ; Hyndi's case ; Eden's cn.se. Case for infringement of 
patent. Declaration made profert of letters patent, but did not set 
them out verbatim. Defendant, who was under terms to plead issua
bly, delivet~J abstract of pleadings; amongst others, non concessit, in
vention was of no importance, no use to public. " The objection to 
the plea of non concessit is, not that it is at variance with the 
abstract delivered, but that it is no plea at all. It seems to me to 
lle ~11e o• 'y ·-e 1-.- .:..1.:,1. - ~-"--~--· M- d't-~u•- the nl'l.',~< " · .. W Vli UJ 'n' J.11\,;.L1 di \,U;J,.t;U.UQ:J.ll: \JUrl..l O.i,_J \."0 • ,;,ut,: ... LI Q:, 

letters patent, and shew the plaintiffs claim one thing, whereas the 
letters patent grant another. No inconvenience cn.n result ; the 
plaintiff will have to produce at the trial the exemplificn.tion of the 
letters pabmt, and shew they agree with the declaration, and the 
plea will be answered. Tindal, C. J. (325.) Non concessit is an 
issuable plea, and within the terms under which defendant was to 
plead issuably. Maule, J. 

• 
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• 

CHAP•.rER XIV. 

SECURING PROPERTY BY REGISTRATION, (a) 

UNDER THE 5 & 6 VIeT. c. 100; ANI> 6 & 7 VIeT. c. 65. 

THE expense of procuring patents, and the exceeding Registration of 

difficulty under the rigid construction of law adopted, pre- designs. 

vented the inventor of many useful improvements in manu-
factures from exclusively enjoying, for such a period as 
would recompense him for his trouble, the fruits of his in-
genuity; so that it was only in matters of great import-
ance (and of a particular character) that persons could 
afford to apply for the grant of letters patent. 

From time to time, commencing from the twenty.seventh Statut.es afford

year of Geo. 3 (1787}, acts have been passed which have ~:,~:~ 
afforded manufacturers in p81-ticular trades a partial pro-
tection. The acts of the 5 & 6 Viet. c. 100, and 6 & 7 Viet. 

(a) The first idea of protecting inventions for a short period by 
registration seems to have been given by the Designs Act, 2 Viet. 
c. 17, which, though intended for the protection of ornamental de
signs and patterns, did not exclude those for articles of utility, and 
many such were registered under its provisions ; but in 1842 it was 
thought fit to make an alteration in this law, by admitting to pro
tection in the same manner other articles which did not then fall 
within ita scope, for which end the act 5 & 6 Viet. c.100, was passed, 
which applies to ornamental designs exclusively, thus shutting out 
most of those articles which had been registered under the previoue 
act ; and so great a deprivation was this felt by many who had 
availed themselves of its protection, that the author of this work was 
induced to memorialize the Board of Trade, who, nfter considering 
the mat.ter, informed him that they had some idea of ameliorating 
the law in this respect, and in a short time a bill wao brought into 
Parliament, and passed~-the present att. (A.P.) 

• 



• • 

19~ LAW OF PATENTS • 
• 

c. 65, in conjunction, have extended the benefit to every 
branch of manufacture, whereby an impulse has been given 
to artistic and mechanical ingenuity ; and so important has 
the subject in the eyes of manufacturers, that a 
school of design has been established for the encourage
ment and protection of artistic merit, i~ connection with 
mar. ufactures. \ 

• • 

5 & 6 V!!:":". c. 100, DIGEST AND CoNsTRUCTio'N oP TilE AcT • 
• 

Statute to come Sed. I. This act to come into operation 1st of Septem-
~~~08~~~:111~~~. her, 184~, and the then acts ~7 Geo. 3, c. 38, Geo. 3, 

c.19, ~4 Geo. 3, c. ~. ~ Viet. c. 13, and the ~ Viet. c. 17, 

Duration of 
copyright. 

Copyright, for 
what obtain
able. 

from thence are repealed. 
II. Any copyright granted by virtue of the said acts, to 

continue in force until its lawful expiration, and all of
fences thereunder to be suluected to the remedies therein 
provided. 

III. New and original designs (except for such things 
as are contained within the provisions of the statute of 38 
Geo. 3, c. 71, and 54 Geo. 3, c. 56, which statutes princi
pally related to works of art), whether applicable to the 
ornamenting any article of manufacture, or any substance, 
artificial or natural, or partly so, whether applicable for the 
pattern, or shape, or ornament, or two or more such pur
poses, and whether effected by printing, painting, em
broidery, weaving, sewing, modelling, casting, embossing, 
engraving, staining, or any other means, manual, mechani
cal, or chemical, separate, or combined. The PROPRIETOR 

of such design, it not having been before published in the 
United Kingdom of Great Britain and Ireland, or else
where, (b) shall have the 1·ight solely to apply such design 

• 

(b) The design must be new: the words here used are restrictive. 
An introduction from abroad would not, it is apprehended, be pro
w~ted, as in the case of the introduction of a now invention under 
the 21 of James I, c. 21, 

• 
' ' . ' 

• 
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to any artir.le of manufacture, or substance aforesaid, pro
vided the same be done (c) in the United Kingdom of 
Great Britain and Ireland, for the terms hereinafter men
tioned, which terms will be computed from the registration 
of the designs. · 
In respect of the application of any such design to orna

menting any article of manufacture contained in the first, 
third, fourth, fifth, sixth, eighth, or eleventh of 

the classes following, for the term of three years : 
In respect of the application of any such design to orna

m::mting any article of manufacture contained in the 
venth, ninth, or tenth of the classes following, for the 
term of nine calendar months : 

In respect of the application of any such design to orna
menting any article of manufacture or substance con
tained in the twelfth or thirteenth of the classes follow
ing, for the term of twelve calendar months: 

Class l. Articles of manufacture composed wholly or 
· chiefly of any metal or mixed metals: 
Class ~. Articles of manufacture composed wholly 

or chiefly of wood: 
Class 3. Articles of manufacture compos..:d wholly or 

chiefly of glass: 
Class 4. Articles of manufacture composed wholly or 

chiefly of earthenware: 
Class 5. Paper hangings : 
Class 6. Carpets, floor and oil cloths : (d) 

(c) It is apprehended, if the design is not used, that the certificate 
would be void or, at all events, unless the proprietor could shew 
user, or an intention of user (manifested by some decided steps), be 
would not be entitled to the penalties imposed by the act for an in
fringement of the design for the act being, in many of its enact
ments, strictly penal, that mode of construction would be adopted 
which is most in favour of the liberty of the subject, regard being at 
the same time had to the evident intendment of the legislature. 

(d) Vide G & 7 Viet. c. 65, s. 5. 
0 
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• • 

Class 7. Shawls, if the design be applied solely by 
printing, or by any other process bv which colours 
are or may hereafter he produced ·upon tissue or 
textile fabrics : 

Class 8. Shawls not comprised in Class 7 : 
Clas~ 9. Y a~,. thread, or warp, if the design be ~p

phed by prmtmg, or by any other process by wh1ch 
colours are or may hereafter he p\-oduced : 

Class 10. Woven fabrics, composed_ of linen, cotton, 
wool, silk, or hair, or of any two or more of such 
materials, if the design be applied' by printing, or 
by an other process by which colours are or may 
berea ter be produced UJ>OD tissue or textile fabrics; 
excepting the articles included in Class 11 : 

Class 11. Woven fabrics, composed of linen, cotton, 
wool, silk, or hair, or of any two or more of such 
materials, if the design be applied by printing, or by 
any other process by which colours are or may here· 
after be roduced upon tissue or textile fabrics, such 
woven fa rics being or coming within the description 
technically called fumitures, and the repeat of the 
design whereof shall be more than twelve inches by 
eight inches : 

Class 1 ~. Woven fabrics, not comprised in any pre
ceding class : 

Class 13. Lace, and any article of manufacture or 
substance, not comprised in any preceding class. 

IV. 'l'he design to be protected must be registered 
before publication, and, at the time of the registration, 
applied to some article in the above-mentioned classes,(d) 
by specifying the number of the class. The name of the 
person registering must be registered as the proprietor 
of the design; and after publication, the name of the pro
prietor shall appear upon the article to which his design 
applies: if the manufacture be a woven fabric, by printing 
upon one end; if another substance, at the edge, or upon any 
convenient parts, the lettel's Rd, with the number or letter, 

(d) Vide Sec, III. supra. 



• 

• 

REGISTRATION OF DESIGNS. 195 

or number and letter, corresponding with the date of the 
r' _;istration. The mark may be put upon the manufacture, 
by making it on the material itself, or by attaching thereto 
a label containing the proper marks. 

V. The author of the design is to be considered the pro- Who allowed to 

prietor thereof, unless he has executed the design for another regiater. 

person,for a good or valuable consideration; then such other 
person shall be considered the proprietor, and shall alone 
be entitled to register it ; but his right to the property 
shall only be co--extensive with the right which be may have 
acquired; for, it may be, he has not the exclusive right, 
but a right of application in conjunction with another 
person. 

VI. A person acquiring, by purchase or otherwise, a Assignment of 

right to the entire or partial use of a design (i. e. registered the design. 

design), may enter his title in the register provided by the 
act; and any writing purporting to be a transfer of such 
design, and signed by the proprietor of the design, shall 
operate as an effectual transfer ; and the registrar, on the 
production of the writing, or if the right be acquired by any 
other mode than purchase, by producing evidence thereof 
to his satisfaction, shall insert the name of the new pro-

• pnetor. 

FOR~I OF TRANSFER, 

I, A. B., author [or proprietor] of design No. , having transferred my 
right thereto, [or, if such tramfer he partial,] so far as regards the ornamenting 
of [describe tlze a11icles of mmzufacture or substances, or tlze 
locality with respect to whicl& the riglzt is transferred], to B. C., of 
do hereby authorize you to insert his name on the register of designs accordingly. 

FORM OF REQUEST TO REGISTER, 

I, B. C., the person mentioned in the above transfer, do request you to register 
my name and property in the said design as entitled [if to tlze entire usc] to the 
entire use of such design, [or, if to the partial use,] to the partial use of such 
design, so far as regards the application thereof [describe tlze articles of ma11ujac
ture, or the lccality in relation to which the right is transferred]. 

0~ 
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FORH OF REQUEST WHEN THE PROPERTY DEVOLVES UPON A. PERSON BY 
. 

ANY OTHER MODE THAN BY TRANSFER, 

I, C. D., in whom is vested by [state !JanJ:rupUJI or otMrwise] the design No. 
[or if s-ucl1 deoolution be of a partial right, so far as regards the appli

cation thereof] to [describe tlte articlu of manufacture or atlhstarn:e, or tlte localitJI 
in relation to whick t!ze right ka1 deoolved]. 

Infringement VII. If during the existence of the right (whether it be 
of design. 

of the entire or partial use of such design), any person, 
without the license in writing of the regi~,tered proprietor, 
shall apply such design, or a fraudulent imitation thereof, 

• 

to the ornamenting of any article of manufacture, &c. for 
the purposes of sale, or publish, sell, or expose for sale 
any article of manufacture, &c. to which such design, or 
fraudulent imitation thereof, shall have been applied, after 
having received a verbal or written notice from any other 
person than the proprietor that his (the proprietor's) consent 
has not been given to such application, or has been served 
with or had left at his premises, a written notice signed by 

Summary re- the proprietor or his agent to that effect, (d) shall for every 
medy. 

offence forfeit a sum of not less than five pounds and not 
exceeding thirty pounds, to the proprietor of the design. 
The penalty may be recovered as follows:-

England. In England, by an action of debt, or on the case, against 
the offender, or by a summary proceeding before two 
justices, having jurisdiction in the district wherein the 
offender resides. 

Any justice acting for the county, riding, division, city, 
or borough wherein the offender resides, may act ; but he 
must not be concerned in the sale or. manufacture of the 
article, or in the property of the design. 

The appearance of the offender is compelled by a sum
mons, appointing a time and place ; which time must not 
be less than eight days from the date of the summons. 

Service to be made on the person or at the residence of 
the offender. 

(d) Ser. VIII. in continuation. 

• 

• 
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On appearance of the party, or on his default, two 
justices, ~ above, may hear the complaint, and on proof by 
the confession of the offender, or by the oath of one or more 
credible witnesses (to be administered by the justices), 
they may convict the offender in the penalty aforesaid for 
each offence the aggregate amount of the penalties up to 
t'be time of the institution of the proceedings not to exceed 
1 001. against one person. 

If the amount of th-, penalty and the costs attending the 
conviction are not paid, then the amount of the penalty, of 
the costs; and the costs of the distress and sale, sl1all be 

' 

levied by distress upon the goods, &c. of the offender, 
wherever he may happen to be in England, and the 
justices before whom the conviction was had, or any two 
justices acting for any county, &c. wherein the goods of 
the offender may happen to be, may grant a warrant of 
distress and sale; any overplus to be delivered to the 
offender on demand. 

FORM OF INFORMATION, 

' 

' ' 
" 

• 

Be it remembered, That on the , at 
county of , A. B., of 

, in the 
, in the county of 

[or C. D., of in the county of , at 
the instance and on behalf of A. B., of , in the county of 

] cometh before us and ,two 
of her Majesty's justices of the peace in and for tl1e county of 
and gh·eth us to understand that the said A. B., bei1re and at the time when the 
offence hereinafter mentioned was committed, was the proprietor of a new and 
original design for [here describe the design], and that within twelve calendar 
months last past, to v.it, on the , at , 
in the county of , E. F., of , in the 
county of , did [kct·e describe tke offence], contrary to the form 
of t.he act pasued in the year of the reign of her present Majesty, _ 
intituled, "An Act to consolidate and amenrl the Laws relating to the Copyright 
of Designs for ornamenting Articles of Manufacture." 

FORM OF CONVICTION, 

Be it remembered, That on the day of , in the year of 
our Lord , at , in the county of , 
E. F., of , in the county aforesaid, is convicted before us 
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• 

and , two of her l\Iajesty's justices of the peace for the said 
county, for that he the said E. F., on the !lay of , in 
the year , at , in the county of , did 
[Jiere describe the offenr,e ], contrary to the form of the statute ir.. tl10.t case made and 
provided; and we the said justices do adjudge that the said E. F., for l!is offence 
aforesaid, hath forfeited the sum of to the said A. B. 

In Scotland. 

In Ireland • 
• 

' In Scotland, by action before the Coutt of Session in the 
ordinary form, or by summary convict,on before sherifF 
of the county wherein the offence was \committed; the 
proceeding as in England, but according to the Scotch 
form. · . 

In Ireland, by action in the superior court, or by civil 
bill in the civil bill court of the county or place wherein 
offence was committed. 

Proprietor may IX. Or the proprietor, if he so elects, may bring an 
elect between • fi h d h 1 · ed b h 1' · the summary actiOn or t e amages e ms sustam y t e app tcatton 
:::!~tfa~~n or imitation of the design for the purpose of sale, or by the 

publication and exposure to sale, against any person !Jil 

offending, he (the offender) knowing that the proprietor of 
the design had not given his consent to such application. 

'!ron~ully re- X. If a person wrongfully gets himself registered as the 
g~stermg and • f d . h . h f l . . 
applying to the proprietor o a estgn, t e r1g t u owner may mstttute a 
courtsofequity. suit in equity against him, and the judge having cog-

nizance of such suit may, if it appears to him that the 
design has been registered in the name of a wrong person, 
in his discretion, either direct the registration to be 
cancelled (in which case it will from thence be wholly 
''oid), or direct that the name of the lawful proprietor shall 
be substituted for the name of the wrongful proprietor in 
the register, ancl make such direction as to the costs as he 
may think fit. '!'he registrar, on the service of the order 
or decree, and on paying of the proper fee, shall comply 
with the same. 

Continuing the XI. '!'he marks denoting a re()'istered design must not 
marks after the to 

expirnti?n of be applied to any article not registered, or to any article the 
the certtficnte, 

• . . 
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registry of which has expired, or any marks similat• thereto. and applying 

A person applying such marks, or selling articles so marked, :~d =~:.S· 
knowing them to be unlawfully applied, shall forfeit for 
every offence a sum not exceeding 51., to be recovered in 
the way directed to recover the penalty.(e) 

XII. Proceedings for offences and injuries under this Limitation of 

act to be brought within twelve months from the commis- proceedinga. 

sion of the ofFence, and not after. Persons proceeding 
under the act to recover their full costs. 

XIII. In cases of summary proceedings, the justices Power to award 

may award costs to the party prevailing, and grant a war- costs. 

ra11t to enforce the payment against the summoning party. 
XIV. The appointment of the officers, &c. to be in the Appointment of 

lords of the Committee of the Privy Council for the con- officers. 

sideration of all matters of trade, &c.; the appointments to 
be during pleasure; the salary of the to be fixed 
by the Commissioners of the Treasury ; the lords of the 
Privy Council to make rules, &c. 

XV. The registrar is to register no designs, in respect of M~e of regis

any application thereof to the ornamenting manufactures, tcnng. 

&c., unless he is furnished, in respect of each application, 
with two copies (drawings or prints) of such design, accom-
panied with the name of the person who shall claim as 
pl'Oprietor, or of the style of the firm under which he may 
be trading, with his place of abode, or place of carrying 011 

business, or other place of address, and the number and class 
in respect of which the registration is made; he must 
register all such copies, &c., from time to time successively 
as they are received by him for that purpose, and on every 
such copy, &c. affix a number corresponding to such 
succession. He shall retain and file one copy, &c., and 
return the other to him from whom be receives it, and 
class such copies, &c., and keep an index of them. 

• 

(e) Supra, Sec. VJII. page 19fi. • 
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~uty or the re- X VI. On the copy returned to the person registering, 
gl8trar. the registrar shall notify, under his hand, that the design 

has been registered, date of registration, name of the regis
tered proprietor or firm, plat-e of abode, &c., with the 
number of such design, with the number or letter employed 

' 

by him to denote or correspond with the\rcgistration : such 
evidence of a registration certificate mad~ on any original 
design, or copy, &c. purporting to be sign~d by the regis
trar, or deputy registrar, purporting to have the seal of the 
office affixed, in the absence of evidence to the contrary, be 
sufficient proof of the design of the name of the proprietor 
0 of the registration ° of the commencement and period of 
registry of the person named as proprietor being proprietor 

0 of the originality of the design, and of compliance with 
the provisions of the act. 

The writing (purporting to be such certificate), in absence 
of proof to the contrary, shall be received as evidence with~ 
out proof of the signature or of the office seal. 

In&pection of XVII. Any person, on payment of the appointed fee, to 
the designs, 
when .\llowed. be at liberty to inspect any design whereof the copyright 

had expired; of such of which the copyright has not ex
pired, no inspection shall be allowed, unless by the proprie
tor of the design, or by a person appointed by him, in 
writing, or by the special authority of the registrar, and 
then only in his presence, or in that of a perscn holding an 
appointment under this act ; and in no case shall a copy be 
allowed to be taken. The registrar, on a person producing a 
design, having thereon the registration mark, or the regis
tration mark only, may give him a certificate stating whether 
there be existing any copyright of such design, and to what 
particular manufacture such copyright applies the term 
of the copyright date of registration, and the name and 
address of the regh;tered proprietor. 

:t:C~i:r!es. XVIII. The Commissioners of the Treasury to appoint 
the fees to be paid for the service of the registrar, &c. &c. 
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XI X. If the registmr, or any person employed under Exceas or duty. 

him, shall demand or receive any fee or gratuity, &c., other 
than the remuneration authorized by the Commissioners of 
the Treasury, he shall forfeit for every offence 60l., to be 
recovered in an action of debt in the Court of Exchequer 
at Westminster, and be rendered incapable of holding, &c. 

XX. And for the interpretation of this act, be it enacted, 
that the following terms and expressions, so far as they are 
not repugnant to the context of this act, shall be construed 
as follows; (that is to say) the expression " Commissioners 
of the Treasury'' shall mean the Lord High Treasurer for 
time being, or the Commissioners of her Majesty's Treasury 
for the time being, or any three or more of them ; and the 
singular number shall include the plural as well as the 
singular number ; and the masculine gender shall include 
the feminine gender as well as the masculine gender. 

XXI. And be it en&'ted, that this act may be amended 
or repealed by any act to be in the present session 
of Parliament. 

6 & 7 Vxcr. c. 65. 
Sec. I. Reciting 5 & 6 of Viet., and the extension of the Extending the 

fi b h. . . I l fbenefit, bene ts y t ts act to come mto operation on t Je st o 
September, 1843. 

II. The proprietor of a new and original design for an Shape. 

article of manufacture, having reference to some purpose of 
utility, so far as it shall extend to its shape and configu
ration, whether for the whole shape or for only a part, it 
not having been previously published in Great Britain and 
Ireland or elsewhere, (f) shall have the sole right to such 
design, to be computed from the time of registration accord· 
ing to the act ; this act not to extend to the 38 Geo. 3, c. 
71, and 54 Geo. 3, c. 56. 

(/) Supra, p. 192, in notia. 

• 
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Registration of III. (f) The design must be registered before its pub. 
the design. Jication, in accordance with the provisions of this net, and 

after such registration, the article to bear the word l'e-

Usingmnrks 
unlawfully. 

Registration. 

gistered and the datl'. 
IV. (g) A person placing the word registered upon an 

' 

unregistered article, or upon an article the copyright 
of which has run out, or advertise the'f;ame for sale as u 
registered article, or unlawfully sell, publ~sh, or expose for 
sale such article, shall forfeit for every offence a sum not 
less than ll. and not exceeding 5l., to be recovered. (It) 

V. (i) Floor and oil cloths to be included in Class 6. 
VI. The provisions of the 5 & 6 Viet., when not repug

nant, to extend to this act in certain cases. 
VII. Provision as to the appointment of the registrar, 

&c. (j) 
VIII. The registrars not to receive, &c.; {k) and every 

drawing, &c., together with the title and the description of 
the design, with the name and address of the proprietor, shall 
be on a sheet of paper or parchment, and on the same side 
thereof; the size of the sheet not to exceed ~4 in. by 
13 in., and on one side of the sheet shall be left, on the 
side where the drawing is, a blank space of the size 6 in. 
by 4 in., for the certificate to be written ; the prints or 
drawings to be upon a proper geometric scale, and the 
parts of the design which are not new to be set forth ; such 
drawings to be registered, as in. (l) 

Power of regis. IX. The registrar empower~;>d to refuse to register such 
trar to refuse 
registration. designs as do not appear to him to l,e within the intention 

of the act, and of the 5 & 6 Viet. c. 100, as of a thing not 

(f) Vide 5 & 6 Viet. c. 100, ss. IV., XV. 
(g) Vide 5 & 6 Viet. c. 100, s. XI. 
(It) Vide s. VIII., sup1.·a, 196. ( i) Supra, p. 193. 
(j) Same as s. 14, 5 & 6 Viet. c. 100, supra, p· 199. 
(k) Same ass. XV., 5 & 6 Viet. c. 100, supra, p. 199. (l) IIJid, 
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intended to be applied to an article of manufacture, but 
only as a wrapper, label, or covering, in which an article 
might be exposed for sale- or where the design is contrary 
to public morality or order ; with power of revision of his 
decree by the lords of the Privy Council. 

X. Every person to be at liberty to inspect the index 
of the titles of the designs, not being ornamental designs, 
and to take copies from the same ; the permission not to 
apply to designs the copyrights of which have not expired. 

XI. The interpretation, as in 5 & 6 Viet. c. 100, 
Sec. XX. 

XII. Power to amend, &c., as in Sec. XXI. 

ODSERV ATIONS UPON THE STATUTE FOR REGISTER
ING DESIGNS. 

. ... ... ---· '• -· ·~" 

By consulting these acts,(m) it will be that the be- Benefit intro-

nefit of protection is extended to matters which formerly duced. 

were not in any way protected. The first act (5 & 6 Viet. 
c. 100) applies protection to ornamental designs, the latter 
(6 & 7 Viet. c. 65), to any useful article of manufacture, as 
far as its shape and configuration is concerned, no limita-
tion being made in the statute whether such configuration 
w!ls applicable to the external or internal structure, or both. 
The words in the act," purpose of utility," would seem to Intentionofthc 
. I h . . f: I . h statute. Imp y t at any Improvement m a manu acture w nc was 
effected by the peculiar shape of any part of it, whether 
external or internal, was a proper su~ject for protection. 
. In the case of Milligen v. Picken,{n) in which the in
vention termed the "sylphide parasol'' was discussed, it 
was attempted to raise the question, under the plea of not 
the inventor or proprietor of the design, &c., whether 
such a manufacture as the one in dispute was an article of 

( m) Supra, pp. W2, 201. (n) In the C. P. o Law Time:;, 2IG. 
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manufacture within the me~ning of this statute. Their 
lordships held, that under the plea the issue was not raised, 
and the question was not decided. 

It is apprehended, if the object is effected by the parti
cular configuration of the parts, that it ,is within the inten
tion of the statute, but only so far as t~e configuration is 
concerned : if the same results could be ·~ffected by means 
of another shaped machine, which was 1i{Jt merely colour
ably dYferent, though thereby the same .result was pro-
duced, it would be no infringement of the prior design. 

The expense of obtaining registration in most cases does 
not exceed fifteen pounds, which charge includes the pre
paration of all the necessary drawings, &c., being to the 
manufacturing world, for purposes to which the act applies, 
a great boon ; for though the protection extends at most 
but to a period ·of three years, yet the right is spread 
over the whole of her Majesty's dominions, and is obtain
able by the proprietor of the design, whether his right is 
by the invention or by the purchase of the design.(o) 

Persons wrong- Persons wrongfully obtaining registration of the design 
~:!:i~~:fo~:ng are punishable by being condemned in the costs consequent 

How obtained, 

upon a suit in equity to abrogate the registration.(p) 
The registration of the design is obtained by a simple 

application, (q) which is a great feature in favour of this 
method, and, on the registration, becomes an available pro
perty; whereas a patent, though it is really the property of 
the patentee, is obliged to stand the test of an action at 
law before its validity is completely established ; but the 
great advantage of this method is, that a stop may be im
mediately put to any infringement of the right by the sum-

( o) 5 & 6 Viet. c. 100, s. 5, supra, p. 195; 6 & 7 Viet. c. 65, 
supra, p. 201. 

(p) 5 & 6 Viet. c. 100, s.IO, supra, p. HJB. 
('1) 5 & 6 Viet. c. 10, s, VI., supra, p. 195. 

·--
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mary jurisdiction which the statute vests in two justices of Summary 

the peace; (r) and whilst the act allows the jurisdict1on of jurisdiction. 

the justices, it does not restrict the proprietor of the design 
from proceeding at law (at his election), but he cannot 
adopt both remedies for the Rame offence. 

It is necessary that the design should be original (an Design, 

introduction from abroad would be insufficient), and that it ncces!lariesto. 

has not been before published. (s) The articles made under 
the protection of the statute must be marked in the way 
directed by the act,(t) which mark must be discontinued 
when the copyright has expired. 

We have enumerated the principal advantages obtainable 
under these acts; yet, in order that this mode may not oftheact. 

obtain an undue advantage, it will be necessary to point 
out some of the defects of the mode in question, and to 
shew the superiority, in some respects, of the patents over 
the copyrights. 

ThE' shortnt.>ss of the time for which the copyright 
exists may be considered as the greatest defect, and 
would, in some cases, be an effectual bar to the adoption 
of the benefits proposed; for it is found that fourteen 
years,(u) in many cases, is too short a period to afford to 
the inventor a remunerating profit, and applications are 
frequently made to the Privy Council, under the 5 & 6 
Wm. 4, c. 83, and 2 & 3 Viet. c. 67, for an extension of the 
original period of the grant; (v) but then it must, on the 
other hand, be considered that there are very many articles 
for which the exclusive right for three years would yield such 
a return as would well repay the inventor or proprietor for 
his trouble or the outlay of his capital; and in these cases, 

( r) 5 & 6 Viet. ss. 7, 8, supra, p. 196. ( s) Supra, p. 192, note. 
(t) 5 & 6 Viet. c. 100, sec. XI. ; and 6 & 7 Viet. s. 4, supra, pages 

198, 202. 
( u) Supra, p. 119, et infra. ( v) TitJe Extension. 
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it should be recollected, articles, at comparatively a nominal 
sum, are protected, which before were liable to be pirated · 
immediately upon their publication. The other great ob
jection is, the confined character of the grant, extending as 
it does only to the form of the article, le~ving open the door 
for its unprincipled adoption by a material alteration in the 
shape; and this is indeed a very weighty objection, since 
it wiJl be admitted that the essence of 'many inventions 
consists in the general idea of working out some abstract 
principle, or in some mechanical action, independently of 
the peculiar means represented for effecting the same, and 
that this may be equally well carried out under various 
shapes or configurations; but though this is generally true, 
yet there are many cases in which the peculiar shape or 
configuration is the essence of the invention, and can receive 
full protection under these acts; as paddle-wheels, stem
propellers, railway-bars, chairs, sleepers, wood pavements, 
and many other articles of utility. 

• 

• 
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• 

PATENT. 

PETITION FOR ~ PATENT, 

The humble lletition of , of, &c., 
Sheweth, 

That your petitioner hath invented [here state tile title of tile inMition ]. 
That he is the first and true inventor thereof ; and that the same hath never 

been practised or used by any other person or persons \vhomsoever, to his know
ledge or belief. 

Your petitioner, therefore, humbly prays that your Majesty will be 
graciously pleased to grant unt~ him, his executors, administrators, and 
assigns, your royal letters patent, under the great seal of the United 
Kingdom of Great Britain and Ireland, for the sole use, benefit, and 
advantage of the said invention, within that part of your Majesty's 
United Kingdom of Great Britain and Ireland called England, your 
dominion of Wales, and town of Berwick-upon-Tweed, [in the Islands 
of Jersey, Guerru:ey~ Alderney, Sark, and 1\lan, and also in all your 
:Majesty's colonies and plantations abroad,] for the term of fourteen years, 
pursuant to the. statute in that case made and provided, And your 
petitioner shall ever pray, &c. 

• 

DECLARATION TO SUPPORT A PATENT• 

I, A. B. of in the county of (profession) 
do solemnly and sincerely declare that I have invented 

That I am the first and true inventor thereof, and that the same hath never 
been practised by any other person or persons whomsoever, to my knowledge or 
belief. And I furtker declare tkat it is my intention to solicit letters paUnt in &at
land and Ireland, And I make this declaration conscientiously believing the 
same to be true, and by virtue of the provisions of an act made and passed in tho 
fifth and sixth years of the reign of his late Majesty King William the Fourth, 
intituled, " An Act to repeal an Act of the present session of Parliament, 
iutituled, 'An Act for the more effectual abolition of oaths and affir-illations 



-

•• 
• -. .. . .. .., ... 

• APPENDIX • 

taken and made in various departments of the state, and to substitut-e declaratioll!l 
in lieu thereof, and for the more entire suppression of voluntary and extra
judicial oaths and affidavits, and to make other provisions for the abolition of 
u~cceBSary oaths.' " 

Declared at 

.A. B. 
this day of 

Before me, 

• 

THE PATENT, 

• • 
\ 

184 

A Master i4 Chancery. 
' ' 

• • 
• 
' 

Victoria, by the grace of God, of the United Kingdom of Great Britain and 
Ireland, Queen, Defender of the Faith, to all to whom these presents shall come, 
greeting. Whereas A. B., of , hath, by his petition, humbly 
represented unto us, that [invention,~.] The petitioner, therefore, most humbly 
prayed we would be graciously pleased to grant [prayer of the petitioner]. And 
we, being willing to giv·e encouragement to all arts and inventions which may 
be for the public good, Rl'll graciously pleased to condescend to the petitioner's 
request. Know ye, therefore, that we, of our especial grace, certain knowledge, 
and mere motion, have given and granted, and by these presents, for us, our 
heirs and successors, do give and grant, unto the said A. B., his executors, 
administrators, and assigns, onr especial license, full power, sole privilege and 
authority, that he, the said A. B., his executors, administrators, and assigns, and 
every of them, by himself and themselves, or by his and their deputy or deputies, 
servants or agents, or such others as he, the said A. B., his executors, adminis
trators, or assigns, shall at any time agree with, and no others, from time to time, 
and a~ all tin • .:~ hereafter, during the term of years herein expressed, shall and 
lawfully n•~>! make, use, exercise, and vend his said invention within that part of 
our United Kingdom of Great Britain and Ireland called England, our dominion 
of Wales, and town of Berwick-upon-Tweed [if for the Channel Is lea, Colonies, ~., 
Btate same], in such manner as to him, the said A. B., his executors, administrators, 
and assigns, or any of them, shall, in his or their discretion, seem meet.. And 
that he, the said A.B., his executors, administrators, and assigns, shall and lawfully 
may have and enjoy the whole profit, benefit, commodity, and advantage from 
time to time coming, growing, accruing, and arising by reason of the said 
invention, for and during the said term of years herein mentioned, To have, 
hold, exercise, and enjoy the said license, powers, privileges, and advantages, 
hereinbefore granted, or mentioned to be granted, unto the said A. B., his executors, 
administrators, and assigns, for and during, and unto the full end and term of 
fourteen years from the date rf these presents next and immediately ensuing, 
and fully to be complete and ended, according to the statute in such case made 
and provided. And to the end that he, the said A. B., his execut<>rs, adminis
trators, and assigns, and every of them, may have and enjoy the full benefit, and 
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the sole use and exercise of the said invention, according to our graciom1 intention 
bere~before d~lared : We do, by these presents, for us, our heirs a· . 1 .ruccessors, 
reqwre and Btnctly command all IUld every person and pereons, i:.itlies politic 
and corporate, and all other our subjects whatsoever, of what estate, quality, 
degree, name, or condition soever they be, within that eaid part of the United 
Kingdom of Great Britain and Ireland called England, our dominion of Wales, 
and tow~ of Berwick-upon-Tweed, [colonia, ~.] aforesa.id, that neither they, 
nor any of them, at any time during the continuance of the said term of fourteen 
years hereby granted, eithel' directly or indirectly, do make, use, or put in ' 
practice the said invention, or any pP.rt of the same, so attained unto, by the said 
A. D. as a:foresaid, nor in any wise counterfeit, imitate, or resemble the same, nor 
shall make, or cause to be made, any addition thereunto, or subtraction from the 
same, whereby to pretend himself or themselves the inventor or inventors, devisor 
or devisors thereof, without the license, consent, or agreement of the said A. B., 
his executors, administrators, or assigns, in writing, under his or their hands and 
seals, first bad and obtained in that behaif, upon such pains and penalties as can 
or may be justly inflicted on such offenders for their contempt of this our ro,val 
command, and further to be answerable to the said A. B., his executors, adminis
tru,ors, and assigns, according to law,. for his and their damages thereby 
occasioned. And moreover we do by these presents, for us, our heirs and suc
cessors, will and command all and singular the justices of the peace, mayors, 
sheriffs, bailiffs, constables, headboroughs, and all other officers aud ministers 
whatsoever of us, our heirs and successors, for the time being, that they or any 
of them do not, nor shall at any time hereafter, during the said term hereby · 
granted, in any wise molest, trouble, or hlnder the said A. B., his executors, 
administrators, or assigns, or any of them, or his or their deputies, servants, or 
agents, in or about the due and lawful use or exercise of the aforesaid invention, 
or any thing relating thereto. Provided always, and these our letters patent 
are and shall be upon this condition, that if at any time during the said 
term hereby granted it shall be made to appear to us, our heirs or successors, 
or any six or more of our or their Privy Council, that this our grant is contrary 
to law, or prejudicial or inconvenient to our subjects in general, or that the said 
invention i11 not a new invention, as to the public use and exercise thereof, in 
that E&id }Jart of our United King-dom of Great Britain and Ireland called 
England, our dominion of Wales, and town of Berwick-upon-Tweed, [coloniea] 
aforesaid, or noe invented or found out b!J {he said A. B. as aforesaid ( :r the inven
tion is introduced from abroad then, or tuJt first introduced therein b!J the said, 
~c.); then upon signification thereof, to be made by us, our heirs or successors; 
under our or their signet or privy seal, or by the lords and others of our or their 
Privy Council, or any six or more· of them, under their hands, these our letters 
patent shall forthwith cease, determine, and be utterly void, to all intents and pur
poses any tbing hereinbefore contained to the contrary thereof in sny wise not
wit~tanding. Provided also that these our letters patent and any thing herein
before contained, shall not extend, or be construed to extend, to give privilege 

1' 
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unto the said A. B., his executors, administrators, or assigns, or any of them, to uoo 
or imitate any invention or work whatsoever which hath heretofore been invented 
or found out by any other of our subje-:lh whatsoever, and publicly nBed or 
exercised in that said part of our United Kingdom ,,f Great Britain and Ireland 
called England, the dominion of Wales, and town of Berwick-upon-Tweed 
[coloniea] aforesaid, unto whom our like letters patent or privileges l1ave 
been already granted, for the sole use, exercise, and benept thereof; it being 
our will and pleasure that the said A. B., his executors, \p.dministrators, and 
assigns, and all and every other person and persons to whom like letters patent or 
privileges have been already granted as aforesaid, shall distinctl,Y use and practiee 
their several inventions, by them invented or found out, accOrding to the true 
int.ent and meaning of the said respective letters patent, and of these presents. 
Provided likewise, nevertheless, and these our lettel'll patent are upon the express 
condition, that if at eny time hereafter these our letters patent, or the liberties and 
privileges here by us granted, shall become vested in or in trust for more than the 
number of twelve persons, or their representatives, at any one time, as partners, 
dividing, or entitled to divide, the benefit or profit obtained by reason of these 
our letters patent, reckoning executors or administrators as and for the single per
son whom they represent, as to such interest as they are or shall be entitled 
to, in right of their testator or intestate. And also, that if the said A. B. 
shall not particularly describe and ascertain the nature of the said invention, 
and in what manner the same is to be performed, by an instrument in 
writing under his hand and seal, and cause the same to be enrolled in 
our High Court of Chancery, within [time for speC'if!Jing] calendar months 
next and immediately after the date of these our letters patent. And also, that 
if the said A. B., his executors, administrators, :>r assigns, shall not supply, or 
cause to be supplied for our service, all such articles of the said invention as he or 
they shall be required to supply, by the officers or commissioners administering 
the department of our service for the use of which the same shall be required, in 
such manner, at such times, and at and upon such reasonable prices and tem1s as 
shall be settled for that purpose by the said officers or commissioners so requiring · 
the same, that then these our letters patent, and all liberties and advantages what
soever hereby granted, shall uttel'ly cease, determine, and become void, any thing 
hereinbefore contained to the contrary thereof in any wise notwithstanding, 
Provided that nothing herein contained shall prevent the granting of licenses, in 
such manner, and for such considerations, as they may, by law, be granted. 
And, lastly, we do by these presents for us, our heirs and successors, grant unto 
the said A. D., his executors, administrators, and assigns, that these our letters 
patent, or the enrolment or exemplification thereof, shall be in and by all things 
good, firm, valid, sufficient, and effectual in the law, according to the true intent 
and meaning the1·eof, and shall be taken, construed, and adjudged in the most 
favourable and beneficial sense, for the best advantage ofthe said A. B., his exe
cutors, administrators, and assigns, as well in all our courts of record as else
where, and by all and singular the officers and ministers whatsoever of us, our 
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heirs and Bllceessom, in that part of our said United Kingdom of Great Britain 
and Ireland called England, our dominion 'of Wales, and town of Berwick- . 
upon-Tweed [cohmiea] aforesaid, and amongst all and every the subje~ts of 
us, our heirs and successors, whatsoever and whereso&ver, notwithstanding the not 
full and certain describing the nature or quality of the said invention, or of tho 
materials thereto conducing and belonging. 

In witness whereof, we have caused these our letters to be made patent. Wit-
nes~ ourselves at Westminster, this of , in the 
year of our reign. 

By writ of Privy Seal. 

FORM OF SPECIFICATION, 

To all to whom these presents shall come, I, A. B., of [~-c.] send greeting. 
Whereas her most excellent Majesty Queen V!.<>~-ia, by her letters patent, under 
the great seal of the United Kingdom of Gre~ot Brit1in and Ireland, bearing date 
at West minster, the day of , in the year of her 
reign, did for herself, her heirs and successors, give and grant unto me, the said 
A. B., her especial license, sole privilege and authority, that I, the said A. B., my 
executors, administrators, and assigns, and such others as I, the said A. B., my 
executorR, administrators, and assigns, should at any time agree with, and no 
others, from timr to time, and at all times during the term of years therein 
expressed, should and lawfully might make, use, exercise, and vend, within Eng
land, Wales, and the town of Berwick-upon-Tweed, [ withil~ the Islands of Jersey, 
Guernsey, Alderney, Sarlc, mul JJfan, and also wit/tin all her ;1/ajesf!/'s colonies 
aml pl<mtations abroad,] my invention of [here desr.ribc the ir~vention in tlw words 
of the patent]. In which said letters patent there is contained a proviso, obliging 
me, the said A. B., by an instrument in writing, under my hand and seal, par
ticularly to describe and ascertain the nature of my said invention, and in what 
manner the same is to be performed ; and to cause the same to be enrolled in her 
Majesty's High Court of Chancery, within calendar months next and 
immediately after the date of the said in part recited letters patent, as in and 
by the same, reference being thereunto had, will more fully and at llirge appear. 
Now know ye that, in compliance with the said proviso, I, the said A. B., do 
hereby declare that the nature of my said invention, and the manner in which 
the same is to be pe1formed, are described and ascertained by the drawing 
hereunto annexed and forming part hereof, and the words following ; that is to 
say [here are stated the particulars]. In witness whereof, I, the said A. B., 
have hereunto set my hand and seal, the day of , in year of our 
Lord one thousand eight hundred and forty. 

A.B.(L.s.) 

Taken and acknowledged by the above-named A. B., at the Public Office, 
Southampton Buildings, Chancery-lane, this day of 
one thousand eight hundred and forty, before me, . 

P2 
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DISCLAIMER AND ALTERATIONS. 

PETITION TO THE ATTORNEY OR SOLICITOR GENERAL, 

The petition of A. B., of , in the county of 
profession 

Sheweth, 
That your petitioner obtained her 1\lajesty's royal letters patent, bearing date 

at Westminster, the day of in the ·. _ year of her reisnt 
for [here is imerted tlze titk of the inoontion]. And whereas .your petitioner duly 
enrolled a specification of his said invention. [Here set ~ some of the parti
culars, au.fllcie1lt to lead to tlze nature of t'M claima of inrentioo, then Bet forth the dia
claimer or alteratitilc8, and the reaa01111 for the same.] Your petitioner therefo1-e 
prays leave of her Majesty's Attorney or Solicitor General, certified by hie fiat 
and siguaLtm;, as by the statute in such c~ mde and pl'ovitled, to enter with the 
clerk of the patents of England, the said disclaimer and memorandum of 
alteration, a copy of which, signed by your petitioner, is left herewith, in the 
form in which your petitioner is desirous the same should be entered as aforesaid, 

DISCLAIMER. 

[Recite so muck of the Speciflcatio:~ as recites tlze !Jrant of the patent by her 
.Majesty.] And whereas I am desirous, for good and sufficient reasons ltereinafter 
mentioned, to enter a disclaimer of that part of the title of my said invention 
hereinafter next mentioned, and have obtained for that purpose the leave of her 
Majesty's Attorney-General, certified by his fiat and signature, according to the 
form of the statute in such cases made and provided : Know ye, therefore, that I 
do hereby disclaim the following part of the title of my said invention; that is to 
say. [&ate the part disclaimed.] And I, the said A. B., do further declare 
that my reasons for making the above disclaimer are as follows; that is to say. 
[&ate them.] And I, the said A. B., further declare and protest, that the above 
disclaimer does in no wise extend, or purpose to extend, the exclusive right 
granted to me by the said letters patent. 

In witness whereof, &c. 

PROLONGATION OF THE TERM OF A PATENT. 

NOTICE, 

I, A. B. of [description], Gentleman, do hereby give notice that I intend 
forthwith to apply to her Majesty in Council for a prolongation, for the further 
term of seven years, or such other term, not exceeding seven years, as her 
Majesty shall please, of the right of sole using and vending my, the said A. B.'s, 
invention of [state invention], granted to him, thf.' said A. B., by certain letters 

• 
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patent, bearing date the day of in the [date] year of her reign, 
within that part of the United Kingdom of Great Britain and Ireland 
called F..ngland, the dominion of Wales, and town of Berwick-upon-Tweed; 
and I, the said A. B., do hereby give further notice, that I intend to apply 
on the day of nen., to the Right Honourable the L-ords, 
comprising the Judicial Committee of her Majesty's Honourable Privy 
Council, for a time to be :fixed for hearing the matters of the said petition 
for such prolongation of the said term as hereinbefore mentioned. . And allllllt· 
sons desirous of being heard in opposition to tllis the prayer of the said 
petitioner are hereby required to enter caveats at the Privy Council Office on 
or before the said day of next. 

Witne888d by the &licitor. 

PETITION. 

To the Queen's most excellent Majesty in Council. 
'l'he humble petition of A. B., of 
Sheweth, 

Signed by the Patentee. 

That your petitioner, after much labour and considerable expense, invented 
• That your Majesty, by letters 

patent, dated the day of in the 
year of your reign, granted to your said petitioner, his exe?utors, adminilltrators, 
and assigns, the sole use and exercise of his said invention within that part of 
the United Kingdom of Great Britain and Ireland called England, the dominion 
of \Vales, and the town of Berwick-upon-Tweed, in the Islands of Jersey, 
Guernsey, Aldemey, Sark, and Man, and also in all your Majesty's colonies 
and plantations abroad, for the term of fourteen years from the date of the 
said letters patent, which term has not yet expired. That your petitioner·
[ State tke special circumstances warranting tke application.] That your petitioner 
hath advertised in the London Gazette three times, and tl1ree times in the Time~, 
the Morning Herald, and the Moming Post, being three London papers : and three 
times in the Manclzuter Guardian, being a country paper, published in the town 
of 1\lanchester, where your said petitioner resides and carries on the manufacture 
of hls said invention; that it his intention to apply to your Majesty in council 
for a prolongation of his said term of sole using and vending his said invention. 
Your petitioner therefore humbly prays your Majesty to grant to him new 
letters patent for the sole use and exercise of his said invention, within that pnrt 
of your Majesty's United Kingdom of Great Britain and Ireland called Eng
land, the dominion of Wales, and town of Berwick-upon-Tweed, for a term of 
seven years after the expiration of the !laid term of fourteen years first above 
mentioned, according to the form of the statute in such case made and prOlided. 

And your petitioner shall ever pray, &c. 
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PETI'riON FOR THE CONFIRMATION OF A PATENT. 

To the Queen's most excellent Majesty in CounciL 
The humble petition of A. B., of 

Sheweth, 
That your petitioner, having after great labour and considerable expense 

invented [8tate inM.tion], which invention is of general benefit and advantage, 
your Majesty was graciously pleased in consideration thereof to grant to your peti
tioner, his executors, administrators, and assigns, your royal.Ietters patent, under 
the great seal of Great B1·itain, for the sole use and exercise w his said invention, 
within that part of your Majesty's United Kingdom of Great Britain and Ireland 
called England, your dominion of Wales, and town of Berwick-upon-Tweed, 
which said letters patent bear date upon the day of in 
the year of your Majesty's reign. That it hath since been proved and 
specially found by the verdict of the jury, in a certain action brought by your 
petitioner against C. D., and tried before thl• Right Honourable Thomas Lord 
Denman, the Chief Justice of your Majesty's Court of Queen's Bench, at Wt!st-
minster, on the day of in the year of our Lord , that 
your petitioner was not the jir8t inventor of the said by reason 
of one B. C. having invented the same before the date of the said letters patent. 
That the said B. C. never at any time before the date of the said lettern patent 
published or made known the said invention; and that your said petitioner was 
until, and long after, the date of the said letters patent, wholly ignorant that ihe 
said B. C. had invented the suid or any part thereof, 
but verily believed himself to be the first and true inventor thereof. Your 
petitioner therefore humbly prays that your Majesty will be graciously }'leased 
to confirm the said letters patent, and make the same available to give your 
petitioner the sole right of usiug-, making, and vending the said invention, 
as agninst all 11ersons whatsoever, within that part of your Majesty's said United 
Kingdom of Great Britain and Ireland called Euglanll, the dominion of Wales, 
and town of Berwick-upon-Twct::d. 

And your petitioner shall ever pray, &c. 

CAVEATS. 

Caveat against any person taking out Letters Patent for any improvement 
relating to without notice being first given to A., of, &c. 

Under 5 & G Will. 4, c. 83, s. 1. Caveat against any person enteriug a dis-
clahm•r or alteration in a title or specification rclat.ing to without 
notice to 

Under Id. s. 4. Caveat against A. B. having any extension of his patent dated 
the day of 184 , for certain improvements in 

without notice to 

• 
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.NO'!'ICE 01!' OBJECTIONS. 
In the 

A. B. or C. D. 
Take notice that on the trial of this cause the defendant (or plaintiff) will 

insist on the following objections to the validity of the patent mentioned in the 
declaration ::-

• 

1st. That, &c. [State theoojectiom in &rder.] Dated the 
day of 184. 

defendant 
Signed C. D., attorney for the or 

To Mr. R. R., the 

plaintiff's attorney 
or 

defendant's 

plaintiff. 

NOTICES ISSUED BY THE REGISTRAR 01<' DESIGNS. 

COPYRIGHT OF DESIGNS, 

Office of Registrar of Designs, 3.5, Lincoln's Inn Fields. 
By the Consolidated Designs Copyright Act, 5 & 6 Viet. c. 100, commencing 

its operation the 1st September, 1342, a copyright or property is given to the 
authors or proprietors of original designs for ornamenting any article of manuM 
facture or substance, for the various terms Blleci:fi.ed in the following classes :-

CLASS, ARTICLE, 

I. Articles in 1\letal .. . .. . .. • • .. .. . ... 
2. Articles in W oo<l . . . . . . . . . . . . . , . ... 
3. Articles in Earthenware .. • .. . • .. .. . ... 
4. Articles in Glass . .. .. • .. . .. . .. . ... 
D. Paper Hangings . . . . . . . . . . . . . .. ... 
6. Carpets, Floor Cloths, and Oil Cloths .. . • .. ... 
7. Shawls (patterns printed) ... ... • .. • •• 
8. Shawls (patterns n9t printed) ... ... • .. ... 
9. Yam, Thread, or Warp (printed) ... • .. ... 

10. Woven Fabrics, not, Fumitures (patterns printed) ... 
11. Woven Fabrics, Furnitures (patterns printed) ... 
12. Woven Fabrics (pattern not printed) ... ... ... 
13. Lace and all other articles .. . .. . .. . ... 

• 

... 

... 

... 

... 

... 

... 

... 

... 

.. . 

... 
... 
.. . 
.. . 

COPYRIGHT, 

3 years • 

3 " 
3 " 
3 
3 
3 

" 
" 
" 9 months. 

3 years • 
9 months. 
9 " 3 years • 

12 months. 

12 " 

" ~ . . . 
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The rights conf>Jrred upon the authors or proprietors of original designs are 
subjected to the following conditions :-

lat. The desisrn must be recistered. - -2nd. After registration, every article of manufacture published by the pro-
prietor un w:r.ieh s-u.eh design is used, must have thereon a particule.r 
!lARK, which will be exhibited on the certificate of registration. 

'l'hese conditions being observed, the right of the proprietor is protected from 
piracy by a penalty of from 6l. to 30l. for each offence, each individual illegal 
application or sale of a design constituting a separate offence. This penalty 
may be recovered by the aggrieved party either by action in ~he superior courts, 
or by a summary proceeding before two magistrates. ·. 

If a design be executed by the author on behalf of another person, for a 
valuable consideration, the latter is entitled to be registered as the proprietor 
thereof; and any person purchasing either the exclusive or partial right to use 
the design is in the same way equally entitled to be registered, and for the 
purpose of facilitating such transfers, a short form is given_in the Act. 

A penalty of 6l. is imposed in the case of any person using the registration 
mark on any design not registered, or the copyright of which hilS expired, or 
when the design hilS not been applied within the United Kingdom. 

All designs of which the copyright has expired may be inspected at the Regis
trar's Office, on the payment of the proper fee ; but no design, the copyright of 
which is existing, is in ge·~eral permitted to be ~>een. Any person, however, may 
by application at the office, and on production of the registration me.rk of any 
particular design, be furnished with a certificate of search, stating whether the 
copyright be in existence, and in respect to wllich article of manufacture it 
exists; ulso the term of such copyright and the date of registration, and the 
name and address of the registered proprietor. Any party may also, on the 
production of a piece of the manufactured article with the pattern thereon, 
together with the registration ma1·k, be informed whether such pattern, supposed 
to be registered, be really so or not. 

• 

DIRECTIONS FOR REGISTERING, 

All persons 'vishing to register a design must bring or send to the Registrar's 
Office two copies thereof, together with the proper fees. These copies may 
consist, either of portions of the manufactured articles, when such can con
veniently be done (as in the case of Paper Hangings, Calico Prints,~.), or 
else of prints or drawings, which, whether coloured or not, must be correct 
representations of the design. 'fhese must be accompanied with the name and 
address of the proprietor or proprietors, or with the title of the firm under which 
he or they may 1Je trading, and the place of carrying on business, and also with 
tke member of tkat one of tke above classes, in respect of which such design is 
intended to be registered. Mter the design has been registered, one of the two 
copies will be filed at the office, and the other returned to the proprietor, with a 
certificate annexed, on which will appear the mark to be placed on each article of 
manufacture on which the design is used. 
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A design may be registered in respect of one or more of the above c1a9Ses 
according as it is intended to be employed in one or more species of manufacture: 
hnt separate copies must be furnished, antl~~o ~e.l.'"'!'8te f~ p!!d Q!!. ae-;:Qunt ~f ~l:h 
separate class, and all such registrations must be made at the same time. 

All communications with the office for the registrntion of designs may be 
made either through the general post or any other :mode of conveyance, provided 
the carriage be paid ; and if the proper fees, or an order for payment, be inclosed, 
the desi~ will be duly registered, and the certified copies returned to the pro· 
prietor free of expense. . 

The Registrar's Office will be open every day on and after the let September, 
1842, between the hours of ten in the morning and four in the afternoon, and 
designs and transfers will be registered from eleven until three, and the following 
a1·e the fees ordered to be paid by the Treasury ::-

TABLE OF FEES, 

Registering Designs:-
£. 8. d. d. £, B. 

Class 1 ... ... .. . 3 0 0 Class 12 ... .. . ... 0 5 0 
Class 2 ... . .. ... 1 0 0 Class 13 ... . .. ... 0 6 0 
Class 3 ... ... ... 1 0 0 'l'ransfer . .. ... . .. 1 0 0 
Class 4 ... . .. . .. 1 0 0 Certifying design same as 

0 10 0 registration fee, but for 
• 

Class 6 ... ... ... 
Class 6 ... ... .. . 1 0 0 class 1 ... ... . .. 1 0 0 
Class 7 ... ... . .. 0 1 0 Cancellation or Substitution 1 0 0 

Class 8 ... ... . .. 1 0 0 Search ... ... .. . 0 2 6 

Class 9 ... ... ... 0 1 0 Inspection of designs of 

Class 10 ... ... ... 0 1 0 which the copyright has 

• • • • • • . .. 0 6 0 expired, each class ... 0 1 0 Class 11 

DESIGNS FOR ARTICLES OF UTILITY. 

DEsiGNS OFFicE, 35, Lincoln's Inn Fields. 
By the act 5 & 6 Viet. c.IOO, a copyright is given for such designs for articles 

of manufacture as are of an ornamental character only ; by the new act 6 & 7 
Viet. c. 65, commencing its operation on the 1st of September, 1843, a copyright 
of THREE YEARS is given to the author or proprietor of any new and original 
design for the shape or configuration either of the whole or of part of any article 
of manufacture having reference to some purpose of utility, whether such article 
Le made in metal or any other substance. 

'fo obtain this protection, it is necessa.y-
lst. That the design should be registered before publication. 
2nd. That after registration, every article of manufacture published by the 

prop1ietor, and made according to such design, or on which anch 
design is used, should have upon it the word "REGISTERED," with the 

date of regiatration. 
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In case of Pi.ra.cy of a design so registered, the same remedies are given, and 
the llllDle penalties imposed (from 61. to 301. for each offence), as under the act 
G & 6 V'!~t. e. !00, end ell the p:rovi'!ionR e~mta.ined in the latter net relating to the 
transfer of ornamental designs, in case of or devolution of a copyright, 
are·made applicable to those useful designs registered under this act. 

In addition to this, a penalty of not more than ol. nor less than ll. is imposed 
upon all persons marking, selling, or advertising for sale any article as "regis~ 
tered," unless the design for such article has been register~ under one of the 
abov~mentioned nets. · 

' 
' ' 

' 

DIRECTIONS FOR REGISTERING AND SEARCHING. 

Persons registering a design for purposes of utility must bring or send to the 
Registrar's Offict'l two exactly similar drawings or prints thereof, made on a 
proper geometric scale, together with the name and address of the proprietor or 
proprietors, or the title of the firm under which he or they may be trading ; also the 
title of the design, and such description in writing as may be necessary, either to 
make it intelligible or to explain which parts may not be new or original. These 
two drawings or copies must, together with the title, name, &c., be on two sepa
rate sheets of paper or parchment,· only one side of which must be written or 
drawn upon. Each of these sheets must not exceed in.size 24 inches by 15 inches, 
and on the same side as the drawings, &c., there must he left a blank space, of 
the size of 6 inches by 4 inches, upon which the certificate ofregistration will be 
placed. 

After the design has been registered, one of the drawings will be filed at the 
office, and the other returned to the proprietor duly stamped and certified, 

In case of the transfer of a registered design, a copy, on one sheet of paper, 
with a blank space left for the certificate, must be transmitted to the registrar~ 
together with tite forms of application (which may be procured at the office), 
properly filled up and signed ; the transfer will then be registered, and the certi
fied copy returned. 

Certified copies of designs registered tmder this act will not be delivered before 
three o'clock the day following that on which tl1ey are brought to the office. 

Proprietors of designs and agents are expected to examine their certificates pre
vious to leaving the office, as no error can afterwards he rectified. 

An Index (I{ the titles and proprietors of all the registered designs for articles 
of utility is kept at the Registrar's Office, and may be inspected by any person, ant\ 
extracts made frc.m it. 

All such designs, the copyright of which is expired, may be seen and copied at 
the office. 

Ap.y such design, the copyright of which is unexpired, may also be inspected, 
but copies are not allowed to be taken from them. 

All communications for the l'egistration of de~igns, either for ornamental or useful 
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purposes, may be made either through the general post, direeted to the " !Wgistrar 
of Designs, Designs Office, London'' (and letters or parcels so sent are not 
restricted in weight to 16 oz.), or by any other mode of conveyance; and provided 
the carriage be paid, nnd the proper fees, or a post office order for the amount 
payable to the !Wgistrar of Designs be inclosed, the designs will be duly regiat~red, 
and the certified copies returned to the proprietor, free of expense. 

The !Wgiatrar's Office, 35, Lincoln's Inn Fields, is open every day, between 
the hours of ten in the morning and four in the afternoon, when inquiries and 
searches may be mnde. Designs and transfers are registered from eleven until 
three. 

TADLE OF FEES, 

Stamp. 

Registering design .. . .. . 
Certifying fonner registration ... 
Registering nnd certifying transfer 
Cancellation or substitution .. , 

... 

... 

... 

£. 8. cl. 
... 5 0 0 
... 5 0 0 
... 5 0 0 

... ... 
Inspecting index of titles... •. . .. . . .. 
Inspecting designs (expired copyrights) each vol. 
Taking copies of ditto, each design .. . .. . 
Inspecting designs (unexpired copyrights), 

each design .. . .. . .. • .. . 

Fee. 
£. 8, cl. 
5 0 0 
1 0 0 
1 0 0 
1 0 0 
0 1 0 
0 1 0 
0 2 0 

0 5 0 

Total. 
£. 8, d. 
10 0 0 
6 0 0 
6 0 0 
1 0 0 
0 1 0 
0 1 0 
0 2 0 

0 5 0 

Directions for registering ornamental designs under the act 5 & 6 Viet. c. 100, 
may also be procured at the office. 

NOTIC~. 

Dcsign8 Office, 9th September, 1843. 
As the act 6 & 7 Viet. c. 65, applies only to the shape or configuration of articles 

of utility, and not to any mechanical action, principle, contrivance, or application 
(except in so far as these may be dependent upon, and inseparable from, the 
shape or configuration), no design will be registered the description of which 

•. shall contain a claim for any such mechanical action, principle, contrivanCe, or 
application. 

With this exception, all deeigus, the drawings and descriptions of which are 
prop~!'ly prepared and made out, will be registered, without reference to the nature 
or extent of the copyright sought to be thereby acquired ; which consideration 
must be left entirely to the judgment and discretion of the proprietor of the 
design. 

Parties are strongly recommended to read the act before determining to register 
their designs, in order that they may be satisfied as to the nature, extent, and 
comprehenbiveness of the protection afforded by it, of which the registration will 
not constitute an~' guarantee. 

By order of the registrar, 
J. H. BOWEN, Clerk. 
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A. 

Agreement to purchase patented manu-
facture, spectllc performance 
cannot be enforced, !89. 

conditioned in a penalty, 138. 
Account, when directed, 145. 

how taken, 148. 
or indirect profit, 148. 

Amendment, notice of, 112. 
when allowed, 111, ll2. 

Action for infringemf:nt against the offi-
cer of a public company, 164. 

who is to bring, 151. 
nature of, 151. 
allegations in the declaration, I 52. 

Alien enemy, patent held for, 140. 
Assigning patents to more than twelve 

persons, elff:Ct of, 130. 
Assignment at law, 130. 

voluntary, 130. 
Assignee, action brought in the name 

of patentee in conjunction, 163. 
suit by, 164. 
ofa bankrupt, 130. 

B. 

Bankruptcy or owner or patent, effect or, 
189. 

effect on patents in embryo, 189. 
Bill in equity, answer to, when put in, 

146. 
• 

c. 
Caveat, where entered, 76. 

on opposition, course adopted by 
the crown officers, 77. 

UBe of, 78. 
costa of entering, 78. 

Caveat, against report to another inven-
tor, 73. 

en;rz. of, before title is assumed, 

practice, 75. 
what, 75. 

Certificate of judge, 185. 
should be directed to the notice 

of objections, 185. 
verdict for nominal damages re

quires two certificates, 185. 
when it must be obtained, 186. 
not granted after the taxation of 

costs, 186. 
statute applies only to causes 

actually tried, 186. 
Clause in patent to supply government, 

140. 
Consideration of grant entire, 47, 105. 

failure of, 21. 
Conftrmrtion, 117. 

when allowed, 117. 
foreign inventor, notice to, liS. 
costs of opposing, 118. 

Counsel's fee, 189. 
Constmction of patent by the judges 

in former times, 71, note h. 
Coloursble differences, infringement of 

the patent, 109. 
Combination of known materials, 23, 

42, 47. 

D. 

Disclaimer, ll4. 
who may enter, 115. 
effect of, 115. 
entry on the rolls, lJ 7. 
caveat against. 

Disclaimer, effect of, 69, note d. 
Disclosure of a secret when agreed to 

keep the secret under a penalty, 138. 
Declaration, 165. 
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Declaration forma-for the infringe. 
ment of a patent, 165. 

by an assignee, 166. 
where patentee has entered a 

disclaimer, 167. 
Drawings, setting out invention by, in 

the pleadings, effect or, 167. 
Direction to deliver specified article, in 

order to enable the defendant to pre. 
pare his defence, 1 84.. 

Declaration, necessary allegations in, 
152. 

Demurrer, when, 153. 
Demurrer to a bill, effect of, 149. 
Dt>feat of patentee in prior action, 
. effect of, l 73. · 

Damages incurred by injunction, 149. 
deceptive specification, evidence 

of, 98. 
discovery, effect of accident, 72. 

Digest of statutes relating to patents, 
pp. 4 to 19, 

E. 

Employment of a person to work out 
an idea, and publication by him, 63. 

Enrolment, time to, 111. 
computation of time, Ill. 
clerical error, amendment of, I II. 

Equivalent, use of som~ known, an in. 
fringement, 142. 

Estoppel, when a license under a pa· 
tent, acts by way of, 134, 136. 

Exhibition in a public room, 63. 
Experiments tried in public, and failure, 

effect on, after patent, 63. 
casting upon the public the 

lahour of, 33, note. 
mere, effect of, 46. 

Exposure for sale, 59. 
of a pattern in a shop window, 
59. 

Exportation, user by, 54. 
Extension, 119. 

practice, 119. 
specification, when bad, 119. 
pending proceedings, effect of, 

120. 
where unopposed, 120. 
recommendation, how obtained, 

121. 
when directed, 122, et infra. 
costs of opposition, when allowed, 

125. 
conditions sometimes annexed, 

127. 
profits, how estimated, 127. 

F .. 

Facts, when in issue for infringement, 
151. 

Fraudulent disclosure, eft'ect, 63. 
Fraudulently representing himself as 

inventor, 63. 

• • 

G~ 
• 

' Grant of a patent, 20. 1 
conditions annexed thereto, 21. 
inducement for grant, 21 • 

General caveat, 75. 
effect of, 75. 
renewal of, 75. 

Government refusing to fix the price of 
~crtain article~ supplied by e. patentet>, 
effect of, J:l{). 

I. 

Injunction, practice of the Court of 
Equity in, 150. 

terms imposed, 147. 
an action pending no ground 

why injunction should be 
granted without tenns, 148. 

when revived, 148. 
proceedings, when they should be 

commenced, 149. 
damages, when a patent has been 

declared void for the, 149. 
when an account is directed, 145. 
how obtained, 146. 
infringement must be distinctly 

ullegell, I .;.G. 
necessary affidavit to obtain, l.W. 
when granted, 146, 147. 
when dissolved, l.W. 
terms of, 147. 
when obtainable, 147. 
intention of, 147. 
proceedings by, 145. 

Infringement, 141. 
of a process, 141. 

a machine, 141. 
vendible article, 141. 

a question of fact for a jury, 145. 
by use of some known equiva. 

lent, 142. 
unknowingly using compounds 

which produced same effect, 
142. 
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Invention, what Rofficient to support a 
patent, 47. 

qunntity of immaterial, 125. 
Imitation of patented article in an im. 

portant quality, 145. 
licensee a competent witness to 

prove, 14:5. 
Improvement, patent for, 48. 

must be shewn to be new, 144. 
Ingredient in patent, shewing of, by 

another, 87. 
Important suggestion by a workman, 

62, 84. 
when subsidiary to main idea, 63. 

Insolvency of the owner of a patent, 
effect, 139. 

Introduction of a new trade from abroad, 
67. 

J. 

Joint uwuel'l1 in & patent, lSli. 
fraud of, effect, 136. 

K. 

Kin~t's printer in Scotland, patent to, 
189. 

L. 

License, under a void patent, 134. 
action for rent for, 134. 
non-joinder of the parties in an 

action on, 135. 
why allowed to be granted, 133. 
money for, paid under a void 

patent, cannot be recovered 
back, 136. 

sufficiency of, when by deed put 
in issue with an issue in fact, 
effect, 137. 

varieties of, 133. 
grant need not be under seal, 

134. 
when under seal, effect, 134-, 136. 
possibility of the refusal of, an 

unimportant objection to a 
patent, 53. 

effect of, 129. 
:~ssignment of, 129. 
when vested in more than twelve 

persons, 130. 
power to grant, whence it arises, 

132. 
refusal to grant, effect of, 133. 
and revocation of, and after in

fringement of patent, effect, 
147. 

Licensee a competent witneaa, 14-5. 

M. 

Manufacture within the meaning of the 
statute of Jas. 1, 22. 

meaning of, a question ror.ajury, 
22,26,4.3. 

definition of, by Lord Kenyon, 

by Abbot, C. J., 22. 
by Heath, J., 23. 
by Buller, J., 23. 
by Lord Ellenborougb, 

23. 
by Tindal, C. J., 23. 
by Parke, B., 25. 

Machine, not useful in some cases, 188. 
secret uses of, effect, 61. 
being in a complete state long 

before application for letters 
patent, 67, note lr. 

iutroduction from Alli~rica, 40. 
lllandamus to enforce rights of pateruee, 

188. 
to appoint price, 140. 

1\lethod, what, 31. 
and engine, convertible terms, 

31. 
patent for, 32. 

when good, 32. 
Monopoly at common law, 2, 3. 
1\Iodel, exhibition of, effect, 40. 

N. 

Nature of the property conferred by a 
patent, 129, 138. 

N e\V manufacture, what, 26, 
Novelty, illustration of, note in p. 2-t.. 

rebuttal of, 44. 
an indispensable requisite, 64. 
and discovery cli~tinct, :!7. 
want of, evidence must be direct, 
. 40, 49. 

Non-joinder of the parties in an action 
to recover the rent of a license, 135. 

Not guilty, plea of, effect, 167. 
Nolle prosequi, entry of on scire faciaB, 

when, 161. 

0 

Objections, notice of, 177. 
intention of the delivery of, 177. 
stringently construed, 178. 
non-delivery, effect of, 178. 
must be more definite than the 

pleas, 179. 
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Objections, must not go beyond the 
pleas, 179 • 

. sufficiency of, not conclusive on 
the defendant, IS i. 

amendment of, by the Court, 181. 
stating user by divers :'Jersona, 

effect, 182. 
&tating publication in various 

books and specifications, 183. 
stating that the patent was ob

tained by fraud, 183. 
insufficient notice, what, 182. 
proofs of >:J bj ection, what re

quired, 1R3. 
amendments, when to be made, 

184-. 
in Scotland, closed record in lieu 

of, 185. 
list of, to be delivered with the 

pleas, 167. 
Old and new invention intermixed, 51. 
Opposition, costs of, 78. 

at the Great Seal, 79, 81. 
to grant of patent, when should 

be entered, 78. 

P. 

Patent, practice, 82, 85. 
how obtained, 82. 
not demandable or right, 82, S9. 
avoidance of, effect, 82. 
persons entitled to apply for, 82. 
quality required, 83. 
conditions of the grant, 83, 89. 
joinder of the name of a person 

in the grant who is not an in· 
ventor, effect, 83. 

the declaration, 85. 
mode of obtainment of, in Eng. 

land, 85. 
report, 86. 
warrant, 86. 
bill, S6. 
Queen's bill, 86. 
Signet bill, 86. 
Privy Seal bill, ~ 7. 
date of, 87. 
extension to the colonies, 87. 
time expended in obtaining, 88. 
mode of obtaining in Scotland, 

88. 
mode of obtaining in Ireland, 88. 
power to assign It, 139. 

to mortgage it, 139. 
a trust, 139. 
amenable to the bankrupt and 

insolvent laws, 139. 

• 

Patent, matters essential in considering 
what may be the subject or, 2a. 

for several inYentious, one not 
n.:w,1.6. 

for an addition, 49. 
improvement upon a patent, 51. 
recitals in, 
vested in more than twelve per. 

sons, effect, 130. 
obtained befOre enrolment or a 

specification of a prior patent, 
effect, \ 

when a monopoly, 133. 
when within the restrictive clause 

ofthe 21 Jas. ·1, c. 8, 133. 
origin or the law or, 1. 
what,2. 
upon a patent·specification, 101. 
for improvements, ruleortaw,l 02. 
e(.lmhinRtion, patent for, 23,4.2,4.7. 
publication in a book, 105. 
diffel's from a monopoly, 20. 
not claimable as of right, 20. 
seizure of, in execution, 139. 
ICirefacias to avoid, by whom 

.. 3 ........ 1t:7 
ueauatUUU:ua~, "'" • 

• held for an alien enemy, 14{). 
practice pursued in obtaining, 57. 
obtained in various part3 of the 

United Kingdom, how dated, 
58. 

two for the same thing effected 
by different means, 4.1. 

known materials newly com
bined, 43. 

for a machine almost perfect, 66. 
Patentee, protection in his rights, 14, I. 

losing an action, right to bring 
another, 153. 

in one part oft be kingdom apply
ing for a patent in another 

· part, 57. 
ob~e"ing infringement, and al. 

lowing a defendant to incur 
great expenses, effect, 14.7. 

Partner in a patent dying, 130. 
Partnership in law, effect of,131. 
Pleadings, 163. 

nature of, 152. 
person to bring the action, 161. 
general ntle of the joinder of 

persons when the action is 
fordamages, 161. 

necessary allegations to be con• 
tained in the declaration, 164.. 

profert must be mnde, 164. 
oyer not allowed, 164. 
matter or defence must be 

specially pleaded, 167. 
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Pleadings-

• 

n<Dt guilty, eft'ect of, 152, 167. 
describing inTention by means 

~~~ ....... ;!! ... 167 ...,. -·-·· ... o-• ... • 
not a manufacture, how to be 

pleaded, 168. 
that the title is larger than the 

invention, 170. 
that the patent is for a principle, 

170. 
denial or utility, 170. 
speeiftcation does not sufficiently 

describe, 171. • 

non concessit an issuable plea, 
1so. I 

confession and avoidance, 171. 
enrolment, 171. 1 

Pleas-form, 17-1. ! 
not guilty, 174. j 
not first inventor, 174. 
not inventor of the whole inven-

tion, 174-. 
publicly known and used, l7.J,. 
did notspecify, 175. 
did not enrol, 175. 

- &, •• -- '"""1 ""' JlU&. Uoc;:na , & 1 "• 

DOll concesait, 175. 
not proper subject of a patent, 

175. 
invention not new, 175. 
letters patent obtained by fraud, 

176. 
leave and license, 176. 
allowed to be pleaded together, 

187. 
Pirated machines, restraining the sale 

after the time of the grant has elapsed, 

when part of the private effects 
belonging a person, 147. 

Principle, 'in, 28. . 

I 

variation or an old, and claim, 1 
45. 

difference of adaptation, 142. 
reduced into practice, 28. 
wben a manufacture, 28, 29. 
definition of; Buller, J., in 

note, p. 29. 
Hope, C.J., 80. 

application of, 80, 46. 
Private user, for the purposes of com

merce, before the obtamment of the 
patent-

where the patent is obtained by 
a stranger, 59, 61. 

right to continue to u~e process, 
though it afterwards is pa
tented by a stranger, 60. 

Q 

Process, what, 83. · 
and method, convertible terms, 

32,86. 
neceaaary to be deKribed, 33 • 
subject of a patent, 34, 30. 
definition or, M. 
secret user, effect or, 61. 
in a prior speciftcation, 64.. 

Proceedings at law, 15!. 
Publication, 53. 

question of fact for the jury, 64. 
how judged, 62. 
u~er in private, by way of ex • 

periment, 62. 
by employing a workman to per

feet idea, 62, 63. 
in a book, ?:7. 
by use, 40. 

Public and general usc, difference be
tween, 53. 

Public use, what, OS, oi. 

Q. 

Quantity of invention immaterial, 25. 

R. 

Recommendation by attomey-general, 
when, 76, 78. 

Registration of designs, 191. 
how obtained, 204. 
statutes authorizing, 192. 
duration of copyright, 192. 
for what obtainable, 192, 201. 
design must be origin11l, 194. 
prior publication, effect of, 19~, 

202,205. 
name of registered person must 

appear on the article protl!"ted, 
194. 

proprietor, who is, within the 
meaning of the statute&, J 95. 

a&ijignment of design, mode of 
effecting, 195. 

bankruptcy, effect of, 196. 
infringement of design, 196. 
forms of tranafer, 195. 
summary remedy for the infringe· 

ment of the design in England, 
196, 204. 

in Scotland, 198. 
in Ireland, 198. 

form of information, l!fi. 
of conviction, 197. 



• 

HW!i:X. 

Registration of designs-
proprietor may elect between 

summary remedy and action 
at law, 198. 

person wron~:fully registering, 
effect, 198, 20·t.. 

Equity, application to the court 
of, 198. 

markM must not he continued 
when the certificate has ex
pired, 199. 

unlawfully using, 202. 
effect of continuing the marks, 

199. 
limitation of time for bringiug 

action, &c., 199. 
co~t~, power IJf ju~ticeg to AWIIrd, 

19!). 
nppointmcnt of the officers under 

the act, 199. 
mode of registering, 199, 202. 
duty of registrar, 200. 
inspection of designs, in what 

cases allowed, 200, 203. 
excess of duty in any of the offi-

cers, und.:r the act, 201. 
interpreting clause, 20 I. 
digest, 6 & 7 Viet. c. 65, 201. 
extending the benefit of the prior 

act, 5 & 6 Viet. c. 100, 201. 
configuration, 201. 
registrar empowered to refuse: to 

register, 2M. 
benefit conferred by the nets, 203. 
application of the statutes, 203. 
expenses of registration, 201-. 
advantages and disadvantnges of 

the act, 205. 
Representations or patentee to obtain 

the grunt, 21. 
Rules of evidencr: adopted by the 

l 1rivy Council, I ~n. 

s. 

Sale of pirated article, effect, J.I..J. 
exposure of patented nrtide for, 

141. 
of manufacture to n company be

fore parent, 53. 
in a public market, .'H-. 

Scire facias, l5:l 
what, 153. 
whence it issues, 153, 157. 
on whut it must be founded, 153. 
by whom to be brought, I 54. 
wh1•n demandable of right, lat, I 

155. 
I 
I 
• 

Scia·e facias- . 
prsctice relating to, I .'H. 
caveat against, 155. 
sureties required, 158. 
fiat, when granted, proceedings, 

)58. 
effect of not appearing, 158. 
plending in, 158. 
demurrer to, where decided, 158. 
judgment, when given, 159. 
trinlnt bar, when, 159. 
new trial, \Vhen granted, 159. 
judgment for the crown, effect, 

159. ' 
cancellution in law. 160 . 

• 

whnt sufficient to found a pro. 
ceeding by, on. 100. 

issue of, no ground for the pre
vention of an infringement, 
160. 

when there has been a verdict 
for the crown with leave to 
move infringement, effect on, 
161. 

returnable nt the . cxpirntion of 
the patent, elfcct, Hil. 

statement to be contained in the 
writ, 161. 

informal suggestion in, 161. 
cannot be grunted to two per

sons at the same time, 162. 
effect of, 162, note e. 

Secret use, what, 53. 
St•uls note q, 2. 
Shape, claim of every, 29. 
Specification, 89. 

enrolment of, 89. 
what to contain, 89. 
use or. 90. 
enrolment of time, wben, 91, 
origin of the custom of enrolling, 

91. 
sufficiency, of great import, 92. 
manner of effecting, must be cor

rectly stated, 9"l. 
sufficiency or the words of, 92. 
prolixity in, 93. 

• • • • . ~ • • . . f'\n 
UCCCJ'll Wd' Ut:O~.IIfH,IUIIJ U't..Je 

describing a process of great diffi
culty, when the ingredient 
may be purchased in the pro
per form, 93. 

description must be clear, 91-. 
article mentioned without quali

fication means such as ore 
procurnble here, 91-. 

omission to state nil the inventor 
knew, 96, 



INDEX. 

Specification- . Title o£ a patent-
if it can be eft'eeted to the kn01v- \'llgueneM of description, 70, 72. 

ledge of the patentee in a de!reribing invention to be for 
cheaper method than specified, one thing when specification is 
patent is void, 97. for another, 70. 

if certain temperature is neces- erroneous description, 71. 
sary, a defimte guide must be of what it shoulcl consist, 71. 
given, 97. . choice or, 72. 

inaccurate words unintentionally I construction of, in la1v, 72. 
' used, 98. I wrongly defined, 50. 

>tating preference when pa. , Trials of invention, effect of, 41. 
ten tee knows no other material ' 
will ans\rer, 98. j 

tending to mislead, 99. : 
st11ting several articles are neces- l 

sary to produce the result, 
when some are uselesg, 99. 

representing object en~cted by i 
one, when it is done by several 1 
machines, 100. 

u. 
UI'Cr, by way of experiment, in a pubiic 

room, 67, note k. 
will vitiate a subsequent patent, 

5t. 
in one part of the United King. 

dom an u~er, 51,, claiming too much, 100. 
when for a patent upon a patent, 

I OJ. 
I in every part, M. 
' in the colonies, effect or, [JS. 

how construed, 109. 
principle of law in relation there

to, 110. 
interpretation of, 109. 
must accord with the state of 

knowledge at the time of spe
cifying, 110. 

construction of, for the court,110. 
terms of Art and !;acts for the 

jury, 11 J. 
material alterations of prior ma

chine should bl! set ont, 105. 
thing slated, but not made the 

subject of a particular claim, 
105, 106. 

claim must not be too large, 105. 
omission of mention of a thing 

which a skilled man must 
know to be necessary, 1(17. 

how to he rend, 107. 
stating nny fit and proper mate-

rial may be usee!, I 08. 
tending to mislead, 43, 4 t. 
how to be construed, 411. 

i 

e!!!h!!!~~ l)f n~rt !'rnr.PAR \Vithout 1 
limitation, 100. j 

enrolment or, effect, 58. 
Statutes relating to patents, 3. 
Statute or James 1, 4. 

5 & 6 Wm. 4, c. 83, 10. 
2 & 3 Viet. c. 67, 17. 

Statute of James, construction of, 26. 

T. 
Title of 11 patent, care in choice of, 68. 

must not be too large, 69. 
! 
I 
I 

u~eless invention, patent for, 65, 66. 
Utility, what, note a, 6~. 

question of fact for the jury, 66. 

v. 
Vague title, evil of adopting, 73. 
Vending patent article, what, 141. 
Venue, 152. 

w. 
Wrongly describing invention, effect, 21. 

APPENDIX OF FORl\IS: 
Petition for 8 patent, 207. 
Declaration to support 8 patent, 207 • 
The patent, 209. 
Form of specification, 21I. 
Disdaimer and alterations-petition 

to the attorney or solicitor general, 
212. 

Disclaimer, 212. 
l'rolongation ot tile term oi 8 pstem. 

Notice, 212; petition, 213. 
Petition for the con6rmation of a 

patent, 214. 
Caveats, 214. 
Notice of objections, 215. 
Notices issued by the Ucgisuur of 

Designs, 215. 
Ttlble of fees, 217, 2(!). 
Directions for rcgist~ring und Sl!nrcb

ing, 218. 
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